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Thi s deci sion on appeal relates to the final rejection of

clains 1-15. Subsequent to the final rejection, appellant was

permtted to cancel clainms 6-7. Clains 16-41, which had been

! Application for patent filed August 14, 1992.
1
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w thdrawn from further consideration as being directed to non-

el ected inventions, were also cancel ed by appell ant.
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Accordingly, the clainms before us on appeal are clains 1-5 and
8- 15.

The clains on appeal are directed to an electrically
conductive conposite material including carbon black particles
each coated with an intrinsically conductive polyner, e.g.
polyaniline. dCdaim1l, the broadest of two independent clains,
IS representative:

1. An el ectrically conductive conposition having inproved
resistance to |l oss of conductivity in the presence of a
hostile environnment, said electrically conductive conposition
conpri si ng:

a plurality of carbon black particles, each of said
carbon bl ack particles having a coating of an intrinsically
conductive polynmer in an amount sufficient to provide a
coating weight of fromapproximtely 5 wt%to approxi mately 50
wt % of the carbon black particles coated with said
intrinsically conductive polyner, said coating being effective
to retain the electrical conductivity of the uncoated carbon
bl ack particles and to protect the surfaces of said carbon
bl ack particles fromthe adverse effects of a hostile
envi ronment .

The follow ng references of record are relied upon by

t he exam ner as evidence of obvi ousness:

Naar mann 4,738, 757 April 19,
1988
Caner on 4,935, 163 June 19,
1990



Appeal No. 1996-1974
Application No. 07/930, 738

The following rejections are before us for consideration:?
(1) dainms 1-5, 8-11 and 15 stand rejected under 35
UusS. C
8§ 103 as bei ng obvi ous from Naar mann.
(2) dainms 12-14 stand rejected under 35 U.S.C. 8§ 103 as
bei ng obvi ous from Naarmann taken in view of Caneron.
We shall sustain the examner’s rejections as they rel ate
to claims 1-5, 8-12 and 15, but reverse as to clains 13-14,
for the foll ow ng reasons:
Based on the record before us, we conclude that, with the
exception of clainms 13-14, the exam ner has established a

prima facie case of obvi ousness.

Specifically, we agree with the exam ner that the
reference in Naarmann to “carbon fibers or filaments or sheet-
i ke structures” at |east generically enbraces appellant’s
carbon bl ack particles and, thus, renders the use of such

particles prima facie obvious wthin the context of 35 U S. C

2By Advisory Action (Paper No. 12), the exam ner has
wi t hdrawn a previously applied rejection under 35 U. S.C. § 112
whi ch, therefore, is not before us for consideration on
appeal .
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8 103; and even nore so considering the fact that carbon bl ack
particles are broadly defined in appellant’s specification.
To wit, the specification (pages 9-10) allows that such
particles may be of “varying graphitic content, size,
nor phol ogy and shape”, and “can range from highly structured
tree-like shapes to minimally structured rod-Iike shapes”. An
argunent is made in the Reply Brief (page 2) that appellant’s
carbon bl ack particles are generally spherical rather than
fibrous, filanmentary or sheet-like. This argunent is belied
by the broad definition in appellant’s own specification.
Moreover, we take note of appellant’s acknow edgnent in
his specification (page 1, |. 19-29; page 3, |. 14-17 and |.
28-36) that carbon black is widely used as a conductive carbon
material in conbination with conductive polyners in
applications simlar to those contenpl ated by Naar mann; thus
| endi ng support to the conclusion that one of ordinary skill

in the art would have found it prima facie obvious to enpl oy

carbon bl ack particles, in particular, as the carbon source in
Naarmann wi th the expectation of obtaining a conductive
conposite material suitable for the purposes contenpl ated by

Naar mann.
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Wth regard to the thickness of the polynmer coating, we
agree with the exam ner that the choice of a suitable
t hi ckness (which we presune to be a function of the coating
wei ght relative to the weight of the carbon black particl es)
woul d have been an obvious matter of routine optim zation

absent a showi ng of any
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new or unexpected result. In this regard, we refer to the
exam ner’ s answer at page 4, |I. 23-page 5, |. 2.

In a related vein, appellant argues that in Naarmann the
pol ymer |ayer serves as the “primary conductive pathway”;
whereas in appellant’s invention, which includes a relatively
thin polynmer layer, it is the carbon black which is said to
serve as the primary conductive elenment. W find this
argunment unconvi ncing since the relative conductivity of the
pol ymer | ayer as conpared to the carbon conponent is a matter
of specul ati on unsupported by objective evidence and, in any
case, is at best a theoretical distinction which is not
di spositive with regard to the obvi ousness of appellant’s
i nvention as cl ai ned.

Wth respect to the clained requirenent that the coating
function to preserve the conductivity of the carbon black and
inhibit interaction between the carbon black and the
envi ronment, we subscribe to the exam ner’s position that
there woul d be a reasonabl e expectation that Naarmann's
correspondi ng polymer |ayer would inherently function as
instantly clained in view of it’s chem cal and physi cal
simlarity to appellant’s polyner coatings. Appellant has not

7
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shown ot herw se.

It is well settled that when a clai ned product reasonably
appears to be substantially the sane as a product disclosed by
the prior art, the burden is properly upon the applicant to
prove wth objective evidence that the product of the prior
art does not necessarily or inherently possess characteristics
attributed to the clained product. See In re King, 801 F. 2d

1324, 1326, 231 USPQ 136, 138 (Fed. Cr. 1986); ln re Best,

562 F. 2d
125-55, 195 USPQ 430, 433 (CCPA 1977).

As for clains 13-14, the exam ner has failed to satisfy
his initial burden to establish why it woul d have been
obvious, wthing the purview of 35 U S.C. § 103, to use an
aryl ether disulfonic acid, in particular, as a dopant in
Naar mann absent any teaching or suggestion in the prior art to
do so. The examiner has failed to offer any rational
expl anation as to why one of ordinary skill in the art would
have expected such conpounds to be useful for that purpose.

For the foregoing reasons, the decision of the exam ner
is affirmed as to clains 1-5, 8-12 and 15, but is reversed as

to clainmed 13-14.



Appeal No. 1996-1974
Application No. 07/930, 738



Appeal No. 1996-1974
Application No. 07/930, 738

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
)
MARC L. CAROFF )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
EDWARD C. KIMIN )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
CAROL A. SPI ECGEL )
Adm ni strative Patent Judge )
M.C. hh
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