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TORCZON, Administrative Patent Judge.

! According to Appellants, Robert A Milkinis also a
co-inventor. (Paper "A'" (Req. FWC App., 7 Nov. 1990) at 1.)
Since the record does not otherw se reflect this fact,

Appel  ants should conmply with 37 CFR § 1.48, as anended at
62 Fed. Reg. 53131, 53185 (Cct. 10, 1997).

2 Attorney docket no. CASE-78.

3 Counsel for Appellants requested a hearing via
tel econference. Although the exam ner asked to present oral
argunent pursuant to 37 CFR § 1.194(b), he subsequently waived
hi s request.
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FI NDI NGS OF FACT AND CONCLUSI ONS OF LAW
FI NDI NGS OF FACT
We have considered the record in light of the argunents
of Appellants and the exam ner. Qur deci sion presunes
famliarity with the entire record. A preponderance of the
evi dence of record supports each of the foll ow ng fact
findi ngs.

A. The nature of the case

1. This is an appeal under 35 U.S.C. § 134 fromthe
final rejection of clains 1-61. W affirmin part.

2. The application on appeal was filed on 7 Novenber
1990 as a continuation of application nunmber 07/173,573, filed
25 March 1988, now abandoned. (Paper "A" at 1.) Oiiginally,
there was a question about whether the present application was
a proper continuation of the '573 application. Papers in the
present application have been sequentially nunbered from
Paper 2, although the application has otherw se been treated
as a file-wapper continuation. As a consequence, there are
two different docunments in the file nunbered Paper 2 through
Paper 16. Unless otherwi se indicated, we are referring to the
nunber ed paper for the pending application. The exam ner
shoul d correct the paper nunbering during any subsequent

prosecution.
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3. At the hearing, counsel confirnmed that Pacesetter
Inc. is the real party in interest.

4. The application is entitled "Rate-responsive
pacemaker with cl osed-l1oop control”. The subject matter of
the invention is neans and steps for regulating pacing with
respect to a nmeasured rate control paranmeter (MRCP) and
adjusting the pacing rate to account for variations in the
MRCP. dains 38 and 49 (Paper 17 (Prelim Andt.) at 2-3)
illustrate the subject matter of the invention:

38. A nethod of controlling rate-responsive
paci ng conprising the steps of periodically
ascertaining the value of a rate control paraneter
"RCP'" to obtain a nmeasured rate control paraneter
"MRCP", said RCP being such that a neasured val ue
thereof is changed in one direction by increases in
stress/exercise and in an opposite direction by
increases in heart rate, generating pacing pul ses at
a pacing rate, deriving a target value "target"
which is indicative of changes in said MRCP due to
non- stress/ exerci se and non-heart rate factors, and
responsive to a change in the difference between
MRCP and target adjusting said pacing rate in a
direction which tends to return said difference to
its pre-change val ue.

49. A nmethod of controlling rate-responsive
paci ng conprising the steps of generating pacing
pul ses at a pacing rate, ascertaining the value of a
rate control paranmeter "RCP", utilizing closed-Ioop
control for adjusting said pacing rate in accordance
with the value of said RCP, and causi ng said cl osed-
| oop control to self-adapt to changes in the val ue
of said RCP which are due to factors other than
stress, exercise and heart rate.

Page 3



Appeal No. 96-2179 Page 4
Application 07/613, 466
B. The rejections
5. The exam ner rejects clains 1-61 under 35 U. S.C
§ 112 as indefinite and as | acking an enabling description.
6. The exam ner relies on the followng references in
maki ng the remai ning rejections:
Wttkanmpf et al. (Wttkanpf) 4, 305, 396 15 Dec. 1981
Munford et al. (Minford) 4,432, 360 21 Feb. 1984
Napphol z et al. (Napphol z) 4,702, 253 27 Cct. 1987
Cal I aghan (' 900) 4,766, 900 30 Aug. 1988
filed 19 Mar. 1986
Cal | aghan et al. ('497) 4,878, 497 7 Nov. 1989
7. Clainms 1-37 and clains 38-61 stand rejected under

t he doctrine of obviousness-type double patenting in view of

clainms 19-29 and clains 1-18, respectively, of the Call aghan

900 patent.

8. Clainms 1-37 also stand rejected under the doctrine

of obvi ousness-type double patenting in view of clains 1-17 of

the Call aghan et al. '497 patent and Napphol z.

9. The exam ner rejected claim49 under 35 U. S. C

§ 102(b) as anticipated by Wttkanpf.

10. The exam ner rejected clains 1, 2,

12,

29, 34, 38-41, and 49-51 under 35 U S.C. 8§ 102(e) as

anti ci pated by Napphol z.

11. The following clainms stand rejected under 35 U. S. C.

13, 25-

27,

8 103 as unpatentable in view of the indicated references:
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3-7, 14-18, 20-24, 28, Napphol z and Cal | aghan
30-33, and 35-37 ' 900;
42, 43, 45-48, 52-57, Napphol z and Cal | aghan
and 59-61 ' 900;
i Napphol z, Cal | aghan ' 900,

8-11 and 19 and Munford; and
44 Napphol z and Munf ord.

C. The neaning of terns

12. We agree with the examner that there is an apparent
i nconsi stency in a neasured paraneter that changes in one
direction in response to increased stress or exercise and in
an opposite direction in response to increased heart rate.
Dai | y experience suggests an increase in stress or exercise
routinely corresponds to an increase in heart rate in a
normal Iy functioning heart. Appellants' specification
di scl oses the depol arization gradient® lends itself to rate
control in a closed | oop because increased enotional or
physi cal stress and increased heart rate have opposite effects
on this paraneter. (Paper 1 at 13.) The specification
continues, however, to explain that this effect appears when

ei ther workl oad or pacing rate are held constant. (Paper 1

4 The integral of the evoked potential. (Paper 1
at 1; Figs. 5 & 6.)
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at 13; Figs. 8" & 9.) |Indeed, Appellants' invention uses
cl osed-1 oop control to match heart rates to stress |evels.

(Paper 1 at 13-14; Fig. 10; see also Paper 18 at 21-24.)

Appel I ants have not identified any paraneter other than the
depol ari zati on gradi ent that m ght satisfy the requirenents
for the claimed nmeasured paraneter

13. We find that the ternms "cl osed | oop systent, "closed
| oop control™, and "sel f-adapt” have readily discernable
meani ngs in light of the disclosure and that these terns
appear to be used consistently with their nmeanings in the
references of record. Appellants have not identified any
definition for these terns peculiar to their disclosure.

14. Appel |l ants suggest that a person of ordinary skill
in the pacemaker art had a master's degree in electrical or
mechani cal engi neering and a basic knowl edge of circulatory
anat ony and physi ol ogy. (Paper 18 (2d Rev'd. App. Br.) at 8
n.1l.) The exam ner does not dispute this suggestion and we

find it plausible for the purposes of this appeal.

5 Appel I ants should note that "exercise" is
consistently msspelled in the figures. (Figs. 8-10 & 14.)
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D. Clains 1-18 and 19-29 of United

States Patent 4,766,900 to Call aghan

15. Callaghan '900 was filed
before the effective filing

date of the present application and

BAMEE YWbTILNDE @ =t——
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WEWOBA

i ssued to one of the naned inventors Ronc v
of this application. L
16. Figure 7 of Callaghan '900 NEEES -
VTEBL LEMOD WADOM (EAVETE) |
is the "schematic diagram of a pacer fﬂ%ﬁ%ﬂ@%WﬁL s
e e | WICKOCONBNLEE
system constructed in accordance with ”%ﬂ9\°mmmm‘
the present invention". (3:40-41.) e
: : e T (N "
This figure appears to be — F
e e
structurally very simlar to Figure 7 HGE ST CAVELE) "
_ _ _ _ ke 3 °
of the present application, which is USP 4, 766, 900
the "nore conplete representation of the illustrative
enbodi ment of the invention. (Paper 1 at 6.)

17. The followi ng table conpares clains 19 and 25 of

Cal l aghan "900 to claim 25 of the present application with the
addi tion of nunbers fromthe drawi ngs corresponding to the
claimed structures:

SN 07/ 613, 466 USP 4, 766, 900

25. A rate-responsive 19. Cardi ac pacing
pacemaker 10 conpri sing apparatus 10 which conpri ses:
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means 50 for generating
paci ng pul ses at a pacing
rate,

means 54 for ascertaining
the value of a rate-contro
par aneter "RCP",

cl osed-| oop control
means 50 for adjusting said
pacing rate in accordance
with the value of said RCP
and

means 50 for causing said
cl osed-| oop control neans to
sel f-adapt to the changes in
val ue of said RCP which are
due to factors other than
stress, exercise and heart
rate.

Page 8

means 16 for applying
el ectrical stinmulus pul ses
to the heart;

means 18 for detecting a
cardi ac event potential;
means 54 for integrating the
detected potential over
time to obtain a sel ected

par amet er

means 192 for storing said
sel ected paraneter;

means 190 for conparing
sai d sel ected paraneter
wi th a corresponding
sel ected paraneter of at
| east one previous
cardi ac cycle that has
been stored; and

means 198 for controlling
the rate of said
el ectrical stinulus
pul ses in response to
sai d conpari son

[25. ...neans 190 for
conparing said sel ected
parameter with a target
val ue; and

means 198 for controlling the

rate of said electrica
stinmulus pulses in
response to said
conpari son. |

18. A "[c]ardiac pacing apparatus” (Callaghan '900)

woul d have inplied sone "neans for generating pacing pul ses at
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a pacing rate" to a person having ordinary skill in the art.
The sanme basic pul se generating circuit is taught in both
di scl osures.

19. The neans for conparing and neans for controlling
conpri se a programed m croconputer 190. ('900 at 6:65-67.)
It is axiomatic that differently progranmed m croconputers are
structurally different machines. In re Lowy, 32 F.3d 1579,
1583, 32 USPQ2d 1031, 1034-35 (Fed. Cir. 1994). On the
present facts, the question of structural equival ence seens a
bit circular given that the relevant hardware invol ved appears
to be identical. The difference, such as there is, between
the structures is a matter of programmng, i.e., in the
process of making the sanme hardware function differently. No
specific programmng is disclosed, only a high-Ievel
description of the programm ng function. Thus, we nust infer
structural equivalence fromon the basis of a high-Ievel
functional description.

20. W find that Callaghan '900's neans for detecting
and integrating the cardiac event potential is the sane as the
presently clained neans for ascertaining RCP. W agree with
the exam ner that both the present application and

Cal | aghan '900 are detecting and integrating the sane
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par anet er - - evoked potential --to produce the same result--the
depol ari zation gradient. (Conpare '900 at 2:29-53 with
Paper 1 at 4:12-14; see also Callaghan '497 at 7:51-54
and 8:25-66.) The fact that the means in Callaghan '900 are
specified in greater detail does not obscure the fact that the
sane structures acconplish the sane function in both clains.
21. W find that the means for conparing and controlling
based on a paraneter are equivalent to the closed-1oop control
means. Again, Callaghan '900 sinply defines the sane
structures acconplishing substantially the sanme function in
greater detail. Appellants contend that Callaghan '900 does
not have a closed loop. (E. g., Paper 18 at 16.) W agree
with the exam ner that this unsupported contention does not
make sense on its face. Callaghan '900 appears to neet the
definition presented in the third full paragraph on page 10 of
Appel l ant's second revised brief, quoting |I. Singer et al.

Initial dinical Experience with a Rate Responsi ve Pacenaker

12 PACE 1458, 1459 (1989). To the extent a subtle difference

exi sts, Appellants have failed to explicate it. Cf. dintec

Nutrition Co. v. Baxa Corp., 44 USPQ2d 1719, 1723 n. 16 & text

(N.D. 1l'l. 1997) (Court will not | ook for evidence that party

has failed to present directly).
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22. Callaghan '900 cl ai nms nodi fyi ng paci ng according to
a target instead of the neasured paraneter. (Caim25.)
Certainly the approaches of clainms 19 and 25 could be conbi ned
for the benefits taught in Callaghan '900 at 2:54-3:7.
Cal |l aghan '900 is, broadly conceived, self-adapting with
respect to the target. The question, however, is whether it
is structurally simlar to the clainmed self-adapting cl osed-
| oop control means. For this to be true, the presently
cl ai red sel f-adapt neans woul d have to be programed in a
manner that is substantially a conmbination of the conparing
means and controlling neans of Callaghan '900's clains 19
and 25. Callaghan '900 sets forth its algorithns at Figs. 8a-
9b. Although there are several ways that a person having
ordinary skill in the art mght conbine these algorithns, at
best, there is no suggestion of the "tweeking" indicated in
Fig. 18 of the present application. Consequently, we agree
with Appellants that the pending clains differ in their
treatnent of the target val ue adjustnment. (Paper 18 at 15-
16.)

23. These findings are equally applicable to the steps

of claim49 as wel|.
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E. Clains 1-17 of United States
Pat ent 4,878,497 to Call aghan et al.

24. Callaghan '497 has the sane effective filing date--
25 March 1988--as the present application, although they do
not have overl appi ng chai ns of

pendency. Cf. In re Berg, F. 3d

BM2E YWbIILNDE @ <6

bRE  MIDLH ®=*— (\as
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1998) (finding doubl e- pat enti ng
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the sane day). At the hearing,
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counsel confirmed that the Ofice did e S Ep——
[ DELECLION CVOLNBE OEIECY |
not require any restriction between Nas
the inventions of the '497 patent and cser ﬁﬁmzk
H @
L
t he present application. SR onsos s
m-l s
. " n~ B
25. Figure 7 (the "nore conplete He s

. . _ USP 4, 766, 900
representation of the illustrative

enbodi ment of the invention" (1:59-60)) of Callaghan '497
appears to be identical to corresponding Figure 7 of the
present application.

26. The follow ng table conpares claim1l of

Cal | aghan '497 to claim 25 of the present application with the
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addi ti on of nunbers® fromthe draw ngs corresponding to the

cl ai med structures:
SN 07/ 613, 466

25. A rate-responsive
pacemaker 10 conpri sing

means 50 for generating
paci ng pul ses at a pacing
rate,

means 54 for ascertaining
the value of a rate contro
par aneter "RCP",

cl osed-1 oop contr ol
means 50 for adjusting said
pacing rate in accordance
with the value of said RCP
and

means 50 for causing said
cl osed-| oop control neans to
sel f-adapt to changes in the
val ue of said RCP which are
due to factors other than
stress, exercise and heart
rate.

USP 4, 878, 497

13. A rate-responsive
pacemaker 10 conpri sing

means 18 for sensing the
presence of [sic, or]’ absence
of an evoked potenti al;

means 54 for periodically
ascertaining the value of a
nmeasured rate contro
paranmeter which is based upon
t he sensing of an evoked
potenti al ;

means 50 for generating
paci ng pul ses at a rate which
is a function of said MRCP
and

6 Counsel confirnmed the nunbering during the hearing.

7 Thi s typographi cal

error occurs in both of the

i ndependent cl ains of Call aghan ' 497.
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means 50 responsive to the
failure to sense an evoked
potential follow ng the
generation of a pacing pul se
for controlling the
generation of a back-up
paci ng pul se.

27. W find that neans for generating pacing pulses at a
pacing rate is inplicit in a rate-responsive pacenaker. The
means 50 is not disclosed or clainmed in sufficient detail to
nove it beyond what woul d have been known to a person having
ordinary skill in the art at the time of the invention.

28. The disclosures of the present application and
Cal | aghan ' 497 are substantively identical. The

correspondences indi cated bel ow span the entire specification

excl udi ng the clains:

SN 07/ 613, 466 USP 4, 878, 497
Paper 1 (page:line) (colum:line)
1: 8-3:31 2:26-3:61
4:2-31 3:62-4:27
4:33-6: 25 1:11-2: 16
6: 26-65: 6 4:28-36:62

The only apparent differences lie in the ordering of the text,

the introduction, the stated objective, and sone of the
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transitional phrases.® The figures also appear to be
identical, right down to the m sspelling of "exercise".

29. As we have noted, otherw se identical hardware that
is programmed differently constitutes different structure.
The corollary of this axiomis that identical hardware
identically programmed is structurally identical.
Consequently, we find the nmeans in the appealed clains to
correspond identically to the neans in Callaghan '497.

30. Napphol z teaches self-adapting with respect to
m nute volunme. (3:2-52.) Nappholz would have provided
notivation to a person having ordinary skill in the art to
exploit the inherent self-adapting functions of
Cal | aghan ' 497's nmeans 50, even though that function was not
explicitly claimed in the '497 patent.

31. W see no reason why the preceding fact finding
shoul d not be true for the steps of appealed clains 38-61 as
well. The neans of Callaghan '497's clainms 1-17 performthe
steps of appealed clains 38-61 and thus woul d have rendered

t hose steps at | east obvious.

8 | ndeed, it is disturbing that nost of the
di fferences are cosnetic variations at the beginning of the
di scl osures. Such variation, if done for the purpose of
obscuring the relationship between the disclosures, is
ethically suspect. See Berg, F.3d at __ n.7,
46 USPQ@2d at 1231 n.7.
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F. Anticipation of claim49° by Wttkanpf

32. Appellants argue that Wttkanpf does not teach
claim49's "utilizing closed-loop control for adjusting said
pacing rate in accordance with the value of said RCP, and
causing said closed-loop control to self-adapt to changes in
t he val ue of said RCP which are due to factors other than
stress, exercise and heart rate.” W note that these
l[imtations are witten in step-plus-function format.

33. W agree with the exam ner that Wttkanpf broadly
di scl oses the functions Appellants claimfor their invention.
The exam ner does not, however, identify with particularity
the steps in Wttkanpf that anticipate, expressly or
i nherently, the specific acts or their equival ents
corresponding to the clained steps. Consequently, we reverse

this rejection of claimA49.

o The O fice action of 16 March 1992 (variously
| abel ed Paper 6 and Paper 18) at 5 rejects clains 38 and 49 as
anticipated by Wttkanpf. The exam ner inexplicably failed to
mai ntain the rejection against claim38 in his answer. W
treat as withdrawn any rejection that is not repeated in the
exam ner's answer. Paperless Acctg., Inc. v. Bay Area Rapid
Trans. Sys., 804 F.2d 659, 663, 231 USPQ 649, 651-652 (Fed.
Cir. 1986); Ex parte Enm 118 USPQ 180, 181 (Bd. App. 1957).
In any case, we are reversing pro forma the art-based
rejections of claim38.
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G Anticipation of clains 1, 2, 12, 13, 25-27,
29, 34, 38-41, 49-51 and 58 by Napphol z

34. W note at the outset that the neaning of clainms 1
and 38, and their dependent clains 2, 12, 13, and 39-41, are
sufficiently indefinite to test these clains against the
reference. The point of contention is the nature of the rate
control paraneter, which is precisely the point at which these
clainms are uncl ear.

35. W agree with Appellants that Napphol z does not
teach the cl osed-1oop control neans of claim25 or the
adjusting step of claim49. (Paper 18 at 28.) W note that
these clains are witten in neans-plus-function and step-pl us-
function formats, respectively. The exam ner argues that
Napphol z's m nute vol une paraneter satisfies the rate contro
parameter provisions of the clainms, but provides no analysis
of how m nute vol une would be used with the discl osed
structures or acts. W find that Napphol z does not expressly
or inherently teach the clainmed structures or acts.
Consequently, we reverse this rejection of clains 25 and 49,
and of their dependent clains 26, 27, 29, 34, 50, 51, and 58.

H. The teachi ngs of Napphol z and Cal | aghan ' 900

36. The exam ner relies on Nappholz and Cal | aghan ' 900

or Munford, to reject the remaining clains. As we have



Appeal No. 96-2179 Page 18
Application 07/613, 466

al ready noted, clainms depending fromclainms 1 and 38, in this
case clainms 3-11, 14-24, 42, and 43-48, are sufficiently
indefinite to nake a prior art analysis pointless. The
rejection of remaining clains 28, 30-33, 35-37, 52-57,

and 59-61 is based sol ely on Napphol z and Cal | aghan ' 900.

37. W have already found that Callaghan '900 teaches
t he basic structure and acts of the invention with the
exception of the self-adapting function. W have al so al ready
found that Napphol z teaches the advantages of self-adaption
wWith respect to a rate control paraneter. W find that
Napphol z woul d have notivated a person having ordinary skil
inthe art to nodify its use of the depol arization gradient to
i npl enent sel f-adapting rate control. W do not, however, see
a suggestion in the record on how this woul d have been
acconpl i shed. Moreover, the conbination of these references
does not suggest the specific acts of Appellants' clained
method in itself or as inplenented in programmed neans.

38. Neither the exam ner nor Appell ants have suggested a
range of equival ent structures or acts agai nst which we m ght
conpare the conbination. W find the disclosed acts and
correspondi ng neans sufficiently detailed (e.g., a flow chart
covering ten pages with many branches and | oops) to admt few

practical equival ents.
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39. Appellants urge no secondary considerations in
support of patentability.
CONCLUSI ONS OF LAW

A. C ai m construction

1. We presune that a claimwitten in neans-pl us-
function or step-plus-function formis governed by the
provi sions of the sixth paragraph of section 112 unless the

record unanbi guously indicates otherwise. York Prods. v.

Central Tractor Farm & Famly Center, 99 F.3d 1568, 1574,

40 USPQ2d 1619, 1623 (Fed. Gr. 1996). W see no
contraindication in this record.

2. During prosecution, a claimnmnust be construed as
broadly as is reasonable in light of the specification. 1ln re
Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Gr
1989). This axiomis not, however, license to ignore the
strictures inposed by claimng in neans-plus-function or step-
plus-function format. The format permtted under "section 112
6 operates to cut back on the types of neans which could

literally satisfy the claimlanguage.” Johnston v. |VAC

10 This presunption is particularly appropriate during
proceedi ngs before the O fice, where an applicant has the
option to amend the claimor the record to overcone the
presunpti on.
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Corp., 885 F.2d 1574, 1580, 12 USPQRd 1382, 1386-87 (Fed. Gr
1989) .

B. | ndefini t eness

3. Aclaimis indefinite if it fails to apprise those
skilled in the art both of the use and the scope of the

invention or if the | anguage is not as precise as the subject

matter permts. Shatterproof dass Corp. v. Libbey-Owens Ford
Co., 758 F.2d 613, 624, 225 USPQ 634, 641 (Fed. Cir. 1985).
Clainms nust be read in light of the specification, but this
axi om cuts both ways since the specification may reinforce the

appearance of uncertainty. In re More, 439 F.2d 1232, 1235

n.2, 169 USPQ 236, 238 n.2 (CCPA 1971).

4. The exam ner rejected clains 1 and 38 because "[i]t
i's uncl ear what paraneters are enconpassed by ['a neasured
val ue thereof is changed in one direction by increases in
stress/exercise and in an opposite direction by increases in
heart rate'] since there are no known paraneters that

simul t aneously change in opposite directions due to exercise

."  (Paper 22 at 4, enphasis added.)

5. We conclude that clains 1 and 38 are indefinite. As
witten, these clains require a paraneter that correlates to
stress and heart rate in opposite directions when ordinarily

the underlying paraneters are directly related. Although the
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di scl osure supports opposite neasured responses to changes in
stress and pacing rate when one or the other is held constant,
t hese additional qualifications are m ssing fromthe cl aimns.
We cannot incorporate into these clainms the limtations
suggested by the specification. Consequently, the clainms as
witten enconpass the paradoxical situation the exam ner has
identified. (E.g., Paper 22 at 12.)

6. Appel  ants have not separately argued the
i ndefiniteness of clains 2-24 and 38-48, which depend from
clains 1 and 38, respectively, so we affirmtheir rejection as
indefinite as well.

7. Since clains 1-24 and 38-48 are indefinite with
respect to a contested limtation, we set aside the other
rejections of these clains as unripe for our determ nation.

In re Steele, 305 F.2d 859, 862-63, 134 USPQ 292, 295 (CCPA

1962); In re WIlson, 424 F.2d 1382, 1385, 165 USPQ 494, 496
(CCPA 1970). This course is particularly appropriate in the
present case, where the respective contentions of the exam ner
and Appel |l ants depend so heavily on the divergent
interpretations of these clains. W thus reverse the
ref erence-based rejections of these clains pro forna.

8. Wth respect to clains 25 and 49, the exam ner urges

that the nmeaning of "rate control parameter”, "closed-I|oop
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control™, and "self-adapt” in these clains is unclear.

(Paper 22 at 4.) According to the exam ner, these terns are
not objectionable in thensel ves, but are unclear as argued.
(Paper 22 at 12-13.) Wile an applicant's statenents in the

prosecution history are relevant to the neaning of a term

Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582,

39 USP2d 1573, 1576 (Fed. Cir. 1996), such statenents do not
out wei gh the effect of the disclosure and objective evidence
of record. The test for indefiniteness is objective, based on
t he understandi ng of a hypothetical person of ordinary skill.
Appel I ants' subjective intent to claim even claimbadly, does
not control the neaning of a termin the claim |If Appellants
have used these ternms inconsistently during prosecution to
avoid prior art-based rejections, these inconsistencies are
better treated in the context of those prior-art rejections.
Consequently, we reverse the indefiniteness rejection for the

remai ni ng cl ai ns.

C. Enabl enent
9. The enabl enent rejection is simlarly based on a
di spute over the neaning of the term"closed |loop". As we

have already indicated, on this record this dispute is better
resolved in light of the prior-art rejections. Moreover, we

are reluctant to read faults into the clai n8 based on
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argunents of counsel that we have already rejected.
Consequently, we reverse the rejection of clains 25-37 and 49-
61 under section 112 as not enabl ed.

D. Doubl e-patenting - Callaghan ' 900

10. We presune that a one-way doubl e-patenting anal ysis

applies for applications filed after 1984. See Berg, __ F.3d
at |, 46 USPQ2d at 1230. Appellants have not urged any
reason for applying a two-way anal ysis. Al t hough Appel | ants

focus on the "concept” of the invention and the exam ner
focuses on what is disclosed, case |law requires us to
determ ne "whet her the application clainms are obvious over the
patent clainms." 1d., = F.3d at __ , 46 USPQ2d at 1229
(emphasi s added). The fact that all of the clains being
conpared are either means-plus-function or step-plus-function
clainms further restricts the reasonabl e scope of the
conpari son

11. We conclude that clains 25 and 49 are not obvi ous
over the clains of Callaghan '900 because the clai med process
step of closed-1oop control self-adaptation, in itself and as
programmed in the self-adapt neans, was not disclosed or
suggested. Even though clainms 25 and 49 and the clains of
Cal | aghan ' 900 have simlar functions and results, the acts of

the sel f-adapting step and neans differ beyond what woul d have
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been obvious to a person having ordinary skill in the art.
Consequently, we reverse the doubl e-patenting rejection of
clainms 25-37 and 49-61 on the nerits.

E. Doubl e-patenting - Callaghan ' 497

12. Appell ants have chosen a prosecution strategy that
pl aces virtually identical disclosures on separate prosecution

tracks. Cf. Berg, F.3d at __ , 46 USPQd at 1233. They

have al so chosen a claimformat in both the present
application and in their patent that forces us to correlate
the clains to nearly identical disclosures. W see no

princi pled basis by which we can ignore the fact that
separately cl ainmed functions are both programmed into an
identically disclosed neans. Consequently, we nust affirmthe
rejection of clainms 25-37 under the obvi ousness-type doubl e-

pat enti ng doctrine.

1 Since a termnal disclainmer filed to overcone this
rejection would apply to the entire resulting patent and not
sinply these clainms, we will not enter a new ground of

rejection pursuant to 37 CFR 8§ 1.196(b) for the nethod cl ai ns.
G ven our affirmance of the indefiniteness rejection for
claims 1-24, we will not reach those clains either. W
caution the exam ner, however, to ensure that a term na
disclaimer is required in any related applications (e.g.,
applicant-initiated divisionals) with substantially simlar
clains. W remnd Appellants that our findings in this

opi nion would be material to the prosecution of any rel ated
applications. 37 CFR § 1.56(hb).
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F. Qbvi ousness

13. We agree with the exam ner that Callaghan '900 and
Napphol z can be conbi ned. Callaghan '900 woul d have notivated
a person having ordinary skill in the art to a cl osed-I|oop
control pacenaker using the depolarization gradient as its
rate control paraneter. Nappholz would have notivated a
person having ordinary skill in the art to find a way to nake
t he depol ari zation gradient self-adapting. It does not
foll ow, however, that the artisan is nore likely than not to
have arrived at the clainmed subject matter. W do not find
sufficient evidence of record to support a concl usion of
obvi ousness. Accordingly, we reverse this rejection of
clainms 28, 30-33, 35-37, 52-57, and 59-61.

DECI SI ON

W affirmthe rejection of clainms 1-24 and 38-48 under
section 112 as indefinite. The reference-based rejections of
these clains are reversed pro form.

W reverse the rejection of clains 25-37 and 49-61 under
section 112 as indefinite on the nerits.

The rejection of clainms 1-61 under section 112 as not

enabled is reversed pro forna.
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We reverse the rejection of clainms 25-37 and 49-61 under
t he obvi ousness-type doubl e-patenting doctrine as obvi ous
variants of the clains of Callaghan '900.

We affirmthe rejection of clains 25-37 under the
obvi ousness-type doubl e-patenting doctrine as obvious variants
of the clains of Callaghan '497.

We reverse the anticipation rejections of clains 25-27,
29, 34, 49-51, and 58 on the nerits.

We reverse the obviousness rejections of clainms 28, 30-

33, 35-37, 52-57, and 59-61 on the nerits.
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The tinme period for taking any subsequent action in
connection with this appeal wll be extended only under the

limted circunstances provided in 37 CFR 8§ 1.136(b).

AFFI RVED- | N- PART

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge
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