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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134

1 Application for patent filed Decenber 29, 1993
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fromthe examner’s rejection of clains 1-3, 5-8 and 10-15.
Clainms 4, 9 and 16 have been indicated by the exam ner as
containing all owabl e subject matter. An anmendnent after final
rejection was filed on June 23, 1995 and was entered by the
exam ner.

The di scl osed invention pertains to a nmethod and
apparatus for verifying an identification card. The
identification card contains both an i mage of an object to be
identified as well as a coded representation of the inmage.

The card is placed in a card holding station where the inage
of the object is visible. The coded representation is decoded
into the imge which is displayed on a display. The visible
image of the card in the card holder and the display are
situated such that the two i mages can be easily conpared by an
oper at or .

Representative claim1l is reproduced as foll ows:

1. An apparatus for verifying an identification card,
said card including an image of an object to be identified on
a first portion and a coded representati on of an encrypted
signal conprising a representation of said i mtage on a second

portion, said apparatus conprising:

a) a card holding station for receiving said card so that
said image is visible to an operator of said apparatus;
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b) control nmeans for controlling the operation of said
appar at us| ;]

c) neans for reading said coded representation of said
signal fromsaid card; when said card is received in said
station[;]

d) decodi ng neans, responsive to said reading neans for
decodi ng said representation of said signal to provide a
decoded si gnal

e) decrypting neans for decrypting said decoded signal to
provi de a decrypted signal[;]

f) display neans responsive to said decrypting nmeans for
di splaying said representation of said inmage, said display
means bei ng positioned adjacent to said i mage, whereby
conparison of said representation of said i nage and sai d inage
is facilitated.

The exam ner relies on the follow ng references:

Pi osenka et al. (Piosenka) 4,993, 068 Feb. 12, 1991
Senanayake 5, 053, 608 Cct. 01, 1991
Axelrod et al. (Axelrod) 5,337, 358 Aug. 09, 1994

(filed Nov. 20,
1992)
Clains 1-3, 5-8 and 10-15 stand rejected under 35
U S.C 8 102(e) as being anticipated by the disclosure of
Axelrod. dains 1-3, 5-8 and 10-15 also stand rejected under
35 U. S C § 103 as bei ng unpatentabl e over the teachings of

Senanayake in view of Piosenka.
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Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the brief? and the answer for

the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of anticipation and obvi ousness relied upon by the
exam ner as support for the rejections. W have, |ikew se,
reviewed and taken into consideration, in reaching our
deci sion, the appellants’ argunents set forth in the brief
along with the examner’s rationale in support of the
rejections and argunents in rebuttal set forth in the
exam ner’ s answer.

It is our view, after consideration of the record
before us, that the disclosure of Axelrod does not fully neet
the invention as recited in claims 1-3, 5-8 and 10-15. W are

al so of the view that the teachings of Senanayake and Pi osenka

2 The reply brief filed February 7, 1996 was denied entry
by the exam ner [Paper No. 15]. Accordingly, we have not
considered the reply brief in the forrmulation of this
deci si on.
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and the level of skill in the particular art would not have
suggested to one of ordinary skill in the art the obvi ousness
of the invention as set forth in clains 1-3, 5-8 and 10-15.
Accordi ngly, we reverse.

We consider first the rejection of clains 1-3, 5-8 and
10- 15 under 35 U.S.C. 8§ 102(e) as being anticipated by the
di scl osure of Axelrod. Anticipation is established only when
a single prior art reference discloses, expressly or under the
princi ples of inherency, each and every elenent of a clained
invention as well as disclosing structure which is capabl e of

performng the recited functional limtations. RCA Corp. V.

Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ

385, 388 (Fed. Cir.); cert. dism ssed, 468 U S. 1228 (1984);

WL. CGore & Assocs. v. Garlock, Inc., 721 F.2d 1540, 1554, 220

USPQ 303, 313 (Fed. Cr. 1983), cert. denied, 469 U S. 851
(1984) .

The exam ner asserts that Axelrod’'s Figure 1
illustrates all the conponents of the apparatus recited in
clainms 1-12 as well as the nmethod recited in clainms 13-16
[final rejection, page 2]. Wth respect to i ndependent cl ains
1 and 13, appellants argue that in Axelrod “there is nothing

5
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whi ch teaches or suggests a card hol ding station where the
imge on the card is visible to an operator after the card is
recei ved, or that the apparatus should be configured so that
the image and the di splayed representation of that inage are
adj acent” [brief, page 4]. The exam ner responds that Figure
1 of Axelrod discloses these features [answer, page 3].

We agree with appellants that the invention of clains
1 and 13 is not fully net by the disclosure of Axelrod. There
is clearly no card holding station disclosed in Axelrod so
that there is no disclosure of the inmage on the card being
visible when the card is received in the card hol ding station.
Axel rod di scl oses a bar code scanner for reading the card, but
there is no disclosure of howthis card is received in a card
hol ding station. Although Axelrod teaches that the inage on
the card C and the inage on display 36 are conpared by an
operator, and although Axelrod shows the card C and the
display 36 in close proximty in Figure 1, there is no
di scl osure that the conparison should take place while the
card is in the card holding station. Axelrod could just as
easi |y suggest that the conparison take place after a card is
removed from what ever nechanismis used to hold and decode the

6
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data on the card.
Thus, the exam ner’s anticipation rejection of clains
1 and 13 is based on pure speculation as to how one m ght
i npl enent the conpari son suggested by Axelrod. A rejection
cannot be made under 35 U.S.C. 8 102 based upon specul ation
with respect to the teachings of a reference or based on
assunptions of what an artisan m ght decide to do given the
di scl osure of a reference. These considerations would be nore
relevant to a rejection under 35 U.S.C. 8§ 103, however, we do
not have a rejection on that ground before us using Axelrod.
Al though Axelrod is the nost pertinent reference on
this record, it does not anticipate the invention of
i ndependent clains 1 and 13 for reasons di scussed above, and
t he obvi ousness i ssue has not been properly raised by the
exam ner. We would have no difficulty agreeing with the
exam ner that it would have been obvious to the artisan that
the image on card Cin Axelrod and the inmage on display 32
shoul d be pl aced adjacent to each other to facilitate
Axel rod’ s disclosure that a human nust conpare these two
i mges. Humans are well aware that when conparing two i nmages
to each other, they should be sinultaneously viewable and

7
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relatively close to each other. This is a matter of sinple
common sense. There is no evidence on this record, however,
regardi ng the obvi ousness of the card hol ding station of
claims 1 and 13 in which the imge of the object is visible
when the card is received. As we noted above, such a
condition is not necessary to the operation of Axelrod, and
t he exam ner has not addressed the obviousness of this
[imtation.

| ndependent clains 7 and 12 al so contain the
recitation of “a card holding station for receiving said card
so that said inmage is visible to an operator of said
apparatus.” For reasons we have al ready discussed at | ength,
Axel rod does not disclose any card hol di ng mechani sm so t hat
Axel rod does not anticipate these clainms within the neaning of
35 U S.C. 8§ 102. Therefore, we do not sustain the examner’s
rejection under 35 U.S.C. § 102 of any of the appeal ed cl ai ns
based on Axel rod.

We now consider the rejection of clains 1-3, 5-8 and
10- 15 under 35 U.S.C. 8§ 103 as being unpatentable over the
t eachi ngs of Senanayake and Piosenka. In rejecting clains
under 35 U.S.C. 8 103, it is incunbent upon the examner to

8
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establish a factual basis to support the |egal concl usion of

obvi ousness. See In re Fine, 837 F.2d 1071, 1073, 5 USPQd

1596, 1598 (Fed. Cir. 1988). 1In so doing, the examner is
expected to nake the factual determ nations set forth in

G aham v. John Deere Co.,

383 U.S. 1, 17, 148 USPQ 459, 467 (1966), and to provide a
reason why one having ordinary skill in the pertinent art
woul d have been led to nodify the prior art or to conbi ne
prior art references to arrive at the clained invention. Such
reason nust stem from sonme teaching, suggestion or inplication
in the prior art as a whole or know edge generally avail abl e

to one having ordinary skill in the art. Uniroyal, Inc. v.

Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5 USPQ@2d 1434, 1438

(Fed. Cir.), cert. denied, 488 U S. 825 (1988); Ashland G|,

Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 293,

227 USPQ 657, 664 (Fed. Cir. 1985), cert. denied, 475 U S.

1017 (1986); ACS Hosp. Sys.., Inc. v. Montefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These
showi ngs by the exam ner are an essential part of conplying

with the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

9
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USPQ2d 1443, 1444 (Fed. Cir. 1992).

The exam ner cites Senanayake as teaching everything
recited in the clainms except for the public key encryption
techni ques. The exam ner cites Piosenka as teaching an
identification card having encrypted versions of physical
identification information stored on the card. The exam ner
asserts that it would have been obvious to the artisan to
substitute Piosenka s encrypted facial information for
Senanayake’'s fingerprint image [final rejection, pages 2-3].
Appel l ants argue that with respect to the teachi ngs of
Senanayake and Pi osenka, “provision of a holding station where
the card remains visible after insertion, and positioning of a
di spl ay adj acent to such a holding station would be
meani ngl ess in the context of these references, and their
conmbi nati on cannot be considered to nmake the clained
i nvention, which includes these limtations, obvious” [brief,
page 5]. W agree with appellants.

Senanayake i s designed to conpare an actual inage on a
card with a coded image on the card automatically by conputer
Since the conparison is made by conputer, there is no
nmotivation to make the card in Senanayake visible when it is

10
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inserted in a card hol der because no one is expected to be
| ooking at the card. Piosenka is also intended to primarily
operate to automatically conpare an actual inmage with a coded
i mge on a card by conputer. Once again, since the conparison
i's made by conputer, there is no incentive to have the data on
the card be visible when it is received in a card hol der.
Pi osenka does describe a situation, however, where the
conparison is nade by a human operator [colum 9, |ines 5-21].
In this situation, however, two inmges on a card are not
conpared, but rather, a decoded displayed inage is conpared to
the actual facial feature bionmetric of the person seeking
validation. There is again no reason for the information on
the card to be visible to the human operator when it is
received in a card hol ding nechani sm

Thus, the exam ner has failed to explain why it would
have been obvious to the artisan to have a card hol di ng
station for receiving an identification card so that an inmage
on the card is visible to an operator as recited in each of
t he i ndependent clainms. This recited limtation is clearly
not suggested by either Senanayake or Piosenka. Therefore,

the exam ner has failed to establish a prina facie case for

11
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t he obvi ousness of the clainmed invention.

Accordi ngly, we do

not sustain the exam ner’s rejection of the clains under 35

U.S.C. §8 103 based on the teachings of Senanayake and

Pi osenka.

The decision of the exam ner rejecting clains 1-3, 5-8

and 10-15 is reversed.

REVERSED

JAVES D. THOVAS
Adm ni strative Patent Judge

JERRY SM TH
PATENT
Adm ni strative Patent Judge
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STUART N. HECKER
Adm ni strative Patent Judge

JS/ cam
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Robert H. Wi sker (50-01)

Pi t ney Bowes, | ncorporated

Intell ectual Property & Technol ogy
Law Dept., Wrld Headquarters

One El ement Road

Stanford, CT  06926-0700
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