TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte OLAF K. BREUER, HANS F. VERMEI RE
and CAROLINE R N. MAES

Appeal No. 96-2407
Appl i cation 08/ 072, 210?

ON BRI EF

Before GARRI S, GRON, and WARREN, Adnini strative Patent Judges.

GRON, Adninistrative Patent Judge.

DECI SI ON ON APPEAL UNDER 35 U.S. C. § 134

| nt r oducti on

This is an appeal under 35 U.S.C. § 134 from an

! Application for patent filed June 4, 1993.

-1 -



Appeal No. 96-2407
Application 08/ 072,210

exam ner’s final rejection of Clains 9-12, all clains pending
in this application.

Clainms 9-12 stand rejected under 35 U.S.C. 8§ 103 as being
unpat entable in view of the conbi ned teachings of Cha, U S
Patent 4,877,566, issued Cctober 31, 1989; Boessler et al.
(Boessler), U S Patent 4,199,486, issued April 22, 1980; and
Lundberg et al. (Lundberg), U S. 4,143,185, issued March 6,
1979.

Al'l clains stand or fall together (Appeal Brief, p. 2) with
Caim9. Cdaim9 reads:

9. A process for preparing elastosol, conprising
t he
steps of:

preparing a bl ock copol yner conprising at | east one

pol ymer bl ock A derived predom nantly from a nonovi nyl
aromati ¢ conmpound and at | east one, optionally

hydr ogenat ed
pol ymer bl ock B derived predom nantly from a conjugated
di ene, wherein the content of nonovinyl aronatic conpound
is at | east 40% by wei ght based on the wei ght of the

bl ock
copol yner,

turning the bl ock copolyner into particles having a
particle size of less than 800 m cron; and

di spersing the bl ock copol yner particles in an oi
at
room t enper at ur e;

wherein the weight ratio of the block copolyner to the
oi |
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Is in the range of from0.1 to 10.

D scussi on

Cha (1) grinds styrene butadi ene rubber into particles
having a di aneter of |less than 500 microns, (2) adds an oil to
the particles to forma conposition, (3) heats the conposition
to approximately 40° to 70°C., and (4) m xes the conposition
for
addi ng ester gum cal cium carbonate and a coloring agent to
the conposition and injection nolding the nodified conposition
so to produce a sticky, rubber-based form The conposition
prepared by steps (1) to (4) of Cha's nethod differs fromthe
net hod appellants claimin a nunber of aspects.

Cha does not expressly teach that the styrene butadi ene
rubber he enploys is a styrene butadi ene bl ock copol yner.
However, Cha states (Cha, col. 2, lines 10-12), *“A
particul arly suitable styrene butadi ene rubber product is
manuf actured by Shell Chem cal Co. and sold under the
tradenane Cariflex.” |In the first office action nailed
Novenber 17, 1993, the exam ner stated (Paper No. 6, p. 3,
para. 1):

Cha di scl oses non-toxic conpositions containing

styrene-but adi ene rubber and . . . oils. See Col. 2[,]

line[s] 13-18. As preferred rubber conponent Cha
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di scl oses Cariflex styrene-butadi ene rubbers. Cariflex
is a trade nane which, in case of styrene-butadi ene
rubbers, stands for triblock S-B-S copolyners with
vari ous styrene/ butadiene ratio[s]. Choise [sic,
Choi ce] of S-B-S rubbers with higher S/B ratio (40% and
above) woul d have been obvious for an ordinary artisan if
the end product (such as a toy) with resinous properties
(rather than elastomeric properties) is desired. Cha
explicitly states that the rubber used in his
I nvention shoul d be present in particles of |ess than 0.5
nm (500 m cron[s]).
Applicants’ response filed February 28, 1994 (Paper No. 8, p.
2) did not deny the examner’s allegation that Cariflex is a
styrene-but adi ene bl ock copolyner.? Accordingly, we find that
Cha’ s styrene-butadi ene rubber is a styrene-butadi ene bl ock
copol ynmer. However, the exam ner acknow edged that Cha does
not teach that the styrene bl ocks of his preferred styrene
but adi ene bl ock copol yners (Cariflex) conprise “at |east 40%
by wei ght” of the bl ock copolynmer as is required by the nethod

appel lants claim?® Neverthel ess, the exam ner argues that Cha

2 This application appears to be assigned to Shell Q|
Conmpany. We presune that the assignee of the present
application
is well able to deny the truth of the examner’s all egations
with regard to Cariflex, a product manufactured by Shel
Chem cal Co. .

3 If Cariflex is the tradenane of a styrene-butadiene
bl ock copol yner whose styrene bl ocks may conprise “at | east
40% by wei ght” of the bl ock copol yner, we presune that
appel | ants woul d have di scl osed that material information to
t he exami ner in accordance with 37 CFR § 1.56.

- 4 -



Appeal No. 96-2407
Application 08/ 072,210

reasonabl y woul d have suggested to persons having ordinary
skill in the art that the styrene block of the styrene

but adi ene bl ock copol yners suitable for use in the process he
descri bes may conprise “at | east 40% by wei ght” of the bl ock
copolynmer. W find that the exam ner’s argunent has no
factual basis. W fail to see how persons having ordinary
skill in the art would have been led by Cha's disclosure to
make toys w thout el astoneric properties when Cha s invention
is a method for making “sticky,” elastoneric toys. See Cha's
Claim 1.

Appel | ants have continuously argued, and the exam ner has not
deni ed, that “sticky,” elastoneric styrene-butadi ene rubbers
woul d have a | ow styrene content.

Next, appellants point to the fact that Cha adds oil to
rubber “heated to approximately 40°to 70°C., and m xed for 10
to 20 mnutes. The heating and m xing steps are inportant to
ensure that the oil is blended with the rubber and becones
absorbed by the rubber” (Cha, col. 2, |I. 34-39). According to
the nmet hod appellants' claim the bl ock copolyner particles
are to be dispersed “in an oil at roomtenperature” (Caim?9).

Cha appears to teach away fromroomtenperature dispersion.
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The conbi ned teachi ngs of Boessler and Lundberg do not

renmedy the deficiencies in Cha s teaching and vice versa.

Wi | e Boessl er and Lundberg may descri be conventi onal nethods
for preparing plastisols using block and/or graft copol yners,
the met hods each describes are said to be particularly suited
to the preparation of plastisols using high-tenperature

mel ti ng bl ock copol yners which do not appear to include either
hi gh styrene content styrene-butadi ene bl ock copol yners of the
type enployed in the process appellants claimor |ow styrene
content sticky, elastomeric styrene-butadi ene bl ock copol yners
of the type said to be utilized by Cha. Mreover, the record
does not reasonably suggest that styrene-butadi ene bl ock

copol ynmers woul d be suitable for preparing plastisols of the
type described by Boessler and Lundberg. Neither Boessler nor
Lundberg descri be styrene-butadi ene copol yners. Put sinply,
there is no reasonabl e suggestion in the conbi ned prior art
teachings to prepare plastisols by conventional nethods using
styrene-but adi ene bl ock copol yners conprising at |east 40%
styrene. W find that the examner’'s rejection is based nore
on i nmperm ssi bl e hindsight than prior art teachings.

Cogni zant of the deficiencies of the applied prior art
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teachings and his initial burden to establish a prim facie

case of unpatentability under 35 U.S.C. § 103, the exam ner
cites

In re Durden, 763 F.2d 1406, 226 USPQ 359 (Fed. Gir. 1985), in

support of unpatentability under section 103. The exam ner
argues (Exam ner’s Answer, p. 4):

Al t hough bot h Lundberg and Boessl er di scl ose processes
i nvol ving different bl ock and/or graft copolyners, the
process used i s an obvi ous process for meking a

di spersion
of the clainmed bl ock copol yner because the Boessler and
Lundberg processes woul d be expected to work for other
starting materials such as clai med styrene-di ene
copolyners in view of the fact that Boessl er does not
pl ace any specific limtations on the Tg of the core
polymer. The starting material, therefore, is an obvious
choice to the one skilled in the art for making a

di spersion
of that starting material. |In re Durden, [supra]l

The rejection finds no per se rule support from Durden. “Wen
the references cited by the exam ner fail to establish a prim

faci e case of obviousness, the rejection is inproper and wll

be overturned.” 1n re Cchiai, 71 F.3d 1565, 1569, 37 USPQd
1127, 1131 (Fed. Gr. 1995). Here, as was the case in Cchiai,
at 1570, 37 USP@d at 1132 (footnote omtted):
[ T] he exam ner incorrectly drew from Durden, a case
turning on specific facts, a general obviousness rule:

nanely, that a process claimis obvious if the prior
art references disclose the sane general process using
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“simlar” starting materials. No such per se rule
exi st s.

Mere citation of Durden . . . or any other case as a
basi s

for rejecting process clains that differ fromthe prior

art by their use of different starting materials is

i nproper, as it sidesteps the fact-intensive inquiry

mandat ed by section 103.

We have considered all the factual evidence and argunents
presented in this case. W hold that the conbined prior art
teachings cited against the clained invention do not prina

facie establish its unpatentability under 35 U S.C. § 103.
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Concl usi on

W reverse the examiner’s rejection of Clains 9-12 under
35 U.S.C. §8 103 as being unpatentable in view of the conbi ned
teachi ngs of Cha, Boessler, and Lundberg.

REVERSED

Bradley R Garris )
Adm ni strative Patent Judge )
)
)
)
Teddy S. G on ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Charles F. Warren )
Adm ni strative Patent Judge )
tdc
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K. M Tackett
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