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This is a decision on appeal fromthe final rejection of

claims 1 through 20, all of the clains pending in the

appl i cation.

! Application for patent filed March 30, 1993.
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The invention is directed to a method and apparatus for
nmoni toring an autonmati on system and a technical process which
is nonitored and controlled by the automati on system More
particularly, the invention is set forth in representative
i ndependent claim 1, reproduced as foll ows:

1. A nethod for nonitoring an automation system and a
techni cal process nonitored and controlled by the automation
system conprising steps of:

transmtting a nessage fromthe automati on systemto an
observation systemwhen a fault in the automati on system
occurs at a |ocation;

accessing inportant planning and design data of the
aut omati on system said planning and design data conprising at
| east i nformation about |ocations related to all possible
codes transmtted by the automati on system

determining the |location of the fault in the automation
system by conparing a code of said transmtted nessage with
t he accessed pl anning and desi gn data; and

di splaying a result of the determ nation on a display
unit, wherein the determ ned |location of the fault in the
aut omati on systemis first displayed coarsely and then in at
| east one other step in a nore detail ed manner.

The exam ner relies on the follow ng references:

Wods et al. 4,816, 208 Mar. 28, 1989
(Wbods)

VWalter et al. 5, 189, 394 Feb. 23, 1993
(Walter)
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Clainms 1 through 20 stand rejected under 35 U.S.C. § 112,
first paragraph, as relying on a non-enabling disclosure and
on an inadequate witten description.

Clainms 1 through 20 stand further rejected under 35
U s C
8§ 103. As evidence of obviousness, the exam ner cites Walter
with regard to clains 1 through 5, 7 through 18 and 20, adding
Wods with regard to clains 6 and 19.

Reference is made to the brief and answer for the
respective positions of appellant and the exam ner.

OPI NI ON

After careful consideration of the evidence before us, we
will sustain the rejection of clainms 1 through 20 under 35
US C 8 103 but we will not sustain the rejection of clains 1
t hrough 20 under 35 U . S.C. § 112, first paragraph.

Turning first to the non-enabl enment rejection, the
exam ner contends that the

speci fic manner in which the processor eval uates

nmessages transmtted by the automation system by

conparing a code of the messages indicating a

| ocation of a fault in the automation systemwith

the stored planning and design data of the

automati on system and as a result of such

determi nation or evaluation, displaying the results

coarsely, and then in nore detail is not readily
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apparent fromthe specification nor the draw ngs

[ Answer - page 3]

To conply with the enabl enent clause of the first
paragraph of 35 U . S.C. 8§ 112, the disclosure nust adequately
descri be the clainmed invention so that the artisan could

practice it w thout undue experinmentation. |In re Scarbrough,

500 F.2d 560, 566, 182 USPQ 298, 303 (CCPA 1974); In re

Brandst adter, 484 F.2d 1395, 1407, 179 USPQ 286, 295 ( CCPA

1973); In re Gay, 309 F.2d 769, 774, 135 USPQ 311, 316 (CCPA
1962). If the exam ner had a reasonabl e basis for questioning
the sufficiency of the disclosure, the burden shifted to
appel l ant to conme forward with evidence to rebut this

challenge. 1n re Doyle, 482 F.2d 1385, 1392, 179 USPQ 227,

232 (CCPA 1973); In re Ghiron, 442 F.2d 985, 992, 169 USPQ

723, 728 (CCPA 1971). However, the burden was initially on
the exam ner to establish a reasonabl e basis for questioning

t he adequacy of disclosure. In re Strahilevitz, 668 F.2d

1229, 1232, 212 USPQ 561, 563 (CCPA 1982).

W find that the exam ner in the instant case did not
have a reasonabl e basis for questioning the sufficiency of the
di scl osure. The level of skill in the conputer arts is very
high and we find it unreasonable that one skilled in such arts
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woul d have had any difficulty whatsoever in evaluating
nessages by conparing codes received froma fault |ocation
with stored data. The display of data as a result of such a
conpari son and zooming in on the display to show greater
detail would al so have been well within the skill of the
artisan in this conplex art. W find no need for a “conputer
program detail circuitry, or flowcharts,” nentioned by the
exam ner [Answer-page 3] as an apparent necessity for
overcom ng a charge of insufficient disclosure. The
operations recited and the results sought by the instant
cl ai med subject natter are, in our view, of such a
straightforward variety that no specific program flow chart
or circuitry woul d have been needed by the artisan in order to
practice the clainmed invention w thout undue experinentation.
Accordi ngly, the exam ner has not rai sed a reasonabl e
chal l enge, within the nmeaning of 35 U.S.C. § 112, first
par agr aph.

Wth regard to a | ack of support under the witten
description requirenment of 35 U S.C. 8§ 112, the exam ner

all eges that there is no support in the disclosure as filed
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for a display which displays results of the evaluation first
“coarsely” and then in a nore “detail ed” nmanner.

Appel l ant admts that these particul ar words were not
used in the original disclosure. However, in order to
determi ne conpliance with the witten description portion of
the first paragraph of 35 U.S.C. 8§ 112, a proper inquiry
pertains to whether the disclosure (i.e., the specification,
clains and drawings as originally filed) reasonably conveys to
the artisan that the inventor had possession at that tinme of
that which is now clainmed. Literal support in the disclosure
for the ternms of the clains challenged by the exam ner is not

necessary in order to show such possession. 1n re Wight, 866

F.2d 422, 425, 9 USPQ2d 1649, 1651 (Fed. CGr. 1989); In re

Kasl ow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cir
1983) .

While the original disclosure here did not use the terns
“coarse” and “detailed,” it is clear fromthe specification,
at page 9, bottom of the page, that appellant had possessi on
of the invention now clained since there is a reference to

“precisely” locating the error “to have a closer |ook.”
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Therefore, it is clear that appellant had discl osed a coarse
di splay and then a display in a nore detail ed nanner.
Accordingly, we will not sustain the rejection of the
clainms under 35 U . S.C. § 112, first paragraph.
We now turn to the rejections under 35 U.S.C. § 103 based
on prior art.
W will sustain these rejections because, in our view,

the exam ner has established a case of prima facie obviousness

and

appel l ant has not successfully rebutted it. Also, appellant
has not argued any specific claimapart fromany other so al
claims will stand or fall together.

More specifically, with regard to i ndependent claim1l and
the application of Walter thereto, Walter discloses the
nonitoring of an automation system i.e., a fire alarmsystem
wherein | ocations of activated sensors are nonitored. The
| ayout of the building is known and stored, which allows
“accessing i nportant planning and design data of the
aut omati on systeni wherein information is avail able on al
possi bl e sensor | ocations. The enabl enent of the positions of

the sensors to be superposed on the visual displays generated
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by each inage file [colum 2, lines 39-45 of Walter] is
tantanount to the conparison of codes recited by claim1l.

Thus, contrary to appellant’s assertion, we find that
Wal ter does, indeed, disclose the nonitoring of an automation
system by determining a location of a fault (the l|ocation of a
fire sensor) in the system and di spl ayi ng the determ ned
| ocation of the fault first coarsely and then in at |east one
other step in a nore detailed manner. W note columm 6, |ines
15-27 of Walter wherein the option of zooming in on the
| ocation of the actuated sensor
on the display or for |ooking at details of other sensors
appears to suggest the clained “coarsely” and “nore detail ed
manner” limtations.

Appel  ant al so argues [top of page 9 of the brief] that
Wal ter does not nonitor the electronics between the sensors
and the control panel and the control panel itself is not
nonitored. We find no such limtations required by the
clains. Thus, appellant’s argunent is not commensurate with
the scope of the clains. The fire sensors of Walter certainly
are within Walter’s automati on system so appel |l ant’ s argunent

that Walter does not disclose or suggest any determ nation or
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di splay of a location of a fault which is in the autonation

system [brief-page 9] is not understood. Appellant’s
argument s regardi ng Wods are not relevant to the rejection
any clains but for clains 6 and 19 and appel | ant has not
separately argued the nmerits of these clains.

We have sustained the rejection of clains 1 through 20
under 35 U. S.C. 103 but we have not sustained the rejection
claims 1 through 20 under 35 U.S.C. 8 112, first paragraph.

Accordingly, the exam ner’s decision is affirmed.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

PATENT
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AFFI RMED

Errol A Krass
Adm ni strative Patent Judge

M chael R Flemng

Adm ni strative Patent Judge

Anita Pell man G oss
Adm ni strative Patent Judge
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