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This is an appeal pursuant to 35 U . S.C. §8 134 fromthe

final rejection of clains 1-19 and 23-27.

Clainms 1 and 23 are representative and are reproduced
bel ow:

1. A net hod for preparing an adhesi ve conposition from
two conponents whi ch net hod conpri ses:

A preparing a first conponent conprising a stable
aqueous al kal i ne nmonohydr oxylic phenolic resole resin solution
cont ai ning a net hyl ene donor;

B. prepari ng a second conponent conprising a stable
aqueous resorcinolic resin precondensate having a shortage of
f ormal dehyde and containing a catalyst for the resole resin of
the first conponent; and

C. form ng an adhesive conposition by mxing said first
and second conponents; wherein the quantity of nethylene donor
in said first conponent and catalyst in said second conponent
is sufficient to cause curing of the resin of the other
conponent .

23. An al kal i ne adhesi ve conposition having a pH of at
| east 9 and prepared by m xing:

A about 70 to 99 parts by weight of a first conmponent
conprising a stable aqueous al kal i ne nonohydr oxylic phenolic
resole resin solution having a pH of at |east 9 and cont ai ni ng
fromabout O.5%to 10% based on the weight of the solution,
of a nethyl ene donor; and

B. about 1 to 30 parts by weight of a second conponent
conprising a stable aqueous resorcinolic resin solution having
a pH of fromabout 6.5 to 8.5 and containing from about 5%to
25% based on the weight of the resin, of a catalyst for the

2



Appeal No. 1996- 2572
Appl i cation No. 08/192,077

resole resin, said catalyst selected fromthe group consisting
of an ester functional curing catalyst and a carbanate.

The references of record relied upon by the exam ner are:

St ephan ( St ephan) 3, 705, 832 Dec. 12, 1972
Detl efsen et al. (Detlefsen) 4,961, 795 Cct . 9, 1990
McVay et al. (MVay) 4,977, 231 Dec. 11, 1990
Dai l ey, Jr. (Dailey) 5,075, 414 Dec. 24, 1991

Appeal ed clainms 1-5 and 11-16 stand rejected under 35
U S.C. 8 103 as unpatentable over Dailey. Appealed clains 6,
7, 9, 23, 25, and 26 stand rejected under 35 U.S.C. § 103 as
unpat ent abl e over Dailey in view of MVay. Appealed clains 8,
10, 24, and 25 stand rejected under 35 U.S.C. § 103 as
unpat ent abl e over Dailey in view of Detlefsen. Appealed
clainms 11, 16-19, 26, and 27 stand rejected under 35 U S.C. 8§
103 as unpatentable over Dailey in view of Stephan.

We sustain the rejections of the appeal ed conposition
clainms 23-27. W cannot sustain the rejections of the
appeal ed nmethod clainms 1-19. Accordingly, the decision of the
exam ner is affirmed-in-part.

The subject matter on appeal relates to two principal
aspects of an invention involving an aqueous adhesive
conposi tion conposed of a nonohydroxylic phenolic resole resin

(the resole resin) and a resorcinolic resin precondensate
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havi ng a shortage of fornal dehyde (the resorcinolic resin).
The first aspect of the invention as presented in appeal ed
clains 1-19 involves a nethod of preparing an aqueous adhesive
conposition by mxing first and second conponents respectively
conprised of the resole resin and the resorcinolic resin
wherein the quantity of a nethylene donor which is a part of
the resol e resin conponent and a resole curing catal yst which
is a part of the resorcinolic resin conponent “is sufficient
to cause curing of the resin of the other conponent”. See
appeal ed claim1. Appealed clains 23-27 are directed to an
al kal i ne adhesi ve conposition prepared by the m xing of the
first and second resin conponents referred to above. Thus,
t he appeal ed conposition clains are “product-by-process”
cl ai ns.

The exam ner’s rejections of both the method clains and
the conposition clains are based principally on the
di sclosures in Daily. In his final rejection, the exam ner
correctly characterized the Daily reference as disclosing a
met hod for preparing an adhesive conposition by m xing two
respective resin conponents conprising a resole resin and a

resorcinolic resin. The exam ner also correctly found that
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Daily contenplates the addition of a nethylene donor to the
resin mx? and that Daily’ s conposition nmay include suitable
catal ysts® for the resole resin. However, in stating that

Daily differs primarily fromthe appeal ed cl ai ned process “in

that the nmethylene donor is not limted to addition via the

resol e conponent and the resole catalyst is not limted to
addition via the resorcinolic conponent” (final rejection,
page 3, enphasis added), the exam ner inproperly inplied that
Dai |l y suggests appellants’ clainmed nethod steps A and B in
appeal ed claim 1 which respectively require preparation of a
first conponent including both the resole resin and a

nmet hyl ene donor and a second conponent including both a
resorcinolic resin and a catalyst for the resole resin
conponent. In effect, appellants’ invention as defined by the
appeal ed net hod cl ains involves the recognition that the
“catalyst” for the resorcinolic resin (i.e., the nethyl ene

donor) may be preconbined with the resole resin to produce a

2 See Daily at colum 2, lines 53-57; colum 4, |ines 20-
23; and working exanples 12-19 at colums 7-10.

3 See Daily at colum 3, lines 46-48 and colum 4, |ines
15-19.
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stabl e conposition (step A of claim1), and that a curing
catalyst for the resole resin may be preconbined with the
resorcinolic resin to also obtain a stable conposition (step B
of claiml1l). That it is “notoriously well known in the art to
inprove stability of a conposition and del ay onset of cure by
keepi ng the catal yst separate fromthe resin to be cured until
such time as onset of cure is desired” as alleged by the
examner in the final rejection at page 5, is a fact
exenplified in the references relied upon by the exam ner.
See, for exanple, the Stephan reference at columm 2, lines 34-
44 and Daily at colum 4, |ines 20-23. However, as enphasized
by appellants in their briefs and above, steps A and B of the
appeal ed nmethod clains require nore than nerely separating two
resins fromtheir respective curing catalyst. Based on the
record before us, we find no adequate reason, suggestion, or
notivation to nodify the Daily m xing process in a nmanner
whi ch corresponds to the herein clainmed nmethod. Accordingly,
we cannot sustain the examiner’s stated rejections of appeal ed
met hod clai ns 1-109.

The rejections of appeal ed conposition clains 23-27 are
another matter. As pointed out at the oral hearing, these
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product - by- process cl ai ns cover an al kali ne agueous adhesi ve
conposition which is no nore than a m xture of a resole resin,
a catalyst for the resole resin (either an ester functional
curing catalyst or a carbamate), a resorcinolic resin, and a
met hyl ene donor. In this regard, Daily’ s working exanples 12-
19 illustrate aqueous al kaline* m xed resin conpositions nade
up of the same principal conponents required by the appeal ed
conposition clains. Although, as recognized by the exam ner,
Dai |l y does not expressly describe or exenplify the
specifically clainmed resole curing catal ysts required by
appeal ed clains 23 and 24 or the specifically clained

nmet hyl ene donors required by appeal ed clains 26 and 27, the
exam ner contends that these recited materials are well known
resole curing catal ysts and net hyl ene donors®, and the
“secondary references” to McVay, Detlefsen, and Stephan
provi de factual support for the exam ner’s assertions. Thus,

McVay and Detl ef sen respectively teach that carbamate resole

4 See Daily at colum 3, lines 53-57.

°* Wth respect to the claim 26 nmethyl ene donor,
met hyl ol urea, appellants have not chall enged the exam ner’s
general allegation (answer, page 9) that this conpound is a
wel I known net hyl ene donor.
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curing catalysts as specified by claim?25 and carboxylic acid
ester, cyclic organic carbonate, and |actone curing catal ysts
as specified by appeal ed claim?24 are conventional curing aids
used for hardening resole resins when either delayed resole
curing, or alternatively, “cure tine” decreases are desirable.
See the abstract of Delay and colum 10, |ines 58-68 of
Detl ef sen respectively. Simlarly, Stephan teaches that
oxazol i di ne net hyl ene donors advant ageously provide a | onger
“pot life” or working time when conbined with a resorcinolic
resin. See Stephan at colum 1, lines 64-66. Accordingly, we

agree with the examner that it would have been prima facie

obvious to a person of ordinary skill in this art to have
utilized these well known resole curing catal ysts and
resorcinolic resin nmethylene donors in the resole/resorcinolic
resin conpositions of Daily notivated by a reasonabl e
expectation that the known advantages attributed to each of
these materials woul d be realized.

Al t hough appel l ants contend that evi dence of unexpected
results (in ternms of faster cure tinmes for the clainmed resin
conpositions) is present in the record (exanple 8 and table 8
on page 38 of the specification and the Johnson decl aration),
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we note that Detlefsen clearly indicates that ester functiona
curing agents for resoles provide “accelerated curing”. See
colum 3, lines 39-43 of this reference. Thus, we agree with
t he exam ner that appellants have failed to neet their burden
of denonstrating that the achieved results denonstrated by
exanple 8 of the specification would have been consi dered
unexpected by a person of ordinary skill in this art.
Mor eover, as observed by the exam ner, no claimon appeal is
reasonably commensurate in scope with the Iimted show ng of
exanple 8. On balance, we find that the evidence of
obvi ousness for the subject nmatter defined by the appeal ed
conposition clains 23-27 outwei ghs the evidence of
nonobvi ousness for this subject matter. W, therefore, agree
with the examner’s ultinmate |legal conclusion that this
subj ect matter woul d have been obvious wi thin the neaning of
35 U S C
8 103. We thus affirmthe exam ner’s rejections of appeal ed
clainms 23-27

The decision of the examner is affirned-in-part.

No period for taking any subsequent action in connection
with this appeal nay be extended under 37 CFR § 1.136(a).
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AFFI RVED- | N- PART

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PAUL LI EBERVAN
Adm ni strative Patent Judge
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THOVAS P. PAVELKO, ESQUI RE
STEVENS, DAVIS, M LLER AND MOSHER
1615 L. STREET, N.W SU TE 850
WASHI NGTON, D. C. 20036
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