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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner’s final
rejection of clainms 1 through 3 and 5 through 8. Caim4 has

been cancel ed.

Appel lant’ s invention relates to a conbined tacti cal
breachi ng device and fl ash suppressor which is threadedly engaged
wth the nuzzle of a firearm such as a shotgun, and to a net hod
of then using the shotgun to breach a barrier, such as a | ocked
door, by enploying frangi ble amunition in the shotgun.
| ndependent clains 1, 5 and 8 are representative of the subject
matter on appeal and a copy of those clains, as they appear in

the Appendix to appellant’s brief, is attached to this decision.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Cox 2,166, 041 July 11, 1939
Sargeant et al. (Sargeant) 3,226,871 Jan. 4, 1966
Haw ey et al. (Haw ey) 4,664, 014 May 12, 1987
Maj or s 5,196, 647 Mar. 23, 1993
Hoi e 6, 820 Apr. 29, 1898
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(Nor wegi an Patent)?

Est er 2,083, 894 Mar. 31, 1982
(Published British Application)

Al'so relied upon by the examner is the admtted prior
art found in appellant’s specification at page 2, lines 3-18, and

a dictionary definition of “shotgun” found in the 4 ossary of

O dnance Terns, June 1959, Walker W Holler, Editor. That

definition indicates that a “shotgun” is a “snooth-bore shoul der

weapon.”

Clains 1, 2, 5 and 6 stand rejected under 35 U S. C

8 102(b) as being anticipated by Cox.

Claims 1 through 3, 5 and 6 stand rejected under 35

U S.C. 8§ 103 as being unpatentabl e over Sargeant in view of Hoie.

Clains 1 through 3 and 5 through 7 stand rejected under

35 U S.C. 8 102(b) as being anticipated by Haw ey.

2 Qur understanding of this foreign | anguage docunent is
based upon a translation prepared for the U S. Patent and
Trademark Ofice. A copy of that transl ati on acconpanies
t hi s deci si on.
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Claim8 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over *“each of Cox, Sargeant et al in view of Hoie
and Haw ey et al each in view of the state of the art admtted
by applicant at page 2, lines 3-18 of the witten description”

(answer, page 3 [sic, page 4]).

Clains 1 through 3 and 5 through 8 stand rejected under
35 U.S.C. §8 103 as being unpatentable over Ester in view of

Maj ors.

Rat her than reiterate the examner’s full expl anation
of the basis for the above-noted rejections and the conflicting
vi ewpoi nts advanced by the exam ner and appel |l ant regardi ng t hose
rejections, we nmake reference to the exam ner’s answer (Paper
No. 16, mail ed February 20, 1996) for the exam ner’s conplete
reasoning in support of the rejections, and to appellant’s brief
(Paper No. 12, filed October 2, 1995) for appellant’s argunents

t her eagai nst .

OPI NI ON
In arriving at our decision in this appeal, we have
carefully considered appellant’s specification and cl ains, the
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applied references, and the respective viewpoi nts of appell ant
and the exam ner. As a consequence of our review, we have made
the determ nations which follow In accordance with appellant's
"GROUPI NG OF THE CLAI M5" (brief, page 3), we need only comment

on i ndependent clains 1, 5 and 8. Dependent clains 2, 3, 6

and 7 wll stand or fall with their respective independent

cl ai ms.

Turning first to the examner's rejection of clainms 1,
2, 5 and 6 as being anticipated by Cox, we note that claim1l on

appeal is directed, inter alia, to a conbined tactical breaching

devi ce and flash suppressor conprising a cylindrical body portion
(e.g., 12) having a longitudinal central snoothbore (18), with
said body portion recited as being threaded at one end t hereof
and al so as "threadedly engagi ng the nmuzzle of a shotgun barrel."
Claim1 goes on to recite "said barrel having a threaded portion

in threaded engagenent with said one end of said breaching

devi ce" (enphasis added). These positive recitations in the body
of the claimnmake it clear to us that appellant's claim1l on
appeal is directed to a conbination of the breaching device/flash
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suppressor and a shotgun barrel to which the device is threadedly
engaged. Caim1l also recites slots (24) in the opposite end of
t he breachi ng device which define a pair of longitudinally

extending dianetrically opposed furcations (20, 22).

| ndependent claim5 differs fromclaim1l in that it

defines a firearmconprising a snooth bore barrel having a

t hreaded portion at the nmuzzle end thereof and a tacti cal
breachi ng devi ce nounted on the threaded portion of the barrel.
The details of the tactical breaching device of claim5 are
defined in the same manner as that set forth in claim1. It is
apparent that claim5 is broader than claiml1, in that claim5
does not expressly Iimt the snooth bore barrel therein to being

that of a shotgun

The Cox patent, applied by the examner, is directed to
an expl osively actuated, underwater riveting and punching
apparatus for driving a projectile, such as the bolt (8) seen in
Figure 1 and 2, into or through a resistant body. As generally
i ndi cated by the exam ner, this apparatus includes a snooth bore
barrel (1) and a cylindrical body or nuzzle cap (e.g., 22 or 30)

6
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t hreaded thereon. At the distal end thereof, the nmuzzle cap has a
pair of lateral openings or slots (26 or 31) that forma pair of
| ongi tudinally extending dianmetrically opposed furcations. In

this regard, see particularly, Figures 5, 6, 7, 8 and 9 of Cox.

In determ ning that appellant's claim1 is anticipated
by Cox, the exam ner, relying upon the definition of "shotgun"

found in the G ossary of Ordnance Terns (cited above), has

concl uded that the snooth bore barrel (1) of Cox would be viewed
by one of ordinary skill in the art as being that of a shotgun.
We do not agree. VWhile it is true that the barrel (1) of Cox has
a snooth bore, the riveting and punchi ng device seen therein is
clearly not a "shoul der weapon” as set forth in the definition
relied on by the exam ner. Thus, the barrel (1) of Cox, in our
opi ni on, woul d not be viewed by one of ordinary skill in the art
as being that of a shotgun, and therefore does not anticipate

the "shotgun barrel,” or the conbination of a breaching
devi ce/ fl ash suppressor and shotgun barrel as set forth in
appellant's claim1 on appeal. For this reason, the examner's
rejection of clainms 1 and 2 under 35 U S.C. 8 102(b) based on Cox

wi Il not be sustained.
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However, |ike the exam ner, we consider that one of
ordinary skill in the art would view the expl osively actuated
device of Cox as broadly being a "firearm" and thus as being
anticipatory of the firearmdefined in appellant's claim5 on
appeal . Appellant's argunent (brief, pages 3-4) that there is no
mention in Cox of a shotgun barrel, has no bearing on claim5

since this claimadoes not recite a "shotgun barrel.” Thus, the

exam ner's rejection of clains 5 and 6 under 35 U. S.C. § 102(b)

based on Cox is sustai ned.

We next review the examner's rejection of clainms 1
through 3, 5 and 6 as being unpatentabl e over Sargeant in view of
Hoie. Like the examner, we are of the opinion that Sargeant
(e.g., Figures 8-10) discloses the subject natter of appellant's
i ndependent clains 1 and 5 except for the recitation in those
clains concerning the breaching device/flash suppressor being
t hreadedl y engaged with the nuzzle of a shotgun barrel (claim1l),
or threadedly nounted to a snmooth bore barrel of a firearm
(claimb5). Wiile the attachnent (8) of Sargeant is clearly
fitted onto the end of the barrel (1) of the shotgun therein, as
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is noted in colum 2, lines 55-64, the connection between the
device (8) and the barrel (1) is by way of a snug fit and three
or nore set screws (10). Hoie, however, discloses a firearm
havi ng a snooth bore barrel (a) and an attachnment (k), wherein
the attachnment is threadedly nounted to the nuzzle end of the

barr el

In our opinion, it would have been obvious to one of

ordinary skill in the art at the tinme of appellant's invention to

enpl oy the nore secure alternative threaded attachnent of Hoie in
pl ace of the set screws of Sargeant in securing the attachnent
(8) of Sargeant to the barrel (1) of the shotgun therein.

Appel lant's argunments in the brief, pages 4 and 5, are not
persuasive of any error on the examner's part in conbining the
teachi ngs of Sargeant and Hoie. Contrary to appellant's
perception, it is not the attachnment (k) of Hoie which the

exam ner proposes adding to the shotgun barrel of Sargeant,
instead it is nerely the examner's position that it would have
been obvious to one of ordinary skill in the art to use the

t hreaded connection taught in Hoie as the nmeans by which the
attachnment (8) of Sargeant is secured to the barrel (1) therein.

9
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Since we are in agreenent with the exam ner's position, we wll
sustain the rejection of clains 1 through 3, 5 and 6 under 35
U S. C 8 103 based on the conbi ned teachi ngs of Sargeant and
Hoi e.

Appel lant's assertion that it is not clear fromthe
teachi ngs of Sargeant that the device (8) therein is capable of
bei ng pl aced agai nst a target without the risk of grave danger to
the user, is noted. However, given that the attachnment (8) of
Sargeant is so simlar in appearance to appellant's device, we

are of the viewthat it would inherently function as a breaching

device, and in the sanme manner as appellant's device -- rel ease
the gases and debris froma frangi ble round through the slots
therein with m ni mal bl owback toward the shooter, reduce recoil
and provide an i nproved degree of flash suppressi on when used in
the manner set forth in appellant's clainms on appeal. Appellant

has not provided any evidence to the contrary.

The next rejection for our consideration is that of
clains 1 through 3 and 5 through 7 under 35 U S.C. 8§ 102(b) as
being anticipated by Hawwey. As seen in Figure 1, Haw ey
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di scl oses a flash suppressor (1) that is threadedly attached (at
3) to the nuzzle end of a snooth bore barrel (2) of a firearm
Wil e Hawl ey indicates, and shows in Figures 9 through 14, that
there may be a plurality of slots in the flash suppressor, it

is expressly noted at colum 2, line 61, that these slots need
only "total at least two." Thus, appellant's argunment in the
brief (page 5) that Haw ey fails to teach a pair of opposed
furcations forned by a pair of opposed slots is unpersuasive.

As for the assertion that Hawl ey does not disclose a shotgun as
claimed, we note again that independent claim5 on appeal does

not set forth a shotgun or shotgun barrel, and that wth regard

to claim1, one of ordinary skill in the art would have

understood fromthe definition of a "shotgun" in the G ossary of

Ordnance Terns that the snooth bore firearm di sclosed in Hawl ey

enconpasses a shotgun. In this regard, we note that our
reviewi ng Court has indicated that a reference anticipates a
claimif it discloses the clained invention such that a skilled
artisan could take its teachings in conbination with his own
know edge of the particular art and be in possession of the

invention. See Inre Graves, 69 F.3d 1147, 1152, 36 USPQ2d 1697,
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1701 (Fed. Cr. 1995), cert. denied, 116 S.C. 1362 (1996),

quoting fromln re LeGice, 301 F.2d 929, 936, 133 USPQ 365, 372

(CCPA 1962). Accordingly, we will sustain the examner's
rejection of clains 1 through 3 and 5 through 7 under 35 U. S.C. §

102(b) as being anticipated by Haw ey.

As for the examner's rejection of claim8 under 35
US C 8 103, we note that claim8 is directed to a nethod for
breaching a barrier conprising: providing a shotgun with a
tactical breaching device of the type disclosed by appell ant
nmount ed on the muzzle end of the barrel; |oading said shotgun
wi th frangi ble ammunition; placing the furcations of the
breachi ng device against and in contact with a target to be

br eached;

spaci ng the nuzzle of said shotgun fromsaid target by a
predeterm ned di stance "at |east equal to the length of said
furcations"; and discharging said shotgun. For sim/lar reasons
to those expressed above in our treatnent of the examner's
rejection of claiml based on Cox, we also will not sustain the
rejection of claima8 based on Cox and the admtted prior art at
page 2, lines 3-18 of appellant's specification. Cox does not

12
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di scl ose, teach or suggest a "shotgun," and thus even when
considered with the admtted prior art would not have rendered
the method as set forth in claim8 on appeal obvious to one of

ordinary skill in the art.

However, in considering the rejection of claim8 based
on either Sargeant in view of Hoie, or Hawl ey, considered with
the admtted prior art, we reach a contrary conclusion. In
this regard, we note that it does not appear that the nmethod of
claim8 on appeal requires the furcations of the breaching device
to be against and in contact wwth the target when the shotgun is
di scharged to breach the barrier/target. Instead, claim8 sets
forth that the muzzle of said shotgun is spaced fromsaid target
by a predeterm ned distance "at |east equal to the length of said

furcations,” thus allow ng the nmuzzle of the shotgun to be spaced

further awnay fromthe barrier/target than the length of the
furcati ons when the shotgun is discharged. Gven this
under st andi ng of appellant's claim8, we share the exam ner's
view that the method as broadly defined in claim8 would have
been obvious to one of ordinary skill in the art based on the
coll ective teachings of Sargeant, Hoie and the adm tted prior

13
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art, or based on Hawl ey and the admtted prior art. That is, it
woul d have been obvious to one of ordinary skill in the art at
the time of appellant's invention, based on the admtted prior
art at page 2, lines 3-18 of appellant's specification, to have
| oaded either the shotgun of Hawl ey, or that of Sargeant as

nodi fied by Hoie, with frangi ble anmunition, to then space the
muzzl e of said shotgun away fromsaid target by a predeterm ned
di stance "at |east equal to the length of said furcations," that
is, at a distance where the nuzzle of the shotgun is spaced
further anay fromthe barrier/target than the length of the
furcations, and then to discharge the shotgun so as to breach the
barrier/target. Gven this understanding, we will sustain the
examner's rejection of claim8 under 35 U S.C. § 103 as being
unpat ent abl e over either Sargeant in view of Hoie, or Haw ey,
considered wwth the admtted prior art at page 2, lines 3-18 of

appel l ant's specification.

The last of the examiner's rejections for our reviewis
that of clainms 1 through 3 and 5 through 8 under 35 U.S.C. 8§ 103
as being unpatentable over Ester in view of Majors. Ester
di scl oses a gun having a snmooth bore barrel (i.e., at 13) and a
muzzl e brake neans (35) nounted to the nuzzle end of the barrel.

14
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See Figures 1 and 4 of Ester. The nuzzle brake neans (35)
includes a cylindrical portion (36) which can be threaded onto
the barrel (page 3, line 16-19) and a casing portion (37) that

i ncludes longitudinal slots (37a) which define a pair of
dianetrically opposed furcations. According to the exam ner
(answer, page 3 [sic, page 4]), the only difference between Ester
and that which is clained by appellant is "that the subject
matter of the placing the breaching device agai nst the target was
not set forth." To account for this difference, the exam ner has

relied upon Majors, which the exam ner characterizes as teaching

such placing and the advantages thereof, e.g., at colum 3, |ines
7-9 and 68, and colum 4, lines 25-32. The exam ner concl udes
that it would have been obvious to one of ordinary skill in the

art that the breaching device of Ester may be placed agai nst the

target for the purpose of securing the advantages of Mjors.

Looking to claim 1l on appeal, we again note that this
claimis directed to a conbination of the breaching device/flash
suppressor and a shotgun barrel to which the device is threadedly
engaged. As was the problemw th the Cox patent above, we do not

15
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consider that one of ordinary skill in the art would have vi ewed
the barrel of the gun disclosed in Ester as being a "shotgun
barrel,” since it is not associated with a "shoul der weapon" as

required in the definition found in the dossary of Ordnance

Terns relied upon by the exam ner. Accordingly, the examner's
rejection of clains 1 through 3 based on Ester in view of Mjors

wi Il not be sustained.

Wth regard to claim5, we again note that this claim
is directed to a firearmconprising a snooth bore barrel having a
t hreaded portion at the nmuzzle end thereof and a tacti cal
breachi ng devi ce nounted on the threaded portion of the barrel,
and that claim5 is broader than claim1l1, in that claim5 does
not expressly limt the snooth bore barrel therein to being that
of a shotgun. Wth this in mnd, we find no structural
di stinction between the device as disclosed in Ester and that
defined in appellant's claim5. Evidence establishing | ack of
novelty in the clainmed invention necessarily evidences
obvi ousness. Lack of

novelty is the ultimate or epitonme of obviousness. See In re

Fracal ossi, 681 F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982); In
re Pearson, 494 F.2d 1399, 1402, 181 USPQ 641, 644 (CCPA 1974).
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Thus, on this basis alone we wll sustain the exam ner's

rejection of clainms 5 through 7 under 35 U. S.C. § 103.

Consi dering i ndependent claim@8, we must agree with
appel l ant that neither Ester nor Mjors discloses, teaches or
suggests using a "shotgun" with a tactical breaching device
t hreadedl y nounted on the nuzzle end thereof in the manner set
forth in claim8 on appeal. As noted supra, the gun of Ester
woul d not be viewed by one of ordinary skill in the art as being
a "shotgun." Thus, the examner's rejection of claim8 under
35 U S.C. 8 103 based on Ester in view of Magjors wll not be

sust ai ned.

Since at |l east one of the examner's rejections of each
of the appealed clains either under 35 U. S.C. § 102(b) or 35
U.S.C. 8 103 has been sustained, it follows that the decision of
the exam ner rejecting clainms 1 through 3 and 5 through 8 is

af firned.

No tinme period for taking any subsequent action in con-

nection with this appeal may be extended under 37 CFR § 1.136(a).

17



Appeal No. 96-3021
Appl i cation 08/ 104, 452

AFFI RVED

WLLI AM E. LYDDANE
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

NEAL E. ABRAMS
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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Harold H Dutton, Jr.
8711 Pl antation Lane
Suite 301

P. 0. Box 3110
Manassas, VA 22110
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APPENDED CLAI M5

1. A conbined tactical breaching device and flash
suppressor, conprising a cylindrical body portion having a
| ongi tudi nal central snoothbore, said body portion being threaded
at one end thereof and threadedly engaging the nuzzle of a
shotgun barrel, said barrel having a threaded portion in threaded
engagenment wth said one end of said breaching device, a pair of
| ongi tudinally extending dianetrically opposed furcations fornmed
in the other end of said body portion by a pair of dianmetrically
opposed slots forned in said body portion and extending fromsaid
other end toward said one end, said slots being of a |length and
w dth such that when said other end is placed against a target
and in contact therewith, frangi ble amunition may be di scharged
t hrough said device for breaching the target.

5. Afirearmconprising a snmooth bore barrel
having a threaded portion at the nuzzle end thereof and a
tactical breaching device nounted on said threaded portion of
said barrel, said breaching device conprising a cylindrical body
portion having a central bore, said body portion being threaded
at one end thereof for threadedly engaging said threaded portion
of said barrel, a pair of longitudinally extending dianetrically
opposed furcations fornmed in the other end of said body portion
by a pair of dianetrically opposed slots fornmed in said body
portion and extending fromsaid other end toward said one end,
said slots being of a length and width such that when said other
end is placed against a target and in contact therewth,
frangi bl e ammuni ti on may be di scharged through said device for
breachi ng the target.

8. A nethod for breaching a barrier conprising
provi di ng a shotgun having a snooth bore barrel having a tacti cal
breachi ng devi ce nounted on the nuzzle end of said barrel, said
breachi ng device conprising a cylindrical body portion having a
| ongi tudi nal central bore, said body portion being threaded at
one end thereof for threadedly engagi ng said threaded portion of
said barrel, a pair of longitudinally extending dianetrically
opposed furcations formed in the other end of said body portion
by a pair of dianetrically opposed slots fornmed in said body
portion and extending fromsaid other end toward said one end;
| oadi ng said shotgun with frangi bl e ammuni tion, placing said
furcations against and in contact wwth a target to be breached,
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spaci ng the nuzzle of said shotgun fromsaid target by a
predeterm ned di stance at |east equal to the length of said
furcations, and di scharging said shotgun.
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