THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 24

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GEOFFREY B. RHOADS

Appeal No. 1996-3284
Appl i cation 08/ 154, 864

ON BRI EF

Bef ore THOVAS, HAI RSTON and LALL, Adm ni strative Patent
Judges.

LALL, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134

fromthe final rejection® of clains 3 to 9.

' Afirst anmendnent after final was filed [paper no. 12 ¥}
but was refused entry [paper no. 13]. A second anendnment
after final was filed [paper no. 14] and its entry was
approved by the Exam ner [paper no. 17]. The anendnent was
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The invention is related to an apparatus and a nethod for
enabling a viewer to perceive a 3D inage froma projection
panel. The screen of the invention is a 2D array of scanning

| asers or other collimted |light sources that serve as active

light sources. In the preferred enbodi nent, each |aser
produces a pencil-like beamthat is raster-scanned across the
view ng auditorium Each eye in the auditoriumis illum nated

with light froma given point on the screen for only a brief
instant, as the |aser’s beam scans across that eye in its
raster-scanning of the entire viewing auditorium The eye
integrates these nonentary flashes of light fromdifferent
points on the screen (i.e., fromall of the hundreds or

t housands of | asers conprising the screen) to produce an
imge. The invention is further illustrated by the foll ow ng
claim Representative claim3 is reproduced as foll ows:

3. An apparatus for projecting a 3-di nensional inmage
into a view ng space, the apparatus conprising:

a 2-dinensional array of |ight producing el enents;

means for nodul ating the |ight produced by the |ight
produci ng el enents;

directed to the specification and the draw ngs only.
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means for collimating |ight produced by the Iight
produci ng el enents; and

means for steering the collimated |ight through the
Vi em ng space to pervade the viewi ng space with illum nation

wherei n each el ement produces a collinmted beam of 1ight
whi ch rasterizes a view ng space, and viewers at different
positions in the view ng space perceive differing, |ocation-
dependent views of the 3-di nmensional inmage.

The Exam ner relies on the follow ng references:

Bassett 3, 335, 217 Aug. 8, 1967
G ongol i 4,692, 878 Sep. 8, 1987
Garcia, Jr. (Garcia) 4,871, 231 Cct. 3, 1989

Clains 3to 9 stand rejected under 35 U S.C. § 112, first
paragraph. Cdains 3, 4 and 9 stand rejected under 35 U. S.C. §
112, second paragraph. Cainms 3 to 9 stand rejected under 35
US. C 8 102 over Congoli. Cains 3to 9 also stand rejected
under 35 U.S.C. 8§ 103 over Ciongoli, Bassett and Garci a.

Rat her than repeat the positions and the argunents of
Appel  ant or the Exam ner, we nake reference to the briefs?
and the answer for their respective positions.

OPI NI ON

2 W consider here the brief filed as paper no. 15. Al so,
areply brief was filed [paper no. 19] and was entered in the
record without any rebuttal fromthe Exam ner [paper no. 20].
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We have considered the rejection advanced by the
Exam ner. We have, |ikew se, reviewed Appellant's argunents
against the rejection as set forth in the brief.

It is our view, after consideration of the record before
us, that the rejection of clains 3 to 9 under 35 U S. C. § 112,
first paragraph is not proper. The rejection under 35 U S. C
8 112, second paragraph is proper with respect to clains 3 and
4, but inproper with respect to claim9. The rejection of
clainms 3 to 9 under 35 U.S.C. 8 102 is not sustained. Al so,
the rejection of clains 3 to 9 under 35 U S.C. §8 103 is
i nproper. Accordingly, we affirmin-part. |In addition, under
37 CFR 8 1.196(b), we reject claim9 under 35 U . S.C. § 102/103
and clains 3 and 4 under 35 U. S.C. § 112, first paragraph.

Next, we treat the various rejections individually.

Rejection under 35 U S.C_§ 112, first paragraph

Clainms 3 to 9 are rejected as failing to provide an
adequate witten description of the invention [answer, pages 4
and 5].

The witten description requirenent serves "to ensure
that the inventor had possession, as of the filing date of the
application relied on, of the specific subject matter |ater
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clainmed by him how the specification acconplishes this is not

material." Inre Wertheim 541 F.2d 257, 262, 191 USPQ 90,

96 (CCPA 1976). In order to neet the witten description
requi renent, the appellants do not have to utilize any
particular formof disclosure to describe the subject matter
claimed, but "the description nust clearly all ow persons of
ordinary skill in the art to recognize that [he or she]

invented what is clained.” |In re Gosteli, 872 F.2d 1008,

1012, 10 USPQ?2d 1614, 1618 (Fed. Cr. 1989). Put another way,
"the applicant nmust . . . convey with reasonable clarity to
those skilled in the art that, as of the filing date sought,

he or she was in possession of the invention." Vas-Cath, Inc.

v. Mahurkar, 935 F.2d 1555, 1563-64, 19 USPQ2d 1111, 1117

(Fed. GCir. 1991). Finally, "[p]recisely how close the
original description nust cone to conply with the description
requi renent of section 112 nust be determ ned on a

case-by-case basis." Eiselstein v. Frank, 52 F.3d 1035, 1039,

34 USPQRd 1467, 1470 (Fed. Cir. 1995) (quoting Vas-Cath, 935
F.2d at 1561, 19 USPQ2d at 1116).

Here, the Exami ner raises [answer, pages 3 to 4] the
“first”, the “second” and the “third” points to support the
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rejection. Appellant argues [brief, page 20] agai nst an
enabl ement requirenment instead of the witten description
requi renent used in the rejection. However, we, on our own,
have revi ewed the substitute drawi ngs and t he added character
nuneral s [whose entry has been approved by the Exam ner] for
the witten description requirenent and find that there is an
adequate witten description for the clained invention.
Therefore, we do not sustain the rejection of clains 3 to 9
under 35 U.S.C. 8§ 112, first paragraph.

Rej ection under 35 U . S.C. 8§ 112, Second Par agraph

Claims 3, 4 and 9 have been rejected as being indefinite.

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enpl oyed in the clainms nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
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by one possessing the ordinary |evel of skill in the pertinent
art. [1d].

The Exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nmore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the Exami ner mght desire. |If the scope of the
i nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U S.C. § 112, second
par agraph, is appropriate.

Thus, for exanple, the failure to provide explicit
ant ecedent basis for terns does not always render a claim
indefinite. As stated above, if the scope of a claimwould be
reasonably ascertainable by those skilled in the art, then the

claimis not indefinite. See Ex parte Porter, 25 USPQ2d 1144,

1146 (Bd. Pat. App. & Int. 1992).
Furt hernore, Appellant may use functional | anguage,

-7-



Appeal No. 1996-3284
Appl i cati on 08/ 154, 864

alternative expressions, negative |limtations, or any style of
expression or format of claimwhich nakes cl ear the boundaries
of the subject matter for which protection is sought. As

noted by the court in In re Swinehart, 439 F.2d 210, 160 USPQ

226 (CCPA 1971), a claimmay not be rejected solely because of
the type of | anguage used to define the subject matter for
whi ch patent protection is sought.

Wth this as background, we analyze the specific
rejection under 35 U. S.C. 8§ 112, second paragraph, nmade by the
Exam ner of the clains on appeal. The Exam ner contends
[answer, page 4] that “[c]lainms 3, 4, and 9 are inaccurate
because the 'el enents' do not produce collimted beans.”

Appel  ant argues [brief, pages 19 to 20] that “[in] sone
enbodi ments of applicant’s invention, the |ight sources,

t hensel ves, produce collimated light ... . [In other

enbodi ments, non-collimated sources (e.g. LEDs) are used in
conjunction with collimating optics (e.g. lenslets). The term
"elements' nmay be read on ... laser sources, and may be read

on ... collimting optics.”

We do appreciate the Appellant’s argunents. However,
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regarding claim3 or claim4, we are persuaded by the Exam ner
[ answer, page 4] that “[t]he collimting nmeans [and, not each
el ement] produce collimted beans.” W also find, by the
Appel l ant’s own argunment above, that if there were, in the
system separate collinmating neans, the |ight source does not
need to produce a collimted beam Yet, that is what the
[imtation “wherein each el ement produces a collimted |ight

" (claim3 or 4, last three lines) inplies. W find this
vague and indefinite. Therefore, we sustain the rejection of
clains 3 and 4 under 35 U.S.C. 8§ 112, second paragraph.
However, we find no such recitation involving “each el enent”
inclaim9. Therefore, we do not sustain the Section 112,

second paragraph rejection of claim®9.

Rej ection under 35 U S.C. § 102

The Exam ner has rejected clains 3 to 9 as being
antici pated by G ongoli.

At the outset, we note that we have sustained the Section
112, second paragraph rejection of clains 3 and 4 above. W
enphasi ze here that clains 3 and 4 each contains uncl ear
| anguage which renders the subject matter thereof indefinite
for the reasons stated supra under our discussion of the
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rejection under 35 U.S.C. 8§ 112, second paragraph. W find
that it is not possible to apply the prior art to clains 3 and
4 in deciding the question of anticipation under 35 U S.C. 8§
102 without resorting to specul ation and conjecture as to the
meani ng of the questioned limtation in claim3 or claimé4.
This being the case, we are therefore constrained to reverse
the examner's rejection of clains 3 and 4 under 35 U S.C. 8§

102 in light of the holding in In re Steele, 305 F.2d 859,

862, 134 USPQ 292, 295 (CCPA 1962). This reversal of the
Examiner's rejection is based only on the procedural ground
relating to the indefiniteness of these clains and therefore
is not a reversal based on the nerits of the rejection.

As to clains 5to 9, we treat themon the nerits of the
applied prior art.

We note that a prior art reference anticipates the
subj ect of a claimwhen the reference discloses every feature
of the clained invention, either explicitly or inherently (see

Hazani v. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQd

1358, 1361 (Fed. Cr. 1997) and RCA Corp. v. Applied Digital

Data Sys, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cr. 1984)).
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We have reviewed the positions of the Exam ner [answer,
pages 3, 5 and 6] and Appellant [brief, pages 10 to 14]. W
are convinced by the Appellant’s argunents. W find that
C ongoli’s systemoperates on a totally different principle of
optics than the clained invention.

For exanple, lens 15 in C ongoli focuses the beamto form

i mges such as D or DD. W find no collimting of a beam

which will achieve the “rasterizing the viewing space with a
collimated beanf (claim9, lines 3 to 4). Caim9 is the
broadest claimon appeal. Since C ongoli cannot neet claim?9,

it also cannot anticipate clains 5 to 8  Therefore, we do not
sustain the anticipation rejection of clains 5 to 9 over
G ongol i .

Rej ection under 35 U S.C. § 103

Claims 3 to 9 have been rejected over Congoli in view of
Garcia and Bassett.

At the outset, we again note that we have sustained the
Section 112, second paragraph rejection of clains 3 and 4
above. W enphasi ze once again that clains 3 and 4 each
cont ai ns uncl ear | anguage which renders the subject matter
thereof indefinite for the reasons stated supra under our
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di scussion of the rejection under 35 U . S.C. 8§ 112, second
paragraph. W find that it is not possible to apply the prior
art to clains 3 and 4 in deciding the question of obviousness
under 35 U. S.C. § 103 without resorting to specul ati on and
conjecture as to the neaning of the questioned limtation in
claim3 or claim4. This being the case, we are therefore
constrained to reverse the Exam ner's rejection of clains 3
and 4 under 35 U.S.C. 8§ 103 in light of the holding in In re
Steele, 305 F.2d at 862, 134 USPQ at 295 (CCPA 1962). This
reversal of the Examiner's rejection is based only on the
procedural ground relating to the indefiniteness of these
clainms and therefore is not a reversal based on the nerits of
the rejection.

As to clains 5to 9, we treat themon the nerits of the
applied prior art.

As a general proposition in an appeal involving a
rejection under 35 U.S.C. 8 103, an exam ner is under a burden

to make out a prinm facie case of obvi ousness. | f that burden

is nmet, the burden of going forward then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
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of the evidence as a whole and the rel ative persuasi veness of

the argunents. See In re Cetiker, 977 F.2d 1443, 1445, 24

USPQRd 1443, 1444 (Fed. Gir. 1992): ln re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); In re

Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. G r

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,
147 (CCPA 1976).

The Exam ner contends [answer, page 3] that “[o]ne ..
woul d have been notivated to substitute one |ight nodul ating
means in Garcia for each light elenment of Ciongoli to obtain a
nore realistic image.” Furthernore, the Exam ner enpl oys
Bassett [answer, pages 3 to 4] to show that “a | arge nunber of
fiber optics could transmt a 2-D inage.” Appellant argues

[brief, pages 15 to 17] that the Exami ner has failed to

establish a prima facie case, that there is no suggestion to
conbi ne, and that the proposed conmbination fails to yield the
cl ai med i nventi on.

We are convinced by the Appellant’s argunents. The
Exam ner has not tackled the main problemin Gongoli, i.e.,
as clainmed, the collimting nmeans are used to create an image
instead of the focussing lens 15 in Gongoli. It is true that

-13-



Appeal No. 1996-3284
Appl i cati on 08/ 154, 864

Garcia does show a collimating | ens 23, however, the Exam ner

has not shown how such a collimating |l ens of Garcia can be

used in G ongoli, or why an artisan would use it to repl ace
lens 15 of Ciongoli. The additional use of Bassett does not
add any thing to cure the deficiency of Congoli. Therefore,

we do not sustain the obviousness rejection of clainms 5to 9
over Ciongoli in view of Garcia and Bassett.

In conclusion, we reverse the Examner’s final rejection
of claim3 to 9 under 35 U.S.C. § 112, first paragraph. W
al so reverse the final rejection under 35 U.S.C. § 112, second
paragraph with respect to claim9, but affirmwth respect to
claims 3 and 4. W also reverse the final rejection of clains
5to 9 under 35 U.S.C. § 102 over Congoli. Furthernore, we
reverse the obviousness rejection under 35 U.S.C. § 103 of
claimclains 5 to 9 over Congoli, Garcia and Bassett. Al so,
we have pro forma reversed the rejection of the Exam ner under
35 U S.C. 8 102 as well as under 8§ 103 as to clainms 3 and 4.

NEW GROUND OF REJECTI ON UNDER 37 37 CFR 8§ 1. 196(Db)

We nmake the follow ng new grounds of rejection.
Claims 3 and 4 are rejected under 35 U.S.C. § 112, first
paragraph for |ack of adequate witten description. Each of
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these clains covers the elenents fromtw enbodi nents [brief,
pages 19 to 20] in a single claim However, such a conposite
enbodi ment is neither shown in a figure nor described in the
original disclosure. The disclosure [page 5, lines 5 to 8]
only briefly nmentions the two separate possible enbodi nents.
But, it is not disclosed how a conposite enbodi mnent conposed
of the two separate possible enbodi nents woul d operate, or
what arrangenent
of various el enents would conprise it.

Claim9 is rejected under 35 U.S.C. § 102/ 103 over
Garcia. Garcia shows a plurality of pixels, 1, 5 and 9.
Collimating lens 23 collimtes the Iight beam The scanner 25
receives the collimted beam and rasterizes the view ng space
with the collimted beam as the scanner 25 reflects (or
steers) the collimted beamonto display screen 29, [colum 3,
lines 40 to 46]. W nust point out that one m ght m sread
Garcia by looking at colum 2, lines 37 to 41 where the term
“focused” is used to forman i mage on the scanner 25.
However, clearly, the collimating lens 23 is used to collimte
the beam not "focus"” it, and the collinmated imge is received
by the scanner 25. This is verified at colum 3, lines 40 to
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46 of Garcia, as noted above.

The Exami ner's decision is affirned-in-part. New grounds
of rejection, in accordance with 37 CFR 1.196(b) are entered.

In addition to affirm ng the Exam ner’s rejection of one
or nore clains, this decision contains new grounds of
rejection pursuant to 37 CFR 8§ 1.196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,
122 (Cct. 21, 1997)). 37 CFR 8 1.196(b) provides, “A new
ground of rejection shall not be considered final for purposes
of judicial review’

Regardi ng any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal decision

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new

ground of rejection to avoid term nation of proceedings (37
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CFR 8§ 1.197(c)) as to the rejected clains:
(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard

under 8§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record. :

Shoul d Appell ant elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in order to
preserve the right to seek review under 35 U S. C. 88 141 or
145 with respect to the affirnmed rejection, the effective date
of the affirmance is deferred until conclusion of the
prosecution before the Exam ner unless, as a nere incident to
the limted prosecution, the affirnmed rejection is overcone.

| f Appellant el ects prosecution before the Exam ner and
this does not result in allowance of the application,
abandonnment or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final
action on the affirnmed rejection, including any tinmely request
for reconsideration thereof.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR
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§ 1.136(a).
AFFI RVED- | N- PART, 37 CFR 8§ 1. 196(b)
JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
|
KENNETH W HAI RSTON ) BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge

N N N N N N
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Kl ar qui st, Sparkman, Canpbell,
Lei gh & Wi nston

One Wrld Trade Center, Suite 1600
121 S.W Sal non Street

Portland, OR 97204
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