THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF

Before KIM.IN, GARRI S, and PAK, Adninistrative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
refusal to allow clains 1 through 5 and 32 through 36 as
anended subsequent to the final Ofice action dated June 13,
1995. The exam ner has withdrawn the rejection of clains 21

t hrough 23 and



Appeal No. 1996- 3504
Application No. 08/265, 648

25 through 27 subsequent to this appeal.! See Answer, pages 1
and 3.

Clainms 1 and 5 are representative of the subject matter
on appeal and read as foll ows:
1. An apparatus conprising, in conbination:

light-transparent conduit means for allowing fluid flow
of a fluid sanple therethrough;

and

a porous mass of light-transparent material disposed in
said conduit neans, the porosity of said nmass being sel ected
to permt fluid flow of said fluid flow of said fluid sanple
t her et hrough, said mass having i nmobilized thereon at |east a
noi ety of a |igand/conjugate conplex, said mass bei ng arranged
and constructed such that said at |least a noiety is |localized
within only a portion of said conduit neans; and

measuri ng nmeans positioned relative to said portion of
said conduit nmeans so that said neasuring nmeans quantitatively
measures an amount of radiation emanating fromw thin said
portion of said conduit neans.
5. An apparatus conprising, in conbination:

focusi ng optical |ens neans; and

' At page 3 of the Answer, the exam ner inadvertently
states that “[t]he rejection of clains 21-27 has been
wi thdrawn.” As is apparent fromthe Amendnent dated August 7,
1995, Paper No. 12, claim 24 was canceled. W find, however,
that the exam ner has correctly withdrawn the rejection of 21-
23 and 25-27 at page 1 of the Answer.
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a conduit neans of substantially uniformcross-sectional
di mensi on di sposed within said | ens neans for fluid flow of a
fluid sanpl e therethrough, and extending transversely to an
optical axis of said |l ens nmeans through a focal region of said
| ens neans, said apparatus being arranged and constructed such
that said I ens neans focuses |ight rays that emanate from
within said conduit nmeans said | ens nmeans focussing said |ight
rays by refraction.

As evi dence of obviousness, the exam ner relies on the

following prior art:

Leif 4,348, 107 Sep.
7, 1982

Bauman et al. (Bauman) 4,425, 438 Jan. 10,
1984

Schr ader 4,714, 345 Dec. 22,
1987

The appeal ed clains stand rejected as foll ows:
(1) dains 1 through 3 and 32 through 34 under 35 U. S. C.
8 102(b) as anticipated by the disclosure of Baunman;
(2) dains 4 and 36 under 35 U . S.C. 8§ 103 as unpatentabl e
over the disclosure of Baunman; and
(3) Cdains 5 and 35 under 35 U. S.C. § 103 as unpatentabl e
over the conbined disclosures of Lief and Schrader.

W reverse each of the foregoing rejections. Qur reasons
for this determnation follow.

The initial inquiry into determining the propriety of the
exam ner’s prior art rejections is to correctly construe the
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scope and neaning of the clained subject matter. Gechter v.
Davi dson, 116 F.3d 1454, 1457, 43 USPQ2d 1030, 1032 (Fed. GCr.
1997); In re Paul sen, 30 F.3d 1475, 1479, 31 USPQR2d 1671, 1674
(Fed. Cir. 1994). GCenerally, we give the broadest reasonable
interpretation to the terns in clains consistent with
appel l ants* specification. Inre Mrris, 127 F.3d 1048, 1053-
54, 44 USPQ2d 1023, 1027 (Fed. Cr. 1997). Wen the terns in
the clains are witten in a “means-plus-function” fornmat,
however, we interpret themas the correspondi ng structure
shown in the specification or equival ents thereof consistent
with 35 U S.C. § 112, paragraph 6. In re Donal dson, 16 F.3d
1189, 1193, 29 USPQ2d 1845, 1848 (Fed. Cir. 1994). The manner
in which a “nmeans-plus-function” elenent is expressed, either
by a function followed by the term“nmeans” or by the term
“means for” followed by a function, is uninportant so |ong as
the nodifier of that termspecifies a function to be
performed. Ex parte Klunb, 159 USPQ 694, 695 (Bd. App. 1967).
According to Al-Site Corp. v. VSI International Inc., 174 F.3d
1308, 1313, 50 USPR2d 1161, 1166 (Fed. Cir. 1999),

if the word “nmeans” appears in a claimelenent in
conbination with a function, it is presuned to be a
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nmeans- pl us-function el enent to which 8§ 112, § 6

applies .... Neverthel ess according to its express
terns,

8 112, 9 6 governs only claimelenments that do not
recite sufficient structural limtations. See also

Uni dynam cs Corp. v. Automatic Products
I nternational Ltd., 157 F.3d 1311, 1319, 48 USPQd
1099, 1104-1105 (Fed. G r. 1998).

Claimconstruction is a question of law that we review de
novo.

Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456, 46
usPd

1169, 1174 (Fed. G r. 1998)(in banc).

Appl ying the above statutory interpretation to the
present case, we determne that the terns “nmeasuring neans”
and “focussing optical lens neans” recited in clains 1, 4, 5
and 35 are nean-plus-function elenents to which § 112, 6,
applies. Nowhere do clains 1, 4, 5 and 35 recite sufficient
structural limtations for the above nmeans. Thus, we |look to
the specification for the structure corresponding to
“measuring nmeans” and “focussing optical |ens nmeans” and
equi val ents thereof to determ ne the scope and neani ng of
claims 1, 4, 5 and 35, the broadest clains in this

appl i cation.
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W interpret the clained “nmeasuring neans” as the
speci fic arrangenent of optical devices illustrated in Figure
1 and described at page 4, lines 22 to 26 and page 7, lines 17
to 25, of the specification, which is provided bel ow for
conveni ence:

In Fig. 1 there is shown exenpl ary
apparatus 20 for assaying a fluid sanple and
which may typically enploy an optical system
including light source 22 for providing
excitation radiation, light detector 24 for
detecting light stinmulated by the excitation
radi ati on, beam splitter neans such as dichroic
or semtransparent mrror 26 and col |i mator
means 28.

Li ght source 22 is then
activated to generate excitation |ight beam
23 (shown in broken lines) which, in turn
is directed to mrror 26 by collimating
lens 28 so that the collinmated beamis
reflected onto | ens neans 32. The latter
focusses the excitation beamto a focal
region at which the mass of beads 40 in
reaction chanber 36 is |ocated, and the
excitation radiation excites the
fl uorescence on beads 40 into fluorescence.
That fluorescence is transmtted through
| ens 32 and directed through beam splitter
mrror 26 to detector 24. After
measurenents are nade, the mass of beads 40
can be readily renoved fromreaction
chanber 36 sinply by back-flushing through
condui t 34.
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We also interpret the clains “focussing optical |ens
means” as the specific |lens design shown in Figures 1, 2 and 3
and described at Page 5, lines 6 to 14, of the specification,
whi ch is provided bel ow for conveni ence:

The invention further includes a flow cel
30, shown particularly in enlarged formin Figs.
2 and 3, and in this enbodinent, forned froma
focussing optical |ens neans 32 shown as a
conmpound | ens systemincluding solid focussing
|l ens 33, typically made of glass, high nolecul ar
wei ght polyner or the like. Lens 33 is
characteri zed by having an el ongated hol | ow
channel or fluid-flow conducting conduit 34
therein directed transversely to the optica
axis of lens nmeans 32, and conprising a tubular
passage, typically of circular cross-section,
through lens 33. At |east a portion of such
cylindrical conduit, reaction chanber 36, is
di sposed at the focal region 55 of |ens neans
32.

The exam ner has rejected clains 1 through 3 and 32
t hrough 34 under 35 U.S.C. § 102(b) as anticipated by the
di scl osure of Bauman. To establish an anticipation under
Section 102, the Bauman reference nust disclose, either
expressly or under the principles of inherency, each and every
el enent of the clained invention. See In re Spada, 911 F. 2d

705, 708, 15 USPQ@d 1655, 1657 (Fed. GCir. 1990); RCA Corp. V.

Applied Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221
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USPQ 385, 388 (Fed. Cir. 1984). As argued by appellants
(Brief, pages 3-5, and Reply Brief, 1 and 2), however, the
exam ner has not established that the Bauman reference

di scl oses the clainmed nmeasuring neans. Nowhere does the
Bauman reference describe the specific structural arrangenent
enbodi ed by the clainmed neans for neasuring an anmount of

radi ati on emanating fromwthin the conduit. Accordingly, we
cannot sustain the rejection of clains 1 through 3 and 32

t hrough 34 under 35 U.S.C. 8§ 102(b).

The exam ner has also rejected clainms 4 and 36 under 35
U.S.C. § 103 as obvious over the disclosure of Bauman. To
establ i sh obvi ousness under Section 103, there nust be sone
t eachi ng, suggestion or incentive fromthe Bauman reference
itself and/or the know edge of ordinary skill in the art to
arrive at the clained subject matter. See Pro-Mdld & Tool Co.
v. Great Lakes Plastics, Inc., 75 F.3d 1568, 1573, 37 USPQd
1626, 1630 (Fed. G r. 1996); ACS Hospital Systens, Inc. v.
Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933
(Fed. Cir. 1984). As indicated supra, however, the Bauman

reference does not disclose the specific arrangenent of
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optical devices enbodied in the clained neasuring neans. The
exam ner has not supplied any rationale as to why the Bauman
reference woul d have rendered the clai med nmeasuri ng neans

prima facie obvious to one of ordinary skill in the art.

Since the exam ner has not carried his burden of establishing
a prima facie case of obviousness, we reverse this rejection
as wel | .

Further, the exam ner has rejected clains 5 and 35 under
35 U.S.C. §8 103 as unpatentabl e over the conbi ned discl osures
of Leif and Schrader. For the reasons set forth at pages 6
through 9 of the Brief and pages 2 through 4 of the Reply
Brief, we agree with appellants that it would not have been
obvious to one of ordinary skill in the art to renove an
orifice in the device of Leif to provide “a conduit neans
havi ng substantially uniformsurface ... extending the entire
I ength through the | ens nmeans for passage of |iquid sanple
therethrough.” To nodify the device of Leif as proposed by
the examner, i.e., renove an orifice, is to destroy the

invention on which Leif is based. See Ex parte Hartnann, 186
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USPQ 366, 367 (Bd. App. 1974). Accordingly, we cannot sustain
the rejection of clains 5 and 35 under 35 U. S. C
§ 103 over the conbined disclosures of Leif and Schrader.

In view of the foregoing, the decision of the examner is
reversed

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

REVERSED

CHUNG K. PAK
Adm ni strative Patent Judge

EDWARD C. KI MLIN )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
BRADLEY R GARRI S ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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WARREN A. KAPLAN

CHOATE, HALL & STEWART
EXCHANGE PLACE, 53 STATE STREET
BOSTON, MA 02109-2891
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