TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-3571
Application 29/021, 7541

Bef ore McCANDLI SH, Seni or Admi ni strative Patent Judge, LYDDANE
and MElI STER, Adm ni strative Patent Judges.

LYDDANE, Adni nistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed April 22, 1994.
According to appellant, this application is a continuation-in-
part of Application 29/003,430, filed January 6, 1993, now
Pat ent No. D- 348, 395, issued July 5, 1994.
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This is a decision on an appeal fromthe exam ner's
refusal to allow the foll ow ng design claim
The ornanental design for a jar as shown and

descri bed.

The jar design is depicted in a perspective viewin
Figure 1 of the drawings, in a front elevational viewin
Figure 2, in aright side elevational viewin Figure 3, and in
top and bottom plan views in Figures 4 and 5, respectively.
The followi ng references are relied upon by the
exam ner as evi dence of obviousness in rejecting appellant's

design claimunder 35 U.S.C. § 103:

The Vasel i ne® Pure PetroleumJelly jar (hereinafter, Vaseline®
jar) depicted in the photographs filed with appellant's

I nformation Disclosure Statenent (Paper No. 3, dated January
30, 1995), which appellant admts to have been on sale prior

to January 1993.

Ki pperman et al. Des. 318, 620 July 30, 1991
(Ki pper man)
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A new reference relied upon by this panel of the
Board of Patent Appeals and Interferences in a new ground of

rejection pursuant to the provisions of 37 CFR 8§ 1.196(b) is:

Bert ol i ni Des. 348, 395 July 5, 1994

The clai mstands rejected under 35 U.S.C. 8§ 103 as
bei ng unpatent abl e over the Vaseline® jar design in view of
Ki pper man.

Rat her than reiterate the exam ner's statenent of
the rejection and the conflicting viewoints advanced by the
exam ner and the appellant, we refer to pages 2 through 7 of
the exam ner's answer and to pages 4 through 7 of the
appel lant's brief for the full exposition thereof.

OPI NI ON

In arriving at our decision in this appeal, we have
gi ven careful consideration to appellant's clained design, to
the designs of the applied prior art references, and to the
respective views on the issue of obviousness advanced by the
appellant in the brief and by the exam ner in the answer. As
a result of our evaluation of all the evidence before us, it
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is our conclusion that a designer of ordinary skill would not
have derived appellant's clainmed design froma consideration
of the designs portrayed in the applied references. Thus, we
cannot sustain the examner's rejection of the design claim
under

35 US.C 8§ 103. However, we do nmake a new rejection of the
desi gn claimpursuant to the provisions of 37 CFR § 1.196(b).

Qur reasoning for these determ nations foll ows.

In determning the patentability of a design under
35 U.S.C. 8 103, the proper standard is whether a design would
have been obvious to a designer of ordinary skill who designs

articles of the type involved. See Avia Goup Int’l, Inc. v.

L.A Gear Calif., Inc., 853 F.2d 1557, 1564, 7 USPQRd 1548,

1554 (Fed. Cir. 1988); In re Nal bandian, 661 F.2d 1214, 1215,

211 USPQ 782, 783 (CCPA 1981). Additionally, to support a
hol di ng of obvi ousness there nust be a reference, sonmething in
exi stence, the design characteristics of which are basically

the sane as the clainmed design. Once a reference neets the

4



Appeal No. 96-3571
Application No. 29/021, 754

test of a basic design reference, features nay reasonably be
I nterchanged with or added fromthose in other pertinent

references. See In re Borden, 90 F.3d 1570, 1574, 39 USPQd

1524, 1526 (Fed. CGr. 1996); In re Rosen, 673 F.2d 388, 391,

213 USPQ 347, 350 (CCPA 1982).

Wil e we agree that the Vaseline® jar design
possesses design characteristics which are basically the same
as appellant's cl ai ned design, thus neeting the requirenents
of a "Rosen" reference and that the appearance of certain
ornanental features in the Ki pperman design woul d have
suggested the application of those features to the Vaseline®
jar design, we cannot agree with the examner that it would
have been obvious to a designer of such jars having ordinary
skill to nodify the Vaseline® jar by selecting only the
arcuat e configuration shown by Ki pperman for the top edge of
the front and rear of the jar base as proposed by the exam ner
in the rejection of the claimed design. It is our viewthat
such a designer of ordinary skill would have necessarily
i ncorporated the oval configuration of the jar body (as
depicted in the perspective view of Figure 1 and the to and
bottom pl an views of Figures 4 and 5 of Kippernman) along with
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the arcuate configuration of the top edge of the front and
rear of the base in nodifying the design features of the
Vasel i ne® j ar.

Clearly, the jar design resulting from such
nodi fication woul d not include the features of appellant's
cl ai med design including side portions having the "'squared-
of f' segnent” as argued by appellant on pages 5 and 6 of the
brief and as depicted in Figures 1 and 3 of appellant's
drawi ngs. Thus, even though we agree that it would have been
obvious to the designer of ordinary skill to incorporate
features of Kipperman into the Vaseline® jar design, the jar
resulting fromsuch nodification would not have the overal
appear ance of appellant's clainmed design. Consequently, it is
our opinion that a designer of jars having ordinary skil
woul d not have found the overall appearance of appellant's
clained jar design to have been obvious froma consi deration
of the design characteristics of the Vaseline® jar design and
t he Ki pperman desi gn.
Thus, we cannot sustain the examner's rejection of the design

claimunder 35 U.S.C. § 103.
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We meke the follow ng new rejection pursuant to the
provi sions of 37 CFR § 1.196(b).

The design claimis rejected under the judicially
created doctrine of obviousness-type double patenting in view
of the design claimof Design Patent No. 348,395 to Bertolini.
VWhile the clainmed design of Bertolini differs fromthe instant
design claimin that the fornmer includes the upper portion of
the jar and a cap for the jar as part of the overall design,
the cl ai ned desi gn on appeal woul d have been obvious, wthin
the neaning of 35 U.S.C. 8 103, in view of the | ower portion
of the jar of the design of Bertolini, which portion is
identical in overall appearance to appellant's clained jar
design. Wiile the clained design on appeal is not identica
in overall appearance to the conbined jar and cap design of
Bertolini, it is our opinion that the designer of ordinary
skill in the art would have found the overall appearance of
the design of the jar portion to be obvious therefrom by
merely renoving the cap and portion of the jar covered

t her eby.
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A properly filed term nal disclainmer would overcone
this new ground of rejection on obviousness-type doubl e
pat enti ng.

Accordi ngly, the decision of the exam ner rejecting
the design claimunder 35 U S.C. 8§ 103 is reversed, and a new
rejection of the design claimhas been made on the ground of
obvi ousness-type doubl e patenting pursuant to the provisions
of 37 CFR § 1.196(h).

Any request for reconsideration or nodification of
this decision by the Board of Patent Appeals and Interferences
based upon the same record nust be filed within one nonth from
the date of the decision 37 CFR §8 1.197. Shoul d appel | ant
el ect to have further prosecution before the exam ner in
response to the new rejection under 37 CFR 8 1.196(b) by way
of showi ng of facts not previously of record, a shortened
statutory period for maki ng such response is hereby set to

expire two nonths fromthe date of this decision.
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

§ 1.136(a)

REVERSED - 37 CFR § 1.196(b)

Harri son E. McCandlish, Senior

Adm ni strative Patent Judge

WIlliamE. Lyddane
Adm ni strative Patent Judge

Janes M Meister
Adm ni strative Patent Judge
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Unil ever United States, I|nc.

Pat ent Depart nent
45 River Road
Edgewat er, NJ 07020
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