TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ON BRI EF

Before KIMIN, PAK, and KRATZ, Adm nistrative Patent Judges.

KRATZ, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed March 29, 1995. According
to appellants, this application is a continuation of
Application No. 08/193,830, filed February 9, 1994, now
abandoned; which is a continuation-in-part of Application No.
08/ 112,500, filed August 26, 1993, now abandoned.
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This is a decision on appeal fromthe exam ner's refusa
to allowclains 1 through 9, which are all of the clains

pending in this application.

BACKGROUND

The appellant's invention relates to a process for
treating a copper-berylliumalloy to obtain substantially
uniformformability in both parallel and perpendicular rolling
di rections. An understanding of the invention can be derived
froma reading of exenplary claim1, which is reproduced bel ow.

1. A treatnment process for providing substantially
uniformformability in both a perpendicular and a parall el
rolling direction of a strip of a copper-berylliumall oy
consisting essentially of fromO0.38%to about 0.6% beryl|ium
fromabout 1.4%to about 2.2%nickel, from about 0% to about
2.1% cobalt, no greater than about 0.5% selected fromthe group
consi sting of titaniumand zirconium and m xtures thereof, and
at | east about 90% copper, wherein the alloy has been cold
worked to a ready-to-finish gauge, conprising the steps of:

(a) annealing the cold worked ready-to-finish gauge
copper-berylliumalloy strip at a tenperature from about 1500°F
to 1600°F;

(b) further cold working the anneal ed copper-beryl|ium
alloy strip to reduce its gauge by an anmount in a range from
about 20%to about 60% and

(c) age hardening the further col d-worked copper-beryl|ium
alloy strip at a tenperature of from about 700°F to 950°F for
about 1 to about 7 hours to produce substantially uniform
formability in both the parallel and perpendicular rolling
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directions in the copper-berylliumalloy strip, wherein the
180° R/'T bend ratio of the age-hardened copper-beryllium all oy
strip in both the parallel and perpendicular rolling directions
IS no greater than about 1.4.
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The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Sawyer et al. (Sawyer) 2,289, 593 Jul . 14,
1942
Wkl e 4,179, 314 Dec. 18,
1979
| kushima et al. (Ikushinm) 4,692, 192 Sep. 08,
1987

M noura et al. (M noura), Japan Kokai published patent
application No. 56-163248, Decenber 15, 19812

Claims 1, 2, 5, 6, 8, and 9® stand rejected under 35 U. S. C
8 103 as bei ng unpatentable over |kushima or Sawer. Cains 1,
2, 5, 6, 8 and 9 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over |kushima or Sawyer in view of M noura.
Clainms 3, 4, and 7 stand rejected under 35 U . S.C. 8§ 103 as

bei ng unpat ent abl e over I|kushinma or Sawyer in view of M noura

2 Al'l subsequent references in this opinion to Mnoura is
a reference to the English | anguage translation of the
Japanese | ai d-open application of record. The exam ner in the
answer and appellants in the brief also appear to rely on that
English translation of the Japanese | ai d-open application.

® The reference to claim 10 at pages 3 and 4 of the answer
i s an apparent oversight as evidenced by the exam ner's
acknow edgnent of the cancellation of claim10 (answer, pages
1 and 2). The exam ner approved entry of the amendnent fil ed
Cct ober 25, 1995 in an advisory action nmailed Novenber 09,
1995. W note that the Cctober 25, 1995 anendnment has not as
yet been physically entered.
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as applied to clains 1, 2, 5, 6, 8, and 9 above, and further in

vi ew of WKkl e.

OPI NI ON

Havi ng careful ly considered all of the argunments and
evi dence advanced by appellants and the exam ner, we find
oursel ves in agreenent with appellants that the exam ner has
failed to establish the obviousness of the clai ned subject
matter within the neaning of 35 U S.C. 8§ 103. Accordingly, we
wi Il not sustain the examner's rejections.

The appeal ed clains are directed to a process that
i ncl udes the steps of furnishing a strip of a copper alloy of a
speci fied conposition including fromO0.38%to about 0.6%
beryllium and about 1.4%to about 2.2%nickel that has been
cold worked to a ready-to-finish gauge and thereafter treating
the strip by the ordered steps of: (1) annealing at about 1500-
1600°F, (2) cold working to reduce the gauge by about 20-60%
and (3) age hardening the strip at about 700-900°F for about 1-
7 hours. The appealed clains are further Iimted such that the

conbi ned treatnent steps and conditions are required to produce
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a treated alloy strip having substantially uniformformability
including a 180° R/'T bend ratio of no greater than about 1.4 in
both the parallel and perpendicular rolling directions.

According to appellants, the RI'T bend test neasures
formability (specification, pages 12-14) with the 180° bend
test being nore severe than a 90° bend test and resulting in
conparatively | ower nuneric values when testing a sanple with
the 180° test (brief, pages 3 and 4, and | kushi ma decl arati on,
item 10). The exam ner has not specifically contested
appel l ants' description of the bend tests.

The exam ner acknow edges that each of the principa
references utilized in all of the stated rejections (Sawer and
| kushi ma) teach the use of an annealing tenperature that is
hi gher than the clai ned tenperature range of about 1500-1600°F
(answer, page 4). According to the examner, it would have
been obvious to use a | ower annealing tenperature as clained in
ei ther of I|kushim or Sawyer since "... the clainmed ranges and
prior art do not overlap but are close enough that one skilled
in the art would have expected themto have the sane

properties..." (answer, page 4). |In our view, however, the

case law cited by the exam ner in support of this proposition,
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Ti tanium Metals Corp. v. Banner, 778 F.2d 775, 782, 227 USPQ
773, 779 (Fed. Cr. 1985) does not establish a universal rule
regardi ng the obvi ousness of "close enough ranges" especially
where, as here, the clains require that a conbi nati on of
specific steps for treating a particular alloy conposition are
conducted in a manner to result in a product alloy having
formability properties not disclosed in the applied prior art.
As stated by the Federal Circuit inIn re Cchiai, 71 F.3d 1565,
1572, 37 USP2d 1127, 1133 (Fed. Cir. 1995), “reliance on per
se rul es of obviousness is legally incorrect and nust cease.”
Wil e the | kushi ma patent discloses sonme overl appi ng
conditions for cold working and aging an alloy, both the alloy
conposi tion suggested by patentee and the anneal ing tenperature
differ fromthat clainmed. |kushima is concerned with using
| ower berylliumcontent alloys in formng a material with high
el ectroconductivity and spring performance. |kushim al so
di scusses the relative formability properties of the all oy
(colum 7, lines 15-33). 1In this regard, we are m ndful that
| kushi ma di scl oses that a prior art alloy with a conposition
within the range called for by the appealed clains is known and

may be anneal ed at a higher tenperature, cold worked, and aged
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to obtain a product with a bending formability (R'T) of 2 in a
paral |l el and perpendi cul ar direction (Conparative Exanple 3,
colums 3 and 4) and that a bending formability of (R/'T) as | ow
as 1 nay be obtained in at | east one direction when enploying a
conposition with a lower berylliumcontent that is anneal ed at
900°C (1652°F) (Exanple 5 and claim1l). However, the exam ner
has not furnished any convi nci ng reasons expl ai ni ng how
| kushi ma woul d have taught or suggested to one skilled in the
art to use a higher berylliumcontent copper alloy as clained
herei n together with | ower
tenperatures for annealing and cold working and aging in the
range clainmed to obtain an alloy with the specific formability
properties called for by the subject process.

Wth regard to the applied Sawer reference, we note that
this patent's teachings are even further renoved fromthe
clai med process. |In this regard, the exam ner has not
furni shed a convincing explanation of why a skilled artisan
woul d have been led to pick a particular alloy composition
wi thin the broader range of conpositions disclosed in the
pat ent and use a | ower annealing tenperature than otherw se

suggested in the patent along with cold working and agi ng
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conditions as clained herein to forman alloy having the
claimed formability properties. 1In this regard, we note that
Sawyer is concerned with the electrical conductivity properties
of the alloy as well as a variety of mechanical properties such
as strength and hardness (colum 1, lines 42+). Sawer does
not di sclose the specific formability properties of the alloy
as called for in the appeal ed cl ai ns.

The exam ner additionally relies on Mnoura in conbination
with either Sawyer or lkushima in a separately stated rejection
and further conbined with Wkle with regard to severa
dependent clains. However, these references' teachings do not
cure all of
t he above-noted deficiencies. Neither Mnoura or Wkl e suggest
making an alloy with the formability properties required by the
clains. In this regard, the exam ner has not adequately
expl ai ned how the teachings of Mnoura regarding the treatnent
of alloys of copper and berylliumto obtain excellent
mechani cal strength and el ectrical conductivity properties
woul d have suggested a nodification of either the Sawer or
| kushi ma process to arrive at the clainmed invention. It is not

clear to us why a skilled artisan would selectively pick a
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particular alloy within the herein clainmed conposition range
and a | ower annealing tenperature fromthe broad range of
tenperature disclosed by Mnoura without also utilizing the
teachi ngs of M noura regardi ng other process features disclosed
in the patent, such as the 5-15 m nute aging steps, that differ

fromthose clained herein and di scl osed by Sawer and | kushi nma.

Regardi ng the Wkle patent, the exam ner has relied on
this reference for alleged teachings related to a tension
| eveling step clained by appellants in several dependent clains
and has not furnished any explanation as to how this reference
woul d have cured the above-noted deficiencies of the prinmary
ref erences.

We do not share the exam ner's views regarding the
I nherency of obtaining the clained formability properties in
practicing the prior art teachings in making the product alloys
of the applied
prior art. The exam ner nust provide convincing evidence or
scientific reasoning to establish the reasonabl eness of his or
her belief that a required limtation of a claimsuch as herein

claimed is an inherent characteristic of the prior art.
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I nherency may not be established by probabilities or
possibilities. In re Celrich, 666 F.2d 578,581, 212 USPQ 323,
326 (CCPA, 1981). Here, the exam ner has not shown that the
claimed 180° R/ T val ues woul d have necessarily resulted when
following the prior art teachings of alloy treatnent.

In addition, appellants have furni shed evidence (Ikushim
decl aration) that the only reference (Ikushima patent) relied

upon by the exam ner that discloses R T values for the treated

11

all oys are reported val ues based on 90° R'T tests, not 180° R'T

tests as clainmed herein and woul d be unfavorably conparable to
the clained val ues insofar as suggesting the claimed process.
The examner's reference to claim1l of the Ikushi ma patent
(answer, pages 9 and 10) does not serve to invalidate this

evi dence furnished in the |kushim decl aration.

As a final matter, we note that appellants have submtted
decl aratory evidence (CGoldstein and | kushi ma decl arations)
together with the test results reported in the specification
regarding the clainmed formability properties. Expert opinion
(Gol dstein and | kushi ma decl arations) indicates that the
claimed formability properties would have been unexpected to a

skilled artisan. The exam ner's coments at page 10 of the
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answer do not reflect that appropriate wei ght has been accorded
t his evidence of unobvi ousness.

On this record, it is our view that the declaratory
evi dence taken with appellants' specification establish that
the clained formability properties would have been unexpected
fromthe prior art teachings relied upon by the exam ner. See
In re Soni, 54 F.3d 746, 750, 34 USPQR2d 1684, 1687 (Fed. Cr
1995) .

In view of the above, the exam ner's stated rejections can
not be sustai ned.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1, 2, 5, 6, 8, and 9 under 35 U.S.C. § 103 as being
unpat ent abl e over I|kushinma or Sawyer; clains 1, 2, 5 6, 8, and
9 under 35 U.S.C. 8 103 as bei ng unpatentable over |kushima or

Sawyer in view



Appeal No. 1996-3770 Page 13
Application No. 08/412,834

of Mnoura; and clains 3, 4, and 7 under 35 U.S.C. § 103 as
bei ng unpat ent abl e over 1kushima or Sawyer view of M noura and

further in view of Wkle is reversed.

REVERSED

PETER F. KRATZ
Adm ni strative Patent Judge

EDWARD C. KI M.IN )
Adm ni strative Patent Judge )
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