THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 11

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte STEPHEN J. COLLI NS

Appeal No. 96-3919
Appl i cation 08/ 224, 1631

ON BRI EF

Bef ore CALVERT, LYDDANE and STAAB, Adm nistrative Patent Judges.

STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
Stephen J. Collins (appellant) appeals fromthe final
rejection of clainms 1-5 and 12-14, all the clainms remaining in

t he application.

Application for patent filed April 7, 1994.
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Appel lant’s invention pertains to the conbination of a
witing inplenment and a cap for renovably receiving the witing
tip of the witing inplenent (clains 1-5 and 14)2, and a cap for
removably receiving the witing tip of a witing inplenent
(claims 12 and 13). The cap includes a blade portion for receipt
bet ween the pages of a book for acting as a booknarKk.
| ndependent claim1l is illustrative of the appeal ed subject
matter and reads as foll ows:

1. I n conbi nation

a witing inplenment conprising an el ongated body and a
witing instrunent situated at one end of said body; and

a cap conprising a body portion and a recess in said body
portion for renovably receiving a tip of said witing instrunent
when not in use, said cap further including an arm portion
extendi ng outwardly from said body portion and a bl ade portion
extendi ng downwardly fromsaid armportion so as to be positioned
in spaced relation to said witing inplenent when said cap is
assenbled with said witing inplenment, said blade portion
extending in a plane which is generally perpendicular to a
centerline of said body portion.

said cap being slidably received over a spine of a book
wherein said blade portion of said cap extends downwardly between
pages of a book and said witing inplenment extends downwardly
al ong an outside surface of a book spine.

2The preanbl e of dependent clains 2-4 is inconsistent with
the preanble of claim1, fromwhich these clainms depend. For
pur poses of this appeal, we have interpreted clains 2-4 as being
directed to “The conbination of claiml1, . . . .” 1In the event
of further prosecution, this inconsistency should be rectified.
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The references of record relied upon by the examner in

support of a rejection under 35 U S.C. 8§ 103 are:

Nei dhardt et al. (Neidhardt) 3,733,139 May 15, 1973
British Patent (Downes) 8, 626 May 20, 1891
Ger man Pat ent (Manzar do) 13, 735 May 17, 19563

Clains 12 and 13 stand rejected under 35 U S.C. § 112,
second paragraph, “as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch applicant regards as the invention” (answer, page 3).

Clains 1-5 and 12-14 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over British Patent No. 8,626 to Downes in
view of German Patent No. 13,735 to Manzardo and further in view
of Nei dhardt.

The 35 U.S.C. 8§ 112, Second Paragraph, Rejection
Considering first the 35 U S.C. 8§ 112, second paragraph,
rejection, the examner correctly notes that the term“said bl ade
portion” in claim1l2 and the term“said armportion” in claim13
| ack a proper antecedent basis. Based on these exanples of claim

deficiencies, the exam ner concludes that clains 12 and 13 are

i ndefinite.

3Qur understanding of this Gernman | anguage patent is derived
froma translation prepared in the Patent and Trademark O fice, a
copy of which is appended to this opinion.

- 3-



Appeal No. 96-3919
Application 08/ 224,163

I n response, appellant states on page 4 of the brief that
“[ he] does not contest the formal nature of this rejection” and
that the terns in question were intended to be “the arni and “the
bl ade.” Appellant further offers to nake such anmendnents to the
clains, if required, upon resolution of this appeal.

Si nce appel |l ant has not pointed out how the exam ner has
erred in the rejection of clains 12 and 13 under 35 U S.C. § 112,
second paragraph, and has in effect acquiesced to the rejection,
we are constrained to sustain this rejection.

The 35 U.S.C. 8§ 103 Rejection

In rejecting the appealed clains under 35 U.S.C. § 103, the
exam ner states:

British Patent #8626 di scloses substantially simlar

structure [as appellant], see Figure 2. It is noted

that using the blade portion to mark is nmerely intended

use . . . and does not structurally distinguish over

the art . . . . The German Patent discloses using the

bl ade portion for marking, while N edharedt [sic] et al

di scl oses a ball point and highlight marker. 1t would

have been obvious to a nmechanic with ordinary skill in

the art to use these teachings. The notivation is

provided by the references. [answer, page 4]

In the “Response to argunent” section of the answer, the
exam ner further states:

The German Patent clearly discloses a bl ade

simlar to appellant’s in Figures [sic] 2 and Figure 6.

Figure 6 additionally discloses marking pages with such

a blade. It would have been obvious . . . to
substitute such a blade to [sic] the primary reference.
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The notivation is to mark pages as shown in Figure 6 of
the German Patent. [answer, page 5]

At the outset, we cannot agree with the exam ner that using
the bl ade portion as a bookmark is “nmerely intended use . . . and
does not structurally distinguish over the art.” The |ast
par agr aph of each of the independent clainms on appeal positively
recites that the blade portion of the cap extends downwardly
bet ween t he pages of a book, and that the witing inplenment (in
the case of claims 1 and 14) or the body portion of the cap (in
the case of claim12) extends downwardly al ong an outside of a
book spine. Thus, using the blade portion as a booknmark is not
merely a statenent of intended use. |In any event, even if the
rel ati onshi ps between the cap and the book called for in the
clainms were considered to be functional statenents directed to
the i ntended use of the clained device, they cannot be casually
di sm ssed as the exam ner has done here. Rather, one should
consi der whether or not the reference structure reasonably
appears to be capable of functioning in the manner called for in
the clains. See, for exanple, In re Ludtke, 441 F.2d 660, 664,
169 USPQ 563, 566 (CCPA 1971). In the present case, the exam ner
has made no such inquiry.

Second, and nore inportantly, we do not share the examner’s

views regarding the rel evance of Downes and Manzardo to the
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clai med subject matter. An objective of Downes is to convert the
pencil of a notebook into a page marker by rigidly connecting a
tubular clip or “cap” to the back of the book so that the tip of
a pencil may be received therein and the body of the pencil held
bet ween the notebook’s pages. To this end, the tubular clipis
provided with sharp prongs f or rivets (not shown) for rigidly
fastening the clip to the notebook’s back. Manzardo, on the

ot her hand, does not disclose a cap for a witing inplenment for
any purpose, nuch less a cap for a witing inplenent that
additionally functions as a bookmark. Rather, Manzardo di scl oses
a specialized witing inplenment having a tab (element A, in the
Figure 1 enbodinent, elenent C, in the Figure 2 enbodi nent,
element E, in the Figure 3 enbodinent) at the end opposite the
witing tip, which tab acts as a bookmark. In order to hold the
witing inplenment in proper position so that the tab can function
in the manner intended, Manzardo provides a “cartridge” on either
the front edge of the cover (see elenment F, in Figure 7) or the
spine (see, for exanple, elenment B, in Figure 4) for receipt of
the witing inplenent. Translation, page 2, lines 9-10 and 18-
20; page 3, lines 15 and 25-26; page 4, |lines 13-15; page 5,

lines 3-4.
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G ven the differences in structure and function of the
devi ces of Downes and Manzardo, it is not at all apparent to us,
and the exam ner has not adequately explained, how he proposes to
nodi fy Downes in view of Manzardo's teachings to arrive at the
clai med subject nmatter (i.e., a cap having a bl ade portion
ext endi ng between the pages of a book). 1In contrast to the
appel l ant’ s device, wherein the cap of a witing inplenent is
used as a bookmark, Downes and Manzardo are directed to
alternative arrangenents wherein the witing inplenment itself is
used as a bookmark. Furthernore, absent appellant’s disclosure,
it is not clear to us why one of ordinary skill in the art would
have been notivated to undertake any such nodification of one of
t hese references in view of the other.

Where prior art references require a selective conbination
to render obvious a clained invention, there nust be sonme reason
for the conbination other than hindsight gleaned fromthe
i nvention disclosure, Interconnect Planning Corp. v. Feil, 774
F.2d 1132, 1143, 227 USPQ 543, 551 (Fed. Cr. 1985). 1In the fact
situation before us, we are unable to agree wth the exam ner
that one of ordinary skill in the art woul d have been notivated
to conbi ne the teachings of Downes with those of Manzardo in a

manner whi ch woul d have resulted in the clainmed subject matter.
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We have al so carefully reviewed the Nei dhardt reference
additionally relied upon by the exam ner but find nothing therein
that makes up for the deficiencies of Downes and Manzardo
di scussed above.

In light of the foregoing, we will not sustain the standing
rejection of the appealed clains under 35 U S.C. § 103.

New Rej ection Pursuant to 37 CFR § 1.196(h)

Pursuant to our authority under 37 CFR 8§ 1.196(b), we enter
the foll om ng new rejections.

Clains 1-5 and 12-14 are rejected under 35 U S. C. § 112,
first paragraph, as being based on an original disclosure that
does not provide descriptive support for the invention as now
cl ai med.

Wth respect to the witten description requirenent found in
the first paragraph of 35 U S.C § 112,

[t]he test for determining conpliance . . . [therew th]

is whether the disclosure of the application as

originally filed reasonably conveys to the artisan that

the inventor had possession at that time of the l|ater

cl ai med subject matter, rather than the presence or

absence of literal support in the specification for the

cl ai m | anguage. The content of the drawi ngs may al so

be considered in determ ning conpliance with the
witten description requirenent.
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In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed. Cr
1983) (citations omtted; enphasis added).

In the present application, appellant added to each of the
i ndependent clains the limtation that the blade portion of the
cap extends in a plane which is generally perpendicular to a
centerline of the body portion. W believe one of ordinary skil
in the art, upon review of appellant’s specification and draw ng
figures, would consider the centerline of body portion 23 to be
an axial line passing through the center of the body portion of
the cap, such that the blade 26 extends radially in a plane which
i ncludes the centerline of the body portion, rather than
perpendi cul ar thereto. Based on this interpretation of what
constitutes the centerline of the body portion 23, there is no
descriptive support in the original disclosure for the invention

as now cl ai ned. *

‘W are aware of the anendnent to the draw ngs proposed by
appel l ant adding line 27 to Figures 3 and 4, and the
correspondi ng anendnent to the specification describing |ine 27

as a “longitudinal centerline” of the body portion. |In our view,
t hese anendnents are inconsistent with that which was originally
di sclosed. In any event, these changes have no effect on

appellant’s original disclosure, which is the standard used for
determ ning conpliance with the description requirenent found in
the first paragraph of 35 U . S.C. § 112.
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Clains 1-5 and 12-14 are also rejected under 35 U S. C
8§ 112, second paragraph. 1In order to satisfy the second
paragraph of 8§ 112, a claimnust accurately define the clained
subject matter in the technical sense. See In re Knowl ton, 481
F.2d 1357, 1365, 178 USPQ 486, 492 (CCPA 1973). Mbreover, while
the cl ai m|l anguage may appear, for the nost part, to be
under st andabl e when read in the abstract, no claimmay be read
apart from and i ndependent of the supporting disclosure on which
it is based. In re Cohn, 438 F.2d 989, 993, 169 USPQ 95, 98
(CCPA 1971); In re More, 439 F.2d 1232, 1235 n.2, 169 USPQ 236
238 n.2 (CCPA 1971). Applying these principles to the present
case, the claimlanguage “extending in a plane which is generally
perpendi cular to a centerline of said body portion” appearing in
each of the independent clains nay appear to be clear when read
in a vacuum However, when read in |ight of the supporting
di scl osure, and especially the drawing figures, this claim
| anguage rai ses an unreasonabl e degree of uncertainty as to what
the cl ai m| anguage may nean.

Summary
The standing rejection of clains 12 and 13 under 35 U.S. C.

8§ 112, second paragraph, is affirned.

-10-



Appeal No. 96-3919
Application 08/ 224,163

The standing rejection of clains 1-5 and 12-14 under 35
US C 8§ 103 is reversed.

Pursuant to 37 CFR §8 1.196(b), new rejections of clains 1-5
and 12-14 have been nmade.

The decision of the examner is affirned-in-part.

The new rejections under 37 CFR § 1.196(b) should not be
considered final for the purpose of judicial review

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date
hereof. 37 CFR § 1.197.

Wth respect to the new rejections under 37 CFR
8 1.196(b), should appellant elect the alternate option under
that rule to prosecute further before the Primary Exam ner by way
of amendnent or showi ng of facts, or both, not previously of
record, a shortened statutory period for making such response is
hereby set to expire two nonths fromthe date of this decision
In the event appellant elects this alternate option, in order to
preserve the right to seek review under 35 U . S.C. 88 141 or 145
with respect to the affirnmed rejection, the effective date of the
affirmance is deferred until conclusion of the prosecution before
the exam ner unless, as a nere incident to the limted

prosecution, the affirmed rejection i s overcone.
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| f the appellant elects prosecution before the exam ner and
this does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to us for final
action on the affirmed rejection, including any tinmely request
for reconsideration thereof.

No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 C F. R
§ 1.136(a).

AFFI RVED- | N- PART, 1.196(b)

LAWRENCE J. STAAB
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )
)
)
W LLI AM E. LYDDANE ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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St ephen J. Hol nes

Salter, M chael son & Benson
321 South Main Street

Provi dence, R 02903
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