TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner’s final

rejection of clainms 1 and 3-12, all the clains then pending in

1 Application for patent filed June 23, 1994. According
to appellant, the application is a continuation of Application
07/ 938, 366, August 31, 1992, now abandoned.
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the application. Subsequent to the final rejection, appellant
submtted an anendnent canceling claim12. Accordingly, only

claims 1 and 3-11 remain in the application.

Appel lant’ s invention pertains to a scavengi ng device
that prevents the rel ease of anesthetic gas into the
envi ronment of an operating room An understandi ng of the
i nvention can be derived fromreading i ndependent claiml1, a
copy of which is appended to appellant’s brief.

The references of record relied upon by the exam ner in

support of the rejections are:

Trammel | et al (Tranmel |) 4,407, 280 Cct. 4,
1983

Poppendi ek et al (Poppendi ek) 4,832,042 May
23, 1989

Corn 5,370, 110 Dec.
6, 1994

Claims 1 and 3-11 stand rejected under the judicially
created doctrine of obviousness-type double patenting as being
unpat ent abl e over clains 1-8 of the Corn patent.?

Clainms 1 and 3-11 stand further rejected under 35 U. S. C

2 This is a new ground of rejection nade for the first
time in the answer.
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8§ 103 as being unpatentable over Trammell in view of
Poppendi ek.

The rejections are explained in the exam ner’s answer
(Paper No. 17, mailed April 11, 1996) and the suppl enent al
exam ner’ s answer (Paper No. 21, muailed Septenber 3, 1996).

The opposing viewpoints of appellant are set forth in the
brief (Paper No. 16, filed January 11, 1996) and the reply

brief (Paper No. 19, filed June 17, 1996).

The obvi ousness-type doubl e patenting rejection

Considering first the rejection of the appeal ed cl ai ns
under the judicially created doctrine of obviousness-type
doubl e patenting, the reply brief states on page 2 that
"Applicant hereby offers to submt a suitable Term na
Di sclainmer in order to overcone the new ground of rejection.
Such a Termnal Disclainmer will be filed at such tine as the
obvi ousness-type double patenting rejection stands as the only
obstacle to all owance."

In light of the circunstance that appellant has failed to
poi nt out any error in the exam ner’s obvi ousness-type doubl e
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patenting rejection, offering instead to submt a suitable
term nal disclaimer "at such tinme as the obvi ousness-type
doubl e patenting rejection stands as the only obstacle to
al l owance,” we are constrained to affirmthis rejection.
The 35 U.S.C. 8§ 103 rejection

Claim1l calls for a vapor scavengi ng device conpri sing:
(1) an enclosure neans for placenent over a patient’s head,
(2) closure neans for closing an open bottom of the enclosure
means to forma seal about the patient’s neck, (3) a first
openi ng neans di sposed in the enclosure neans for

accomodat i ng an

anesthesia circuit fitting directly conmunicating with a
patient’s airway, (4) a second opening in the enclosure neans,
and (5) a conduit neans sealingly engaging with the second
opening for directly conmunicating a vacuumforce to the
interior of the enclosure neans for renoving waste gas
t her ef rom

Turning to Trammel |, the exam ner’s primary reference,
appel I ant does not dispute the exam ner’s finding that
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di sposabl e hood 12 conprises an enclosure neans as called for
inclaiml. Further, we do not consider the claiml

requi renment for a closure neans for closing an open bottom of
the encl osure neans to forma seal about the patient’s neck to
be an argued distinction over Trammell. |In this regard,
appel | ant does not specifically dispute the exam ner’s finding
that Trammell’s "neans (24) close[s] said open bottom|[of the
encl osure] about the patient’s neck"” (answer, page 4).

Further, the general 35 U S. C. 8 112, sixth paragraph,

di scussi on found on page 10 of appellant’s brief is not seen
as a specific argunent that Trammel| does not have the claim1l
"closure nmeans.” In any event, Trammell’s opening 23
constitutes "closure nmeans” as called for in claiml1, as that
term woul d be understood by one of ordinary skill in the art
when read in light of the specification, in that appellant’s

specification indicates that the "seal"™ about the patient’s

neck
is "loose" (page 6, line 9), "not necessarily . . . airtight”
(page 7, line 17), and nerely creates "an effective degree of
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sealing . . . . about the patient’s neck" (sentence bridging
pages 7 and 8) such that any | eakage of gas in the encl osure
fromthe area adjacent the patient’s neck can be prevented by
applying a suction force to the interior of the enclosure.

As to the claim1 requirenents for a first openi ng neans
in the enclosure for accommodati ng an anesthesia circuit
fitting, and a second opening in the enclosure, we are aware
that the exam ner reads these claimlimtations on Trammell’s
opening at fitting 27 and Trammel |’ s openi ng 343,
respectively. However, we believe the better approach is to
consider Trammel |’ s opening 34 as corresponding to the clained
first opening nmeans and Trammell’s opening at fitting 27 as
corresponding to the clained second opening. First,
Trammel | s opening 34 satisfies the claimed "first opening
means” |imtation in that opening 34 of Trammell constitutes
an opening in the enclosure that is fully capabl e of
accommodati ng an anesthesia circuit fitting directly
communicating with a patient’s airway. Second, when the

cl ai med "second opening” is read on Tramrel |’ s openi ng at

3 Trammel | uses reference nuneral 34 tw ce, once for a
hose and once for an opening in the top of the enclosure.
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fitting menber 27, Tramell’s fitting 27 and conduit 34
collectively may then be read on the final claimlimtation

calling for a "conduit neans"

sealingly engaged in the second opening since Tranmell’s
fitting 27 and hose 34 are sealingly engaged in the opening
via flange 26 and fitting nenber 29, and since fitting 27 and
hose 34 are fully capable of directly conmunicating a vacuum
force to the interior of the enclosure neans for renoving
wast e gases therefrom Accordingly, when Trammell is viewed
inthis light, there is no need to resort to Poppendi ek for a
teaching of providing a conduit neans in the second openi ng of
Tramel | .

To the extent appellant argues that the sixth paragraph
of 35 US.C 8§ 112 requires interpreting the "first opening
means” and "conduit nmeans” limtations of claiml in a manner
t hat di stingui shes over Tramrel’s opening 34 and conduit neans
27, 34, respectively, the argunent is not well taken. It is
debat abl e whether the "first opening neans"” and "conduit
means” recitations are linked to the functional |anguage that

followin a manner that triggers the 35 U . S.C. 8§ 112, sixth
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par agraph, procedures
for construing neans-plus-function claimtermnol ogy.*

However,

even if the "first opening neans . . ." and "conduit neans .
" recitations of claiml are considered to be neans-pl us-
function limtations within the neaning of 35 U S.C. § 112,

si xt h paragraph, they do not distinguish over Tranmell’s
openi ng 34 and conduit neans 27, 34. This is so because
Trammel | s opening 34 and conduit neans 27, 34 are fully
capabl e of functioning in the ways set forth in the claim
and, in our view, are structurally the sane as, or at |east
the equivalent of, the structures disclosed in appellant’s

specification that correspond to the clainmed "openi ng neans”

and "conduit neans" (i.e., opening 24 and tube 16,

4 See York Products, Inc. v. Central Tractor Farm &
Famly Center, 99 F.3d 1568, 1574, 40 USPQd, 1619, 1623 (Fed.
Cr. 1996)(nere incantation of word "nmeans" does not
necessarily evoke 8 112, sixth paragraph); Cole v.

Ki mberly-C ark Corp., 102 F.3d 524, 531, 41 USPQ@d 1001, 1006
(Fed. Cir. 1996)(nerely because naned elenent of claimis
foll owed by word "neans" does not automatically make el enent
"means- pl us-function" el enent under

§ 112, sixth paragraph).
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respectively).

Mor eover, even when we read claim1 on the Tranmel
device in the manner proposed by the exam ner, Poppendiek’s
teaching that a suction force nay be applied to a hood fitted
over the head of a patient to pronote the flow of exhal ant
gases therefrom woul d have provi ded anpl e suggestion to one of
ordinary skill in the art to provide a tube in the opening 34
of Tramrel to provide for positive evacuation of exhal ed gases
fromthe hood. In this regard, there is no requirenment in the
test for obviousness under 35 U S.C. 8§ 103 that the notivation
for conbining reference teachi ngs be expressly articul ated or
suggested by the prior art. See In re Sernaker, 702 F.2d 989,

995, 217 USPQ 1, 6 (Fed. Cir. 1983) and In re MLaughlin, 443

F.2d 1392, 1395, 170 USPQ 209, 212 (CCPA 1971). Instead, the
suggestion for conbining the reference teachings may be an

i mpl i ed suggestion. See, for exanple, Cable Electric
Products, Inc. v. Gennark, Inc., 770 F.2d 1015, 1025, 226 USPQ
881, 886-87 (Fed. Cir. 1985) and In re Sernaker, supra.

Appel I ant makes nmuch of the fact that Trammel|l does not

di scl ose or suggest accommbdati ng an anesthesia circuit



Appeal No. 96-4041
Appl i cation 08/ 264, 704

fitting in any of the hood openings. However, in that claiml
does not positively recite the anesthesia circuit fitting as a
positive elenment of the clainmed subject matter, this |ine of
argunment i s not persuasive.

Wth respect to appellant’s argunent on page 8 of the
brief to the effect that Trammell’s device would not work if
nodi fied in the manner proposed by the exam ner, we are
appr ai sed of no persuasive evidence of record to support
appellant’s contention. It is well settled that an attorney’s
argunment in the brief cannot take the place of evidence and
t hat argunments of counsel, unsupported by conpetent factual
evi dence of record, are entitled to little weight. See In re
Payne, 606 F.2d 303, 315, 203 USPQ 245, 256 (CCPA 1979) and In
re Pearson, 494 F.2d 1399, 1405, 181 USPQ 641, 646 (CCPA

1974) .

In light of the foregoing, we will sustain the standing
rejection of claim1 as bei ng unpatentabl e over the teachi ngs

of Trammel|l and Poppendi ek. 1In that appellant has not
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separately argued the rejection of dependent claim1ll apart
fromclaiml1, we will sustain the rejection of this claimas
wel | .

W will also sustain the standing 8§ 103 rejection of
claim4. Wwen Trammell’ s opening 34 is viewed as
corresponding to the clained first opening neans and
Tramrel | ’s opening at fitting 27 is viewed as corresponding to
t he cl ai ned second opening, Tramell’s conduit means 27, 34
has a portion extending wwthin the interior of the enclosure
(see Figure 5) and a portion protruding fromthe encl osure.
In addition, Trammell’s conduit neans is "affixed" to an inner
surface of the enclosure in the broad sense in that flange 26
is held in tight surface to surface contact with an adjacent
part of the enclosure’ s inner surface. In any event, it also
woul d have been an obvi ous expedient to one of ordinary skil
in the art to adhere flange 26 to the inner surface of the
encl osure for the self evident purpose of providing a nore
secure engagenent therebetween.

W will |ikew se sustain the rejection of claim5 which
depends fromclaim4. Tramell’s diffuser openings 33 define
a construction that is perforated about the periphery of that
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portion of the conduit neans that extends within the

encl osure.

In that appellant has not separately argued the rejection
of claim?7 apart fromclaim5 fromwhich it depends, we w |
al so sustain the rejection of this claim

W will not sustain the rejection of clains 6, 8, 9 and
10. The examiner’s position that it would have been obvi ous
to one of ordinary skill in the art in light of the reference
teachings to dispose the conduit nmeans at a position adjacent
to the patient’s face (claim®6), provide a first opening in
the formof a V-shaped split® (claim8), provide closure neans
inthe formof a strip or release tape (claim9), and/or add a
third port within the enclosure in conmmunication with neans
for delivering heated, humdified air to the enclosure® (claim
10) is not well taken. In each instance, the exam ner has

failed to indicate any teaching in the applied references or

° We note that the first opening of appellant’s Figure 3
enbodi ment is not V-shaped as shown wherein the flaps 28 are
flat, but rather only when said flaps are spread apart.

® In order to bring the drawings into conpliance with 37
CFR § 1.83(a), this feature should be shown in the draw ngs.
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any prior know edge generally available to one of ordinary
skill in the art that would have | ed a person of ordinary
skill inthe art to nodify Trammel| in the manner proposed.
For this reason, the rejections of these appeal ed cl ai ns nust

fail for lack of a sufficient

factual basis. In re Warner, 379 F.2d 1011, 1017, 154 USPQ
173, 178 (CCPA 1967), cert. denied, 389 U.S. 1057 (1968).

As to claim3, for reasons stated infra in our new
rejection entered under the provisions of 37 CFR 1.196(b), we
have encountered substantial difficulty in understanding
precisely what is neant by certain |anguage in that claim
While we mght speculate as to what is neant by the claim
| anguage in question, our uncertainty provides us with no
proper basis for making the conparison between that which is
clainmed and the prior art as we are obligated to do.

Rej ections under 35 U.S.C. 8§ 103 should not be based upon
"consi derabl e speculation as to the neaning of terns enpl oyed

and assunptions as to the scope of the clains.” 1In re Steele,
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305 F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962). When no
reasonably definite neaning can be ascribed to certain terns
in aclaim the subject matter does not becone obvi ous, but
rather the claimbecones indefinite. 1In re Wlson, 424 F.2d
1382, 1385, 165 USPQ 494, 496 (CCPA 1970). Accordingly, we
are constrained to reverse the examner’s rejections of claim
3 as being unpatentable over the prior art. W hasten to add
that this is a procedural reversal rather than one based upon

t he

nmerits of the rejection. W take no position as to the
pertinence of the prior art as applied by the examner in his
rejection.

Pursuant to our authority under 37 CFR 1.196(b), we make
the foll owi ng new rejection.

Claim3 is rejected under 35 U S.C. §8 112, second
par agraph, for failing to particularly point out and
distinctly claimthe subject matter which appellant regards as
the invention. C aim3 depends fromclaim1l and further calls

14
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for a "fastening neans" for selectively closing the first
openi ng about the anesthesia circuit fitting” and the bottom
portion of the enclosure neans about the patient’s neck. It
is not clear if the fastening neans of claim 3, which
selectively closes the bottom portion of the encl osure about
the patient’s neck, is separate fromthe "cl osure neans" of
claim1l that forns a seal about the patient's neck, or one and
the sane as the earlier recited "closure neans."”
Summary
The obvi ousness-type doubl e patenting rejection of clains

1 and 3-11 is affirned.

The 8 103 rejection of clainms 1, 4, 5, 7 and 11 is
af firnmed.

The 8 103 rejection of clainms 6 and 8-10 is reversed on
the merits.

The 8 103 rejection of claim3 is reversed on procedural

" The term"the breathing or anesthesia circuit fitting"
appearing in claim3 lacks a clear antecedent. For purposes
of this appeal, we interpret sane as "the anesthesia circuit
fitting."
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gr ounds.

A new rejection of claim3 under 35 U S.C. § 112, second
par agraph, has been made pursuant to our authority under 37
CFR § 1.196(b).

Since at |l east one of the examner’s rejections of each
of the appeal ed clains has been sustained, the decision of the
exam ner is affirned.

In addition to affirm ng the examner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 8§ 1. 196(b) (anmended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,122
(Gect. 21, 1997)). 37 CFR 8 1.196(b) provides, "A new ground
of rejection shall not be considered final for purposes of
judicial review"

Regardi ng any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal decision

37 CFR 8 1.196(b) also provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se
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one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:

(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.
(2) Request that the application be reheard

under § 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record. :

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in
order to preserve the right to seek review under 35 U S.C. 88§
141 or 145 with respect to the affirmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirmed rejection is
over cone.

| f the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for final

action on the affirmed rejection, including any tinely request
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for reconsi deration thereof.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED, 37 CFR § 1.196(b)

HARRI SON E. McCANDLI SH
Adm ni strative Patent Judge

BOARD OF PATENT
LAWRENCE J. STAAB

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge

N N N N N N N N N N N N
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LJS/ pgg

Wlliam C GCeary |11

Nutter, McC ennen & Fish, LLP
One International Place

Bost on, Massachusetts 02110- 2699
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