THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claim1, which is the only claimpending in this
appl i cation.

BACKGROUND

Appel lant's invention relates to a nethod of producing an
open-ended container froma sheet of unoriented thernoplastic

material. In appellant's formation process a biaxially
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oriented internediate is blow fornmed into a form ng tube

wi t hout plug assist, the internediate is placed on a nmale
nmol di ng form and heat shrunk onto the surface thereof, and the
t hus shaped container is subsequently renoved fromthe mal e
form According to appellant, the clainmed process allows for
the formation of containers that may be used as food
containers or |aboratory beakers with thin, flat bottons

exhi biting good heat transfer capabilities (specification,
page 8, line 16 through page 9, line 17). dCaimlis
reproduced bel ow.

1. A nmethod for producing a biaxially oriented, open-
ended cont ai ner conpri sing:

formng a biaxially oriented internmedi ate by bl ow
formng, wthout plug assist, into a formng tube a sheet of
unoriented thernoplastic material that is nmaintained at or
near its orientation tenperature, wherein the depth of draw of
said internediate is sufficient for full orientation of the
si dewal | s;

provi di ng means for preventing said thernoplastic
material fromsticking to the sides of said form ng tube
during the bl ow form ng;

placing said internediate on a nale formof a
predet erm ned size, shape and texture;

heating said internmedi ate above the orientation
tenperature of said thernoplastic material to heat-shrink said
internediate onto the surface of said formto create said
cont ai ner; and
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removi ng said container fromsaid form
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The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Great Britain Patent (GB ‘830) 991, 830 May 12, 1965
Fagence
Japanese Patent (JP ‘'817) 56- 16817 Dec. 18,
19811
Takeuchi et al.
Japanese Patent (JP ‘' 824) 59- 78824 May 07
19822

Yanada et al.

Claim1l stands rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over JP ‘824 or JP ‘817 in view of GB ‘830.

OPI NI ON
Having carefully considered all of the arguments and
evi dence advanced by appel l ant and the exam ner, we find

ourselves in agreement with appellant that the exam ner has

' Al'l subsequent reference in this opinion to JP '"817 is a
reference to the English | anguage transl ation of the Japanese
| ai d- open application of record.

2 All subsequent reference in this opinion to JP '824 is a
reference to the English | anguage transl ation of the Japanese
| ai d- open application of record.
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failed to establish the obviousness of the cl ai ned subject
matter within the neaning of 35 U.S.C. § 103.

In fashioning the stated rejection, the examner relies
on JP 817 or JP '824 for allegedly disclosing the formation
of a biaxially oriented internmedi ate using a plug, a form ng
nmet hod step precluded by the clainmed process herein.

According to the exam ner (answer, page 4), however:
[i]t would have been obvious to one of
ordinary skill in the art ... to draw the
bl ank of either Japanese reference using
positive pressure wthout plug-assist when
the end use did not require the uniform
t hi ckness resulting fromusing a plug or a
t hi nner bottom was desirabl e.

In support of this proposed nodification of the processes
taught by JP ‘817 or JP *824, the exam ner relies on the
teachings of GB ‘830 in relation to pressure-form ng being an
alternative to a plug-assisted form ng step.

We do not agree with the examner’s view of this matter.
The difficulty we have with the examner’s position stens from
the fact that GB ‘830 is directed to a nolding process wherein
the thernoplastic material is ultimately brought into intimte

engagenment with the nold via vacuum pressure and/or plug

assi st techniques for final formng (GB ‘830, e.g., page 2,
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lines 30-34 and page 4, line 126 to page 5, line 5. 1In our
view, that process is sonewhat renote fromthe instantly
cl ai med process herein which requires that the formation of
the contai ner take place via a heat-shrink nethod using a nale
form subsequent to the formation of a biaxially oriented
i nternedi ate product that is obtained by blow form ng a sheet
of unoriented plastic material into a form ng tube w thout
plug assist. Wile JP *817 and possibly JP ‘824 nmay be
directed to heat-shrink nmethods of form ng containers, the
exam ner has not clearly carried the burden of explaining why
a skilled artisan woul d have ignored their specific teachings
requiring plug assist formation of an internmediate in such
heat - shri nk met hods of container formation in any particul ar
one of their disclosed enbodi nents and substantially nodified
their process including the nolding apparatus used therein
based on the distinctly differing overall nethod taught by GB
* 830.

More fundanentally, we cannot agree with the exam ner's
position regarding the claimed |imtation requiring that the
bl ow form ng step take place in an environnment wherein "neans

for preventing said thernoplastic material fromsticking to
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the sides of said form ng tube" were provided. Having
recogni zed that none of the applied references teach or
suggest this clained limtation, the exam ner (answer, page
5), nonethel ess, takes the position that:
[i]t is well known to coat nolds with nold
rel ease agent or Teflon in order to prevent
sticking of the material. These agents are
equi val ents for the function of preventing
sticking. It would have been obvious ... to
apply nold rel ease agent or Teflon to the
entire surface of the nmold in order to
prevent sticking and facilitate renoval of
the end product fromthe nold.

Here, even if we accepted the exam ner’s suggested
officially noticed fact of the prior use of nold rel ease
agents, the exam ner has not net the burden of explaining why
a skilled artisan woul d have been notivated to use a rel ease
agent coating on any of the particular nolds of JP ‘817 or JP
‘824 during a nodified process wherein bl ow nol ding takes
pl ace without plug assist. In this regard, we note that
appel l ant (brief, page 7) challenges the exam ner’s assertion
of the obviousness of the clained |imtation at issue noting

that "no indication that sticking of the internediate to the

formng tube is a problemt is apparent fromthe applied prior



Appeal No. 1996-4071 Page 8

Application No. 08/292,692

art and that "... the cited art sinply provides no notivation
to add this feature...."” W agree. Under the present

ci rcunstances and in the absence of the exam ner citing
particular prior art reference(s) teaching this officially
noticed fact in particularized nolding enbodi nents and
processes, we can not agree that the exam ner has net the
burden of establishing that a skilled artisan woul d have been
i mbued with both a suggestion and reasonabl e expectation of
success in using such a coating in a nolding step of JP ‘817
or JP '824 that has additionally been nodified to correspond
to the internedi ate nolding step clainmed herein. Mreover,
absent a particularized enbodi nent displaying the officially
noticed coating being cited, we can not reasonably determ ne
that the coating that is urged to be well known by the

exam ner woul d necessarily correspond to appellant’s clained

"means..." as urged by appellant (brief, pages 7 and 8).

On this record and in |ight of the above discussion, we
determ ne that the exam ner has failed to present sufficient
evi dence of a suggestion, teaching or notivation to conbine

the references as proposed so as to arrive at the clained

invention with a reasonabl e expectation of success. See In re
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Denbi czak, 175 F.3d 994, 999, 50 USPQd 1614, 1617 (Fed. Cr.
1999); In re Rouffet, 149 F.3d 1350, 1356, 47 USPQ2d 1453,
1456 (Fed. Cir. 1998). Wiether the evidence of a teaching or
suggestion to conbi ne cones fromthe references thensel ves,

t he know edge of one of ordinary skill in the art, or fromthe
nature of the problemto be solved, the show ng of evidence
must be clear and particular. Denbiczak, 175 F.3d at 999, 50
USPQ2d at 1617. Moreover, the determ nation of obviousness
nmust be based on facts, and not on unsupported generalities.
See In re Freed, 425 F.2d 785, 787, 165 USPQ 570, 571 (CCPA

1970).

CONCLUSI ON
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The decision of the examner to reject claim1l under 35
U S C § 103 is reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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