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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

YApplication for patent filed March 15, 1995. According to
appel lants, this application is a division of Application
08/ 048,738, filed April 16, 1993, now U.S. Patent No.

5,603, 691.
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This is a decision on an appeal fromthe examner’s fi nal
rejection of clains 1 through 6, 8 through 19 and 27. No
other clains are pending in the application.

Appel lants’ invention relates to an orthopedi c casting
article in the formof a tape which is applied by wapping the
tape around a broken or otherwise injured body linb to
immbilize the linmb. According to appealed claim1, the tape
isinthe formof a roll and conprises a fabric sheet (2), a
curable resin coated on the fabric sheet, and a water soluble
liner (3) contacting the fabric sheet to separate adjacent
| ayers or convolutions of the fabric sheet inits rolled or
wound confi guration.

A copy of the appealed clains is appended to appellants’
brief.

The followi ng references are relied upon by the exam ner
as evidence of obviousness in support of his rejection under

35 U S.C. § 103:

Lauf enberg 4,454,873 Jun. 19, 1984
Blott et al. (Blott) WD 90/ 14060 Nov. 29, 1990
(PCT)
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Clainms 1 through 6, 8 through 19 and 27 stand rejected
under 35 U. S.C. 8 103 as being unpatentable over Blott in view
of Laufenberg. The exam ner concedes that Blott’s liner 8 for
separating adjacent convolutions of the rolled, resin coated,
tubul ar casting structure in Figure 4 of the reference is not
soluble in water as required by the appealed clains. He
nevert hel ess cont ends:

However, Laufenberg et al teaches that it has been

known to use water soluble interliners in simlar

roll ed casting bandages; see Col. 1, |lines 34-55;

Col. 2, lines 29-63; Col. 3, lines 10-33. Hence, it

is the Exam ner’s position that it woul d have been

obvious to use a water soluble liner in the Blott

invention for the sane reasons that Blott uses an
insoluble interliner; i.e. in order to prevent

contact and reaction between adjacent |ayers of the

roll. [Answer, pages 3-4]

In Laufenberg’ s rolled orthopedic casting sheet of
thernoplastic material, a |layer of release naterial is |ocated
adj acent to casting sheet for a purpose corresponding to that
of appellants’ liner, nanely to prevent attachnment of adjacent
convol utions of the casting sheet in its rolled configuration.
Lauf enberg teaches the art to formthe rel ease layer froma
wat er soluble material for the self-evident purpose of
elimnating the need to physically renove the rel ease | ayer as

required with Blott’s insoluble |liner.
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However, even if we were to agree that Laufenberg s
t eachi ngs woul d have nade it obvious to replace Blott’s water
insoluble liner with a water soluble liner for the reason
stated supra, such a nodification would not nmeet the terns of
i ndependent clains 1 and 15. Blott’s orthopedic casting
article is inthe formof a multi-layer tube, not a tape as
defined in independent claim1l1l or a casting article conprising
a fabric sheet in the formof a roll as defined in independent
claim15. The nodification needed to neet these terns of
claims 1 and 15 would require a conpl ete reconstruction of
Blott’s multi-layered tubular casting structure. Such a
reconstruction, however, is not suggested by the applied
references. These references also | ack a suggestion of
formng the water soluble “liner” as a bag to receive the
rolled resin coated sheet as defined in claim15. Lacking a

suggestion of these features, we cannot agree that the prior

art relied upon by the exam ner establishes a prinma facie case
of obviousness with regard to the subject matter of clains 1
and 15. Accordingly, we cannot sustain the 8§ 103 rejection of
claims 1 through 6 and 8 through 19.

Wth regard to i ndependent claim 27, the exam ner states:
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: since the curable material of Blott as well as
the softenable material of Laufenberg could be
activated in | ess than 30 seconds contact with water
that [sic, then?] the clainmed dissolve tine is
obvious in view thereof. |In other words, the

di ssolve tinme of |less than 30 seconds logically
flows fromthe fact that the softenable material of
Lauf enberg woul d be softened in | ess than 30
seconds. [Answer, page 6]

The difficulty with the exam ner’s position as quoted
supra is that it is based on specul ation. Qovi ousness,
however, nmay not be based on specul ati on or what could have

been done. See In re Gordon, 733 F.2d 900, 902, 221 USPQ

1125, 1127 (Fed. Cir. 1984). |Instead, a prima facie case of

obvi ousness nust be supported by evidence as shown by sone
objective teaching in the prior art or by know edge generally

avai l able to one of ordinary skill in the art. 1n re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed Cir. 1988). The
specul ation that Laufenberg s thernoplastic material “could be
activated in less than 30 seconds” is not tantanmount to a
teaching or a suggestion of dissolving the liner in |ess than
30 seconds. Accordingly, we cannot sustain the examner’s 8§

103 rejection of claim27.
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The exam ner’s decision rejecting clains 1 through 6, 8
t hrough 19 and 27 is reversed.

REVERSED

Harrison E. McCandlish, Senior )
Adm ni strative Patent Judge )
)
)
)
I rwi n Charl es Cohen ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
)
| NTERFERENCES
)
)
John F. Gonzal es )
Adm ni strative Patent Judge )
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