THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 34

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte MASANCRI | WABUCH

Appeal No. 1996-4190
Application 08/311, 710

HEARD: FEBRUARY 10, 2000

Bef ore KRASS, LALL and GROSS, Adninistrative Patent Judges.

LALL, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection® of clains 8 to 15. Clains 1 to 7 are

cancel ed.

1 An anmendnent after the final rejection was filed as
paper no. 18 and was entered in the record for the purposes of
this appeal .
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The invention relates to a magnetic di sk drive which
records and reproduces data onto/from a nagnetic nedi um by
nmovi ng a magneti ¢ head nounted on an actuator arm over the
medium More particularly, the invention is directed to a
mechani smfor fixing the head in place when the disk drive is
not operated. A magnetic body is located on the end of the
actuating armaway fromthe head. As the arm noves, when
operating, the magnetic body defines a planar |ocus of points.
A magnet is |ocated on a base and is spaced apart fromthe
magneti c body in a direction perpendicular to said planar
| ocus of points. The nagnetic body, and hence the arm
carrying the head, is held in a fixed place by the magnetic
field of the magnet, w thout a physical contact between the
body and the magnet. The invention is further illustrated by
the followng claim Representative claim8 is reproduced as
foll ows:

8. A structure for fixing a magnetic head which records
or reproduces data in or out of a nedium having a recording
area and a parking area, said structure conpri sing:

a base on which the nediumis nounted;

an arm hol ding the magneti c head over the nmedi um

novabl e nmeans for noving said arm
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a nmenber nmounted on said arm

a magneti c body nounted on said nenber and novabl e
t hrough a planar |ocus of points as said arm noves;

a magnet fixed to said base for attracting said magnetic
body and spaced apart from said magnetic body in a direction
per pendi cular to a plane containing said planar |ocus of
poi nts, said magnetic body standing cl osest to said nagnet
when the magnetic head is positioned over the parking area of
t he nmedium said nagnet being nagnetized perpendicularly to
sai d plane containing said planar |ocus of points; and

a yoke mounted on said magnet for absorbing nmagnetic
lines of force issuing fromsaid nagnet.

The Exam ner relies on the follow ng reference:
Sun et al. (Sun) 5,003, 422 Mar. 26, 1991

St ef ansky 5,170, 300 Dec. 8, 1992
(filed: Jan. 22, 1991)

Claims 8 to 9 stand rejected under 35 U. S.C. § 102 over
Sun or Stefansky. Cdains 10 to 15 stand rejected under 35
U S C
8§ 103 over Sun or Stefansky.

Rat her than repeat the positions and the argunents of
Appel l ant or the Exam ner, we nake reference to the briefs?

and the answer for their respective positions.

2 Areply brief was filed as paper no. 29 and was entered
in the record without any further response by the Exam ner
[ paper no. 31].
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OPI NI ON
We have considered the rejections advanced by the
Exam ner. W have, |ikew se, reviewed Appellant's argunments
agai nst the rejections as set forth in the briefs.
It is our view, after consideration of the record before

us,

that the rejections under 35 U . S.C. 8§ 102 and under 35 U. S. C
8§ 103 are not proper. Accordingly, we reverse.
Now we anal yze the various rejections.

Rej ections under 35 U . S.C. § 102

The Exam ner has rejected clains 8 and 9 as being
anticipated by Sun or Stefansky.

We note that a prior art reference anticipates the
subj ect of a claimwhen the reference discloses every feature
of the claimed invention, either explicitly or inherently (see

Hazani v. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQd

1358, 1361 (Fed. Cir. 1997) and RCA Corp. v. Applied Digital

Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388

(Fed. GCir. 1984)).
We first take the independent claim8. The critical issue
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in determning the propriety of the rejection is the
interpretation given by the Exam ner to the phrase “a magnet
fixed to said base for attracting said magneti c body and
spaced apart from said nagnetic body in a direction

per pendi cular to a plane containing said planar |ocus of
points ...” (Claim8). The Exam ner contends [answer, pages
10 and 11]:

In marked up figure 4 of Sun et al. [copy
attached to the brief], the plane is shown as a
horizontal line. Followi ng the direction
perpendicular to that line ... reveals the space
defined by the two vertical lines and the magnetic
body and the magnet are spaced apart in this
direction ... . In other words, the nagnet and the
magneti ¢ body are not contacting each other in this
direction. There is space between themin this
direction.

Appel | ant argues [brief, page 6]:

[ T] he magnet is fixed to a base and spaced apart
fromthe magnetic body in a direction

per pendi cular to a plane containing the | ocus of
points through which a [sic, the] magnetic body
nmoves. This results in the magnetic body being
able to nove over the nagnet.

We agree with the interpretation given by Appellant for
two reasons. First, the interpretation by the Exam ner is not
| ogi cal because the term“direction” defines a line, and not a

pl ane as the Exam ner interprets it. Therefore, the phrase
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“in a direction perpendicular to a plane” neans it is along a
line which is perpendicular to the plane of |ocus of the
movenent of the magnetic body, i.e., along a vertical |ine.
Thus, if the locus plane is horizontal, the claimcalls for

t he magnet and the magnetic body to be located in two

di fferent horizontal planes which are spaced apart in the
vertical direction. Secondly, the disclosure [figures 2A, 2B
and 5 through 9] clearly shows that the magnet and the
magneti c body are located in two separate horizontal planes,
vertically spaced apart, such that the nmagnetic body does not
physically come in contact with the nagnet as it noves inits
hori zontal plane. Looking at the applied prior art, neither
Sun nor Stefansky nmeets this “spaced apart...” limtation of
claim8. Therefore, we do not sustain the anticipation
rejection of claim8, and its dependent claim9, over Sun or
St ef ansky.

Rej ections under 35 U . S.C. § 103

Clainms 10 to 15 are rejected as being obvi ous over Sun or
St ef ansky.

As a general proposition in an appeal involving a
rejection under 35 U.S.C. 8 103, an Exam ner is under a burden
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to make out a prinm facie case of obvi ousness. | f that burden

is net, the burden of going forward then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis

of the evidence as a whole and the rel ative persuasi veness of

the argunents. See In re Cetiker, 977 F.2d 1443, 1445, 24

USPQRd 1443, 1444 (Fed. Gir. 1992): ln re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); In re

Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. G r

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 ( CCPA 1976).

The Exam ner has offered [answer, pages 4 to 9] a
detail ed expl anation of the obviousness rejection over Sun or
St ef ansky.

However, we find a fatal flaw in the approach taken by the
Exam ner. Each of these clains contains a limtation
corresponding to the limtation we have di scussed above, i.e.,
“a magnet fixed to said base for attracting said nagnetic body
and spaced apart fromsaid magnetic body in a direction

per pendi cular to a plane containing said planar | ocus of

points ...” W note that our finding above in regard to claim
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8 equally applies here. Consequently, the obviousness
rejection of clainms 10 to 15 over Sun or Stefansky also falls
for the sane reasons. I n concl usion, we reverse the
Examiner’s final rejection of clains 8 to 9 under 35 U S.C. 8§
102 over Sun or Stefansky. Further, we reverse the

obvi ousness rejection under 35 U. S. C

8§ 103 of clainms 10 to 15 over Sun or Stefansky.

REVERSED
ERROL A. KRASS )
Adm ni strative Patent Judge )
)
)
PARSHOTAM S. LALL ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
ANl TA PELLMAN GRCSS )
Adm ni strative Patent Judge )

Sughrue, Mon, Zinn, MacPeak & Seas
2100 Pennsyl vani a Avenue, NW
Washi ngton, DC 20037-3202
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