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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
clains 1, 6-8, and 10-15. An anendnent after final rejection

was filed March 1, 1995 and was entered by the Examiner. As a

! Application for patent filed July 29, 1993.
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result of this anmendnent, the Exam ner allowed clains 2-5 and
9 as indicated in the advisory action nailed March 23, 1995.
The clained invention relates to a systemfor the
devel opnment of a conditioned el ectron beamfor application to
a free-electron source of coherent radiation. Mre
particularly, Appellants indicate at page 3 of the
specification that the systemincludes sources for generating
an el ectron beam and m crowaves and a nagnetic w ggl er
responsive to the generated el ectron beam and m crowaves to

devel op the conditioned el ectron beam

Caimlis illustrative of the invention and reads as
fol |l ows:
1. A system for devel oping a conditioned el ectron beamof a

final quality for application to a free-electron source of
coherent radiation, said system conprising:

means for producing an el ectron beam having a
predeterm ned energy and initial quality;

means for generating mcrowaves; and

a magnetic w ggler responsive to the el ectron beam from
sai d producing neans and to the m crowaves fromsaid
generating nmeans for devel oping the conditioned el ectron beam
of final quality, higher than the initial quality, to enhance
the operation of the free-el ectron source of coherent
radi ation.

The Exam ner relies on the follow ng references:
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Brau et al. (Brau) 4,287, 488 Sep. 01
1981
Pi estrup 5,107, 508 Apr. 21,
1992

Clains 1, 6-8, 10, and 12-14 stand finally rejected
35 U.S.C. 8 103 as being unpatentable over Brau. Cains 11
and 15 stand finally rejected under 35 U S.C. §8 103 as being
unpat ent abl e over Brau in view of Piestrup. Rather than
reiterate the argunents of Appellants and the Exam ner,
reference is made to the Briefs? and Answers for the
respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner and the
evi dence
of obvi ousness relied upon by the Exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into

consi deration, in reaching our decision, Appellants’

2 The Appeal Brief was filed April 21, 1995. |In response
to the Exam ner’s Answer dated May 30, 1995, a Reply brief was
filed June 30, 1995. The Exam ner entered the Reply Brief and
submtted a suppl enental Exam ner’s Answer dated April 4,

1996. The Exami ner submtted a further supplenental Exam ner’s
Answer dated July 24, 1996 in response to a supplenental Reply
Brief filed by Appellants on May 6, 1996.
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argunments set forth in the Briefs along wwth the Exam ner's
rationale in support of the rejections and argunents in
rebutt al

set forth in the Exam ner's Answers. It is our view, after
consideration of the record before us, that the collective

evi dence relied upon and the level of skill in the particular
art would not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clainms 1,
6-8, and 10-15. Accordingly, we reverse.

Appel I ants have indicated (Brief, page 3) that, for the
purposes of this appeal, all of the clains subject to each
rejection will stand or fall together. Consistent with this
i ndi cation, Appellants have nade no separate argunents with
respect to any of the clains within each rejected group.
Accordingly, we wll consider the clainms separately only to
the extent that separate argunents are of record in this
appeal .

In rejecting clains under 35 U.S.C. 8§ 103, it is
i ncunbent upon the Exam ner to establish a factual basis to
support the | egal conclusion of obviousness. See In re Fine,
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F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from some

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825

(1988); Ashland G 1, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.
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Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

( Fed.
Cr. 1984). These show ngs by the Exam ner are an essenti al
part

of conplying wwth the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

UsPQd
1443, 1444 (Fed. Gr. 1992).

Wth respect to independent clainms 1, 8, and 10, the
Exam ner seeks to nodify the free electron | aser system of
Brau by asserting the obviousness of supplying the m ssing
beam qual ity determning feature. |In the Examner’s view, the
skilled artisan woul d have found it obvious to determne the
quality of the output beamin Brau and to adjust the RF
f eedback signal accordingly for the purpose of enhancing the
| aser out put.

Wi |l e Appell ants have nade several argunents in response,
the primary thrust of the argunents centers on the all eged
deficiency of Brau in disclosing any structure which is

responsive to both the generated el ectron beamand to the
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generated m crowaves to devel op a conditioned el ectron beam
We note that the relevant portion of independent claiml
recites:

a magnetic w ggler responsive to the

el ectron beam from sai d produci ng neans

and to the m crowaves fromsaid

generating nmeans for devel oping the

conditioned el ectron beamof final quality
The Exam ner contends that the illustrated Figure 1 enbodi nent
in Brau including wiggler 22 neets the above recited feature.

Upon careful review of the Brau reference, however, we
agree with Appellants’ stated position in the Briefs. It is
apparent fromBrau's Figure 1 illustration and acconpanyi ng
description that wiggler 22 is not responsive to both the
el ectron beam and to generated m crowaves to devel op a
conditioned beam As pointed out by Appellants (suppl enmental
Reply Brief, page 5), only the electron beam?20 is applied to
the wiggler 22 in Brau with m crowave energy applied only to
accel erator 12.
We note that Appellants and the Exam ner have reiterated

argunents as to the nature of the optical cavity defined by

the optical reflectors 24 and 26 in Brau. 1In our view, the
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gquestion as to whether a | aser beamis produced in Brau’s
optical cavity and whether wiggler 22 is part of this |aser
beam generation is of no nonent in deciding the issues on
appeal. It is our opinion that neither the w ggler structure
nor any other conponent in Brau is responsive to both
m crowave energy and an accel erated el ectron beamto develop a
condi tioned beamas clainmed. Since all the [imtations of
i ndependent clains 1, 8, and 10 are not suggested by the prior
art, we cannot sustain the Exam ner’s rejection of appeal ed
clainms 1, 8, and 10 nor of clainms 6, 7, and 10-14, which
depend t herefrom

As to the 35 U S.C. 8 103 rejection of dependent clains
11 and 15 based on the conbi nation of Brau and Pi estrup, we
note that Piestrup was applied solely to neet the wavegui de
limtations of the clainms. Piestrup, however, does not
overcone the innate deficiencies of Brau and therefore, we do

not sustain the obviousness rejection of clains 11 and 15.
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I n conclusion, we have not sustained the Exam ner’s
rejection of any of the clains on appeal under 35 U. S.C. 8§
103. Accordingly, the decision of the Exam ner rejecting

clains 1, 6-8, and 10-15 is reversed.

REVERSED

KENNETH W HAI RSTON )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOHN C. MARTI N ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)
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JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge
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