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WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe exam ner’s refusal to allow
claims 1 through 7 as anended subsequent to the final
rejection (see the anendnment dated Jan. 16, 1996, Paper No. 9,
entered as per the Advisory Action dated Feb. 7, 1996, Paper
No. 10). dainms 8 through 13, the only other clains in this

application, stand withdrawn from further consideration by the
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exam ner as being directed to a nonel ected invention (Brief,

page 1).

According to appellant, the invention is directed to a
range fed m xed m neral supplenent for range grass fed
rum nants wherein the suppl enment contains about 20%to 30%
sodiumsalts (e.g., sodiumchloride), about 25%to 35%
phosphorus conpounds (e.g., nonosodi um phosphate), about 5%to
25% sodi um bi car bonat e and sodi um sesqui car bonate, and sul fur,
pot assi um magnesium mnerals in trace anmounts, and vitam ns
(Brief, page 2). Illustrative claim1l is reproduced bel ow

1. A range fed m xed m neral supplenment for range grass
fed rum nants, conprising about 20%to 30% sodi um sal ts,
further conprising about 25%to 35% phosphorus conpounds, and
additional ly conprising about 5% to 25% sodi um bi carbonate and
sodi um sesqui carbonate, and sul fur, potassium and magnesi um
salts, mnerals in trace anounts and vitam ns.

The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

Hogan 1 248 404 Jan. 10, 1989
(Canadi an Pat ent)

Hawl ey, The Condensed Chem cal Dictionary, 10th ed., p. 1061
Van Nostrand Rei nhold Co., 1981,

ACCO Feeds, Inc. (ACCO, Mneral Range Advertisenent, Cct.
1990;
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Moor man Manuf acturing Co. (Morman), “I1GR Mnerals,” date
unknown;

Vit-A-Way, Inc. (Vit-A-Vay), “Mneral-Vitamn Fortifier,” date
unknown. ?

Clains 3 through 6 stand rejected under the first
paragraph of 35 U.S.C. 8 112 “as the specification, as
originally filed, fails to provide support for the invention
as now clainmed.” (Answer, page 4).2 Al of the clains on
appeal stand rejected under 35 U.S.C. § 103 as unpatentable
over the “state of the art,” as exenplified by either ACCO or
Moor man, in view of Hogan and Vit-A-Way (Answer, page 5).3 W

reverse all of the exam ner’s rejections for reasons which

1 The Moorman and Vit-A-Way references wth unknown publication dates were cited
in appellant’s information disclosure statement dated June 10, 1994, Paper No. 2. In
the exam ner’s action dated June 13, 1995, Paper No. 6, the exam ner noted that certain
references were cited in the information disclosure statenment w thout any publication
dates, assuned that these references were available as prior art, and requested any
information from appell ant regardi ng the publication dates (paragraph 14). However
there is nothing in the record before us as to the publication dates of these
references. Since appellant does not contest the availability of these references as
prior art, for purposes of this appeal we adopt the exami ner’s assunption that these
references are available as prior art under 35 U.S.C. § 103.

2 The final rejection of clains 1-7 under the second paragraph of 35 U. S.C. § 112
has been overcome in view of appellant’s response subsequent to the final rejection (see
t he anendnent dated Jan. 16, 1996, Paper No. 9, and the Advisory Action dated Feb. 7,
1996, Paper No. 10).

3 The exani ner applies Haw ey as a “factual reference” to show the conposition of
“trona” as disclosed by Hogan (Answer, page 5). Since appellant does not contest this
definition of “trona,” we accept the exanminer’s finding as fact and no further
di scussion of Hawl ey is necessary to this decision

3
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follow W also remand this application to the exam ner for

appropriate action as noted bel ow

OPI NI ON

A. The Rejection under § 112, 1|1

The exam ner states that “[i]n clains 3 and 4, it is not
clear if there is support for the limtation that there is
| ess than 1% of each of the specified mnerals.” (Answer,
page 4). The examiner further states that it is “anbi guous”
as to whether the total of all elenents listed in these clains
is less than 1% or if each elenent is present in an anount
less than 1% (id.). The exam ner also questions the support
for the anmendnents to claim5 (id.).

Appel | ant argues that the exam ner admts that the
specification appears to support either interpretation of the
anmounts of mnerals, and thus there is support for the subject
matter of clains 3-6 (Reply Brief, page 1).

We presunme that the examner’'s rejection for “fails to
provi de support” is prem sed on the “witten description of
the invention” requirenent of the first paragraph of 35 U S. C

8 112. See Vas-Cath Inc. v. Mhurkar, 935 F.2d 1555, 1560, 19
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UsP@2d 1111, 1114 (Fed. Cir. 1991). As stated by our

reviewi ng court in Vas-Cath, 935 F.2d at 1563, 19 USPQR2d at

1117:

The purpose of the ‘“witten description
requirenent is broader than to nerely explain howto
‘make and use’; the applicant nust al so convey with
reasonable clarity to those skilled in the art that,
as of the filing date sought, he or she was in
possession of the invention. The invention is, for
pur poses of the ‘“witten description’ inquiry,
what ever is now clainmed (citations omtted).

Appel I ant di scl oses that the trace el enents “conprise
| ess than 1% nanganese, zinc, iron ....” (page 10, Il. 1-3, of

the specification). Appellant also discloses the amounts of
“trace elenents and vitamns” in the “present invention” is 3-
4% (speci fication, page 14, Exanple 1). Even though these

di scl osures m ght be ternmed “anbi guous,” the exam ner has not
nmet the initial burden of establishing that appellant has
failed to convey with reasonable clarity to those skilled in
the art that he was in possession of the clainmed subject
matter in question as of the filing date of this application.
In re Alton, 76 F.3d 1168, 1175, 37 USP@d 1578, 1583 (Fed.
Cr. 1996). The exam ner appears to urge that either

interpretation of the clainmed subject matter in question is
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supported by appellant’s originally filed disclosure (Answer,
page 4). Accordingly, the examner’s rejection of clains 3-6

under the first paragraph of 8 112 is reversed.

B. The Rejection under § 103

The exam ner finds that range m neral supplenents
contai ning 20-30% salt, greater than 10% of a phosphorus
conmpound, sul fur
sources such as ferrous sulfate and copper sulfate, potassium
salts such as potassium i odi de, potassium sulfate, and
pot assi um chl ori de, magnesi um salts such as magnesi um oxi de,
trace elenents and vitamns are well known, as shown by ACCO
and Moorman (Answer, page 5). However, the exam ner admts
that neither of these references teach addi ng sodi um
bi carbonate to a range m neral supplenment (id.).

To renedy this deficiency in ACCO and Morman, the
exam ner applies Hogan for the teaching of adding sodi um

bi car bonat e and sodi um sesqui carbonate to feed suppl enments for
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cattle (id.). The examner also applies Vit-A-Way to show
t hat sodi um bi carbonate is known as a conponent of m neral
range el enents (Answer at page 6). The exam ner concl udes
that it would have been obvious to add sodi um bi carbonate and
sodi um sesqui carbonate to well known feed suppl enments such as
t hose di scl osed by ACCO or Mborman “in order to increase mlk

production, as taught by Hogan.” (id.). The exam ner further

concl udes t hat

[a]s to the particular anpunts, it would have been
within the purview of the ordinary artisan to
determ ne optimal amounts through routine
experinmentation. Were the general conditions of a
claimare disclosed in the prior art, it is not
inventive to discover the optimum or workabl e ranges
by routine experinentation. |In re Aler, 105 USPQ
233 (CCPA 1955). Id.

The exam ner relies on the rule that discovery of an
opti mum value of a result effective variable in a known

process is ordinarily within the skill of the art. See In re
Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980); In
re Antonie, 559 F.2d 618, 620, 195 USPQ 6, 8-9 (CCPA 1977);
and Inre Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA

1955). However, there are exceptions to this rule, one of



Appeal No. 1997-0221
Appl i cation 08/ 248, 496

which is noted in In re Sebek, 465 F.2d 904, 907, 175 USPQ 93,

95 (CCPA 1972):

However, while it may ordinarily be the case that

determ nation of optinmm val ues for paraneters of a

prior art process would be at least prima facie

obvi ous, that conclusion depends upon what the prior

art discloses with respect to those paraneters.*

The exam ner has based his concl usi on on Hogan, who
t eaches beneficial results when addi ng sodi um sesqui car bonat e
(i.e., trona) to an animal feed supplenent (page 1, |I1. 1-8).
However, Hogan teaches addi ng sodi um sesqui carbonate as an
ingredient of an animal feed m xture “in an anount sufficient
to maintain runen
pH within the range of 5.5 to 7.0.” (page 7, Il. 9-13). Hogan
t eaches addition of a maxi mum anmount of 1.5% of the sodium
bi carbonate or the sesqui carbonate (page 7a, Experinent One,
and clains 2 and 5 on page 18). The m ni mum anount of sodi um
bi car bonat e and sesqui carbonate recited in the clai ned subject

matter on appeal is 5% (see claim1). Accordingly, contrary

to the exam ner’s assertion, “the general conditions of a

4 Al t hough the decisions cited above all concern processes and the clains on
appeal are directed to compositions, in our opinion the same factors nmust be considered
in determning obviousness. See In re Geisler, 116 F.3d 1465, 1469-70, 43 USPQ@d 1362,
1365 (Fed. CGir. 1997), and In re Wodruff, 919 F.2d 1575, 1578, 16 USPQd 1934, 1936
(Fed. G r. 1990).
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clainf are not within the prior art (see the Answer, page 6,
citing Aller, supra). The exam ner has not shown any teachi ng
or suggestion in Hogan to use nore than 1.5% of the sodi um
bi carbonat e or sesqui carbonate and al so has not established
why one of ordinary skill in the art would have been led to
anounts nore than necessary to achieve the desired runmen pH
taught by Hogan. Vit-A-Way is silent as to the anmount of
sodi um bi carbonate and t hus does not add anything to the
t eachi ngs of Hogan.

For the foregoing reasons, we determ ne that the exam ner
has not established a prim facie case of obviousness in view
of the references of record. Accordingly, the rejection of

claims 1 through 7 under 35 U. S.C. 8§ 103 is reversed.

C. Remand to the Exam ner

Upon the return of this application to the jurisdiction
of the exam ner, the formof the clainms nust be reviewed by
the exam ner for conpliance with 35 U S.C. §8 112, paragraphs 2

and 4. The term“further conprising,” as used in claim4, is
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confusing as to whether an additional m neral supplenent is
recited or the mneral supplenent of claiml1 is being further
[imted.®> The dependency of claim4 is also inproper since

t he amount of sodi um chl ori de and nonosodi um phosphate in
claim4 does not further limt the ranges specified for these
ingredients in independent claiml1l. Furthernore, if clains 4
and 7 are drafted as separate enbodi nents of the invention
(see the specification, pages 9-10), the clainms should specify
t he essential anobunts of sodi um bi carbonate or

sesqui car bonat e.

This application is remanded to the exam ner for
appropriate action as noted above.

The decision of the exam ner i s reversed.

5 The term “furt her conprising” was deleted fromclaim?7 in the anendnent dated
Jan. 16, 1996, Paper No. 9, in response to the rejection under § 112, 2, in paragraph 8
of the final rejection (Paper No. 8). No correspondi ng anendnment was made to cl aim 4.

10
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REVERSED & REMANDED

SHERVAN D. W NTERS
Adm ni strative Patent Judge

BOARD OF PATENT

APPEALS AND
THOVAS A, WALTZ

Adm ni strative Patent Judge | NTERFERENCES

PAUL LI EBERVAN
Adm ni strative Patent Judge

N N N N N N N N N N N N N N N N N N N

TAW ki s

Janmes C. Way

1493 Chai n Bri dge Road
Suite 300
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