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DECI S| ON ON APPEAL

This is an appeal under 35 U.S.C. 8 134 fromthe final

rejection of clainms 1-14. Cdains 15-21 are al so pendi ng but

have been withdrawn from consideration. The clains on appeal
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are directed to a photosensitive el enent which includes a
phot osensitive | ayer conprising an el astonmeric m crogel

bi nder, at |east one ethylenically unsaturated nononer or
ol i goner and a photoinitiator system Cdaim1lis
representative and reads as foll ows:

1. A photosensitive elenent conprising a support and a
phot osensitive | ayer, said photosensitive |ayer conprising:

(a) an elastoneric mcrogel binder having a core
conpri sing a honopol yner or copol yner of an

el astoneric nmonomer and a shell conprising a copol ymer of

t he el astoneri ¢ nononer and a nononer having acidic
functionality, wherein the shell copolyner is

formed by pol ymeri zi ng the nononmer having acidic

functionality with unpol yneri zed el astoneric nononmer from

t he core;

(b) at |east one ethylenically unsaturated nononer
or ol i goner; and

(c) a photoinitiator system

The references relied upon by the exam ner are:

Fei nberg et al. (FeinberqQ) 4,894, 315 Jan. 16, 1990
Fryd et al. (Fryd *192) 5,075,192 Dec. 24, 1991
Fryd et al. (Fryd *175) 5,077,175 Dec. 31, 1991
Mrle et al. (Mrle) 5,143, 819 Sep. 1, 1992

The following rejections are at issue in this appeal:
(1) dainms 1, 6, 8-11 and 13 are rejected under 35 U. S. C

§ 102(b) as being anticipated by Fryd '192.
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(2) dainms 12 and 14 are rejected under 35 U.S.C. § 103
as being unpatentable over Fryd '192 in view of Fryd '175.

(3) Cainms 2-5 and 7 are rejected under 35 U S.C. § 103
as being unpatentable over Fryd '192 in view Mrle

(4) dainms 1-11 and 13 are rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over Feinberg in view of Fryd '192.

Claiminterpretation

The clains on appeal are directed to a photosensitive
el ement havi ng a photosensitive |ayer conprising:

[Aln el astoneric mcrogel binder having a core
conpri sing a honopol yner or copol yner of an

el astoneri c nononmer and a shell conprising a

copol yner of the elastoneric nononmer and a nononer
having acidic functionality, wherein the shel
copolymer is fornmed by pol ynerizing the nonomner
having acidic functionality wth unpol ynerized

el astonmeri c nononer fromthe core oo

Central to this appeal is the nmeaning of the phrase
"unpol yneri zed el astoneric nononer fromthe core"” recited in
claim 1.

According to the specification, the clainmed mcrogels are
formed by the follow ng process (pp. 8-10):

To prepare the core shell mcrogel, the core

but adi ene honopol yner or copol yner, is first fornmed

as a | atex dispersion by emrul sion pol ynerization.

Enmul si on pol ynerization generally refers to

pol ynmeri zation in an aqueous systemin which a

3
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nononer such as butadiene or a m xture of butadiene
and a core conononer, is present in a dispersed
second phase, resulting in polymer as a di spersed
sol id phase. :

For the m crogel binders used in practicing the
invention, the butadiene is only partially
pol ymerized at this point. It is preferred that
| ess than about 95% by wei ght of the butadiene
nmononer i s polynerized, nore preferably 60 to 90%i s
pol ynmerized. At this point, a nonomer having acid
functionality is added to the reacting m xture.
Thi s nmononer pol ynerizes with the remai ning
but adi ene nmononer to forma thin shell on the
pol ybut adi ene core.

A m crogel produced by this process is also described in
Exanple 1. See Specification, p. 25 (polynerization of core
was allowed to proceed until approximately 85% of the

but adi ene had pol yneri zed; thereafter, nmethacrylic acid was
added to produce a shell of poly(butadiene/ nethacrylic acid));
see al so Specification, p. 30.

Therefore, in view of the specification, we interpret
"unpol yneri zed el astoneric nononer fromthe core"” to nean that
nononer present during polynerization of the core but which
remai ns unreacted after polynerization of the core has ceased.

See In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-51

(CCPA 1969) (clainms cannot be read in a vacuum but instead
must be read in the light of the specification).

Di scussi on

4
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Having interpreted the phase at issue, we now turn to the
teachings of Fryd '192 to determ ne whether it is reasonable
to conclude that the mcrogel disclosed in Fryd '192 is
identical or substantially identical to the clainmed m crogel,
and therefore, shift the burden to appellants to establish

otherwise. See In re Best, 562 F.2d 1252, 1255, 195 USPQ 430,

433 (CCPA 1977) (where the clainmed and prior art products are
identical or substantially identical, the PTO can require an
applicant to prove that the prior art products do not
necessarily or inherently possess the characteristics of the
cl ai med product).

The disclosure of Fryd '192 is directed to photosensitive
conpositions containing core shell mcrogel binders.
According to Fryd '192 (col. 3, lines 25-31):

[ T] he core shell mcrogel binder has two domains, a

core having | ess than 10% crosslinking and an

aqueous processi bl e non-crosslinked outer shel

consi sting of an acid-nodified copolyner, and

further wherein the nononer partitions in the shel

of the mcrogel and the shell is grafted to the core

using at least 0.1%of a grafting agent.

The grafting agent is said to polynerize "wth both the core

and shell nononers, thus, formng a chem cal bond between the

core and the shell"™ (col. 5, lines 64-66).
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Fryd '192 discloses two classes of grafting agents (col.

o

i nes 1-26):

One class of grafting agents which can be used
to practice the invention includes conpounds having
at | east one acrylate or nethacrylate group and at
| east one additional noiety which is capable of
undergoi ng free radical polynerization at a rate
substantially slower than the pol ynerization of the
acrylate or nethacryl ate group.

The term "substantially slower"” neans that the
pol ynmeri zation rate of the additional noiety is so
slow that it remains substantially unreacted after
pol ymeri zati on of the m crogel core has been
conpleted. Thus, the additional noiety provides
pendant sites for free radical attack during
pol ymeri zati on of the shell.

A second class of grafting agents which can be
used to practice the invention includes conpounds
whi ch contain residual unsaturation after
pol ymeri zation. Exanples of such conpounds i ncl ude
conj ugat ed di enes, such as but adi ene.

At best, the grafting agents of Fryd '192 are viewed as a
bri dge, chemcally bonding the core and the shell through
unreacted noieties. 1In contrast, the core and shell in the
clainmed mcrogel are not chemcally |inked but rather are
substantially distinct fromone anot her.

Nevert hel ess, the exam ner argues that (Answer, p. 12):

It is reasonable to presunme that there . . . is at

| east one unreacted butadi ene nononer renmaining in

the core, since polynerizations rarely go to

conpletion. The instant clains are not limted by

t he anmobunt of unreacted el astoneric nononer that
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then reacts with the shell nononmer. Hence, the

exam ner's position is reasonable, that Appellant

has not denonstrated the absence in Fryd '192 of

unpol yneri zed butadi ene fromthe systemto which the

shel | nononer is added.
But see Fryd '192, col. 15, lines 35-37 (subsequent to
pol ynmeri zation of core, enulsion was filtered to produce a
solid content of 35.7% and a particle size of 0.09 mcron).
Assum ng arguendo that the exam ner's presunption is true, the
ef fect of one unreacted butadi ene core nononer on the m crogel
as a whole would be de minims.

Based on the record before us, we find that the clai ned
m crogel and the mcrogels disclosed in Fryd '192 are

substantially different in view of the operation of the

grafting agents in Fryd '192. Therefore, under Best, 562 F.2d

at 1255, 195 USPQ at 433, the burden has been inproperly
shifted to appellants. Since this finding is dispositive of
all issues before us, the rejection under 35 U.S.C. 8§ 102(b)
and each of the rejections under 35 U S.C. §8 103 are reversed.

REVERSED

WlliamF. Snmith
Adm ni strative Patent Judge )
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