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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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ON BRI EF

Bef ore URYNOW CZ, BARRETT, and RUGAE ERO, Adnini strative Patent
Judges.

RUGE ERO, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of

clainms 1-20. An anendnent after final rejection which

! Application for patent filed Novenber 6, 1992.
According to appellants, this application is a 371 of
PCT/ US91/ 03123, filed May 7, 1991.
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canceled claim 17 was filed January 10, 1996 and was entered
by the Exam ner. Accordingly, clains 1-16 and 18-20 are the
appeal ed clains renmaining in the application.

The disclosed invention relates to an el ongate heater
having a resistive heating el ement core surrounded by first
and second insulating jackets. Appellants assert at page 2 of
the specification that the additional insulating jacket
provi des reduced flanmability relative to conventiona
el ongate heaters having a single insulating jacket.

Caimlis illustrative of the invention and reads as
fol | ows:

1. An el ongate heater which passes the VW1 flane test and
whi ch conpri ses

(1) a core which conprises a resistive heater el ement which
conprises a conductive pol yner conposition which exhibits PTC
behavi or;

(2) a first insulating jacket which

(a) surrounds the core, and

(b) is conposed of a first insulating nateria
conpri si ng an organi c polyner; and

(3) a second insulating jacket which surrounds and contacts
the first insulating jacket;
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t he conponents of the heater being such that a heater which
substantially identical, except that it does not contain th

is
e

second insulating jacket, fails the VW1 flane test, and (b) a

heater which is substantially identical, except that it doe

S

not contain the first insulating jacket, fails the VW1 flane

test.
The Exami ner relies on the followng prior art:
Bruns 3,576, 388 Apr. 27,
Sm t h-Johannsen et al. 3,861, 029 Jan. 21,
(Sm t h- Johannsen)
Betts et al. (Betts) 4,151, 366 Apr. 24,
Shul ver 4,677,418 Jun. 30,

Clainms 1-16 and 18-20 stand rejected under 35 U.S.C. §
103 as unpatentabl e over Smth-Johannsen in view of Shul ver

Betts and further in view of Bruns.

1971
1975

1979
1987

or

Rat her than reiterate the argunents of Appellants and the

Exam ner, reference is nade to the Brief and Answer for the
respective details thereof.
CPI NI ON
We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner, and the

evi dence

of obvi ousness relied upon by the Exam ner as support for the

rejection. W have, |ikew se, reviewed and taken into

consi deration, in reaching our decision, Appellants’
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argunments set forth in the Brief along with the Exam ner's
rationale in support of the rejection and argunents in
rebutt al
set forth in the Examner's Answer. It is our view, after
consi deration of the record before us, that the collective
evi dence relied upon and the level of skill in the particul ar
art woul d not have suggested to one of ordinary skill in the
art the obviousness of the invention as set forth in clainms 1-
16 and 18-20. Accordingly, we reverse.

In rejecting clainms under 35 U. S.C. 8§ 103, it is
i ncunbent upon the Examiner to establish a factual basis to
support the legal conclusion of obviousness. See In re Fine,
837
F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to make the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S.

1,
17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed

to
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nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from sone
teachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skil
in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U S.
825

(1988); Ashland G 1, Inc. v. Delta Resins & Refractories,

I nc.,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U.S. 1017 (1986); ACS Hospital Systens, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

( Fed.
Cir. 1984). These showi ngs by the Exami ner are an essentia
part

of conplying with the burden of presenting a prinma facie case

of
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obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQ2d
1443, 1444 (Fed. Cir. 1992).

The Exam ner has grouped all of the appeal ed clains
together in the 35 U S.C. 8 103 rejection and, as the basis
for the obviousness rejection, proposes to nodify the el ongate
heater insulating structure of Smth-Johannsen by relying on
Shul ver or Betts to supply the mssing teaching of utilizing a
preformed tape as a secondary insulating jacket. Bruns is
additionally added to the conbination as providing a teaching
of covering a cable with a braided netallic sheath. 1In the
Exam ner’s view (Answer, page 4), the skilled artisan woul d
find it obvious to include a preforned tape insulating |ayer
and a netallic sheath in the elongate heater of Smth-
Johannsen for increased flane resistance and noi sture and
abrasion protection in view of the conbi ned teachi ngs of
Shul ver, Betts, and Bruns.

In response, Appellants assert that the Exam ner has

failed to set forth a prima facie case of obvi ousness since

proper notivation for one of ordinary skill to nmake the
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Exam ner’s proposed conbi nati on has not been established.

Upon careful review of the applied prior art, we are in
agreenent with Appellants’ stated position in the Brief. The
mere fact that the prior art may be nodified in the manner
suggested by the Exam ner does not make the nodification

obvi ous unless the prior art suggested the desirability of the

nodification. |Inre Fritch, 972 F. 2d 1260, 1266, 23 USPQd

1780, 1783-84 (Fed. Cir. 1992). It is our viewthat, while a
showi ng of proper notivation does not require that a

conbi nation of prior art teachings be made for the sane reason
as Appellants to achieve the clainmed invention, we can find no
notivation for the skilled artisan to apply the preforned tape
i nsul ating jackets of either Shulver or Betts to the elongate
heater structure of Smth-Johannsen. There is nothing in the
di scl osure of Smth-Johannsen to indicate that noisture
penetration or |ack of strength, the probl ens addressed by
Shul ver, were ever a concern. Simlarly, the desire for flane
protection, the problem addressed by Betts, is never discussed
by Smith-Johannsen. It is our opinion that the only basis for

applying the teachings of either Shulver or Betts to the
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heater structure of Smth-Johannsen cones from an i nproper
attenpt to reconstruct Appellants’ invention in hindsight.

Wth regard to the Bruns reference, it is apparent that
this reference was applied by the Exam ner solely for
provi ding a teaching of wapping an insulating cable with a
netallic sheath, a feature present in sone of the dependent
clainms but not in any of the independent clains on appeal.

Qur review of Bruns reveals no disclosure that woul d overcone
the innate deficiencies of Smth-Johannsen alone or in

conbi nati on with Shulver or Betts. Further, as wth Shul ver,
we can find no notivation for conbining Bruns’ teachings with
Sm t h-Johannsen since the problem of abrasion protection,
addressed by Bruns with the addition of a netallic sheath, is
not disclosed to be a problemin Smth-Johannsen.

Finally, although the Exam ner’s proposed conbi nati on of
references is apparently intended to apply to all of the
rejected clains, we note that independent claim1l contains no
recitation of a preforned tape or netallic sheath insul ating
layer. Claimrecitations directed to these |ayers are

ostensi bly the reason the Exam ner has applied the secondary
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ref erences of Shulver, Betts, and Bruns. |In the responsive
argunents portion at page 7 of the Answer, the Exam ner
suggests that Sm th-Johannsen neets the requirenents of claim
1 by the fact that dual insulating jackets of the sane
material are used. After review ng the claimlanguage of
claim1 in light of the argunents of record, it is our view
that the Exam ner has not addressed the specifics of the

| anguage in the | ast paragraph of claiml. To establish prinma
faci e obviousness of a clainmed invention, all the claim
limtations nust be suggested or taught by the prior art. 1n
re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1970). Al words
in a claimnust be considered in judging the patentability of

that claimagainst the prior art. In re WIlson, 424 F.2d

1382, 1385, 165 USPQ 494, 496 (CCPA 1970). Since the

di scl osure of Smth-Johannsen is totally silent as to any
concern for flame protection, we fail to see how such

di scl osure would neet claimlimtations directed to a fl ane
test, let alone under the specific conditions set forth in the
| ast paragraph of claiml1l. |If the Exam ner intends to suggest

that the materials used in the insulating jackets of Smth-
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Johannsen woul d i nherently pass a flane test, no support for
such position is forthcom ng fromthe Exam ner other than the

bal d asserti ons nenti oned above.

For all of the reasons di scussed above, we are of the

vi ew that the Exam ner has not established a prina facie case

of obviousness and, therefore, do not sustain the 35 U S.C. 8§
103 rejection of any of the clains on appeal. Accordingly,
the Examiner’s decision rejecting clains 1-16 and 18-20 is
reversed.

REVERSED

STANLEY M URYNOW CZ JR. )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
LEE E. BARRETT ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)
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JOSEPH F. RUGE ERO
Adm ni strative Patent Judge
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