THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s fi nal
rejection of claim16. Cains 17 and 18, the remai ning clains
in this application, stand wi thdrawn from consi deration by the

exam ner as being drawn to a non-el ected invention.
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Claim 16, the sole claimon appeal, reads as foll ows.
16. A noi sture curable, isocyanate-capped
hydr oxy-functionalized sel ectively hydrogenated bl ock
copol ynmer of a vinyl aromatic hydrocarbon and a
conj ugat ed di ene.
As evi dence of obviousness, the examner relies on the

following prior art:

Gergen et al. (CGergen) 4,578, 429 Mar . 25,
1986
Mar kevka et al. (Markevka) 4,820, 368 Apr. 11
1989

Claim 16 stands rejected under 35 U S.C. § 103 as
unpat ent abl e over the conbi ned di scl osures of Gergen and
Mar kevka.

W reverse.

Havi ng revi ewed the specification, claimand applied
prior art, including all of the argunents advanced by the
exam ner and appellant in support of their positions, we agree
wi th appellant that the applied prior art as a whol e would not
have rendered the cl ai ned subject natter obvious within the
meani ng of 35 U. S. C
8§ 103. CQur reasons for this determnation follow.

The exam ner states, and appell ant does not dispute, that
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Cergen di scloses a hydroxy-functionalized sel ectively
hydr ogenat ed bl ock copol yner of a vinyl aromatic hydrocarbon
and a conjugated di ene, which can be crosslinked in a
conventional manner. See Answer, page 4, with Brief, page 2.
As argued by appellant (Brief, page 2), however, GCergen does

not teach, nor woul d have suggested, a nbisture-curable,

i socyanat e- capped hydroxy-functionalized sel ectively
hydr ogenat ed bl ock copol yner of a vinyl aromatic hydrocarbon
and a conjugated diene. To renedy this deficiency, the
exam ner relies on the disclosure of Markevka. See Answer,
page 4. According to the exam ner, Markevka woul d have
suggest ed cappi ng the hydroxy-functionalized sel ectively
hydr ogenat ed bl ock copol yner of Gergen with isocyanate
conmpounds to formthe clainmed bl ock copolyner. See Answer,
pages 4 and 5. W di sagr ee.

As correctly indicated by appellant (Brief, page 3),
Mar kevka is directed to form ng an adhesi ve conposition
conprising, inter alia, an isocyanate term nated prepol yner
and bl ock copol yners, such as those described in Gergen.

Thus, it appears that the applied prior art as a whol e woul d



Appeal No. 1997-0282
Application No. 08/423, 438

have either suggested reacting prepolynmers with i socyanate
conpounds to solidify green bond and/or using the bl ock
copol ynmer of Gergen as the bl ock copol yner of the adhesive
conposition described in Markevka for purposes of inproving
its property. However, we do not find any suggestion in the
applied prior art to cap the block copolymer of Gergen with
i socyanate conmpounds to arrive at the clainmed bl ock copol yner.
Nor do we find any reasonabl e expectation of success in the
applied prior art that isocyanate conpounds useful for
i mproving the structure of a prepolyner would al so be useful
for inproving the structure of the block copolyner of the type
described in Gergen. On this record, we concur wth appell ant
that the exam ner has not established a prima facie case of
obvi ousness within the neaning of 35 U S.C
§ 103.

In view of the foregoing, the decision of the examner is
reversed

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).
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REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge
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