TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 20

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RUDOLF BRAUN, KARL BRAUNSPERGER
HERBERT SOLLRADL, STEFAN OBERNEDER and ROBERT BRAUNSPERGER

Appeal No. 1997-0311
Appl i cati on No. 08/340,017*

ON BRI EF

Before KIM.IN, WALTZ and KRATZ, Adnministrative Patent Judges.

KIM.IN, Adnmi nistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed Novenber 15, 1994.
According to appellants, this application is a continuation of
Application No. 08/056,088, filed May 3, 1993, now abandoned.
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This is an appeal fromthe final rejection of clains 1-5

and 7-12, all the clainms remaining in the present application.

Clains 1 and 12 are illustrative:

1.

12.

An aqueous organopol ysil oxane di spersion conprising (A
an or ganopol ysi |l oxane cont ai ni ng groups which are capabl e
of condensation, (B) a condensation catalyst, (C an

or gano- pol ysi |l oxane resin which is at |east partly

sol ubl e i n organopol ysi | oxane (A) when present in anounts
of up to 50% by wei ght based on the weight of (A, (D a
compound cont ai ni ng basic nitrogen and (E) a pol yvi nyl

al cohol .

An el astoner prepared from an aqueous di spersion,
conpri si ng

(A) an organopol ysil oxane contai ni ng groups which are
capabl e of condensati on,

(B) a condensation catalyst,

(C an organopol ysil oxane resin which is partly sol uble
i n organopol ysi | oxane (A) when present in anmounts of
up to 50% by wei ght based on the wei ght of (A,

(D) a conpound containing basic nitrogen and

(E) a polyvinyl alcohol,

wherein said elastoner is transparent.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Ganmon et al. (Ganon) 4,816, 506 Mar. 28, 1989
Sittenthaler et al. 4,833, 187 May 23, 1989

(Sittenthaler)

Braun et al. (Braun) 5,045, 231 Sep. 03, 1991
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Appel lants' claimed invention is directed to an aqueous
di spersion conprising five recited conponents. Appeal ed claim
12 defines a transparent elastoner that is prepared fromthe
aqueous di spersi on.

Appel l ants submt at page 2 of the Brief that, with the
exception of claim12, all the clains stand or fall together.

Appeal ed clains 1-5, 7, 8, 10 and 12 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Ganon. Appeal ed
claims 1-5 and 7-12 stand rejected under 35 U.S.C. § 103 as
bei ng unpat entabl e over Braun in conbination with
Sittenthal er

We have thoroughly reviewed the respective positions
advanced by appellants and the examner. In so doing, we find
ourselves in conplete agreenent with the exam ner that aqueous
di spersions within the scope of claim1l would have been
obvious to one of ordinary skill in the art within the neaning
of 8 103 in view of the applied prior art. Accordingly, we
wi Il sustain the examner's rejection of clains 1-5, 7, 8 and
10 over Ganon, as well as the rejection of clainms 1-5 and 7-11
over the conbination of Braun and Sittenthal er, for

essentially those reasons expressed in the Answer. However,
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we will not sustain the examner's rejections of claim12.
Qur reasoni ng fol | ows.

We consider first the rejection of clains 1-5, 7, 8 and
10 under 8§ 103 over Ganon.? Appellants do not dispute the
exam ner's factual determnation that Ganon di scl oses an
aqueous di spersion conprising each one of conmponents (A)-(E)
of appealed claim1l. The thrust of appellants' argunent is
that cl ai ned conponents (D), a conpound contai ni ng basic
nitrogen, and (E), a polyvinyl alcohol, are only taught by
Ganon as optional conponents of the dispersion. However, we
know no rule of law that requires a finding of nonobvi ousness
when cl ai med conponents of a conposition are taught by the
prior art to be optional. 1In the present case, Ganopn
expressly teaches that the silicone dispersions of the
di scl osed i nvention nmay contain adhesi on pronoters, such as
am no-functional silanes, which neet the requirenent of the
cl ai med "conpound contai ni ng basic nitrogen" (see colum 5,

lines 4-16). In addition, Ganon specifically teaches that

2 Cainms 2-5, 7, 8 and 10 stand or fall together with
claim 1.
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t hi xotropi ¢ agents, such as polyvinyl alcohol, may al so be
i ncluded in the aqueous dispersion (colum 5, |ines
16-22). Accordingly, we agree with the exam ner that it would

have been prima facie obvious for one of ordinary skill in the

art to add a conmpound cont ai ni ng basic nitrogen and pol yvi nyl
al cohol to the aqueous dispersion of Ganon, which admttedly
conprises the presently clai med organopol ysi |l oxane cont ai ni ng
groups whi ch are capabl e of condensation (A), a condensation
catal yst (B) and an organopol ysil oxane resin which is at |east
partly soluble in the organopol ysiloxane (C. W note and
enphasi ze that appealed claim1 fails to reqire that
el astoners prepared from di spersions within the scope of claim
1 are transparent.

Appel  ants submt at page 4 of the Brief that
"Appel I ants' cl ai med conposition is not limted to Ganon's
pol ydi or gano-si | oxanes that nust have term nal hydroxyl
groups.” However, the clained "groups which are capabl e of
condensation" clearly enbrace the hydroxyl groups of Ganon
whi ch are taught to undergo condensati on, and appel |l ants

claim4 specifies hydroxyl groups when Ris a hydrogen atom
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Appel l ants al so maintain at page 4 of the Brief that
there is no requirenent in Ganon that suggests the solubility
requi renent of claimed conponent (C) in conponent (A).

However, since appellants do not dispute the exam ner's
finding that Ganon teaches organopol ysil oxanes and

or ganopol ysi | oxane resins that correspond to the clained
conmponents, we agree with the exam ner that it reasonably
foll ows that the organopol ysil oxane resins of Ganon woul d be
at | east partly soluble in the organopol ysil oxane havi ng
hydroxyl groups in the termnal units. W note that
appel l ants' specification, at page 7, attaches no criticality
to the anount of organopol ysil oxane resin enployed, i.e., from
0.1 to 100 parts by weight per 100 parts by wei ght of

or ganopol y-si | oxane (A).

We are al so not persuaded by appellants' argunent that a
hi gh degree of selection fromthe Ganon di sclosure is required
to arrive at the clained conposition. Adhesion pronoters are
conventional additives for dispersions of the type clained and
di scl osed by Ganon, and the only class of conpounds di scl osed
by Ganon as an adhesi on pronoter is one enconpassing am no-

functional silanes, all of which neet the clained requirenent
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for "a conpound containing basic nitrogen." Likewise, it is
conventional to add thixotropic agents to aqueous di spersions
and Ganon di scl oses appel |l ants' pol yvi nyl al cohol as one of
only two thixotropic agents that may be enpl oyed.

We al so agree with the exam ner that the collective

teachi ngs of Braun and Sittenthaler establish the prim facie

obvi ousness of appealed clainms 1-5 and 7-11. CQur reasoning is
essentially the sane as that set forth above with respect to
the 8 103 rejection over Ganon. Appellants do not dispute the
exam ner's factual finding that Braun di scl oses an aqueous

di spersi on of organopol ysil oxanes conprising all the presently
cl ai med conponents with the exception of polyvinyl alcohol.
However, as expl ai ned by the exam ner, Braun teaches that the
aqueous di spersions may contain conventional thixotropic
agents and di spersing agents, and Sittenthal er discloses the
use of polyvinyl alcohol as a dispersing agent in an aqueous
di spersi on of organopol ysil oxanes. Hence, we are convi nced
that one of ordinary skill in the art would have found it

obvi ous to incorporate polyvinyl alcohol in the aqueous

di spersions of Braun as a dispersing agent. Furthernore, as

di scussed above, Ganon evidences that it was known in the art
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to enpl oy polyvinyl alcohol as a thixotropic agent in aqueous
di spersi ons of organopol ysil oxanes.

Appel l ants rely upon the declaration of Dr. Rudolf Braun
one of the present inventors, as evidence of nonobvi ousness.
According to appellants, the declaration denonstrates that the
aqueous di spersion of Ganon's EXAMPLE 1 and that the aqueous
di spersion of Braun's EXAMPLE 1 form cl oudy el astoners, unlike
the transparent el astoners of the present invention which are
formed from di spersions conprising polyvinyl alcohol.

However, |ike the examner, we find the declaration to be of
limted probative value. First, the limted showi ng of the
decl aration is hardly commensurate in scope with the degree of

protecti on sought by appealed claiml1l. |In re Gasselli, 713

F.2d 731, 743, 218 USPQ 769, 778 (Fed. Cir. 1983). There is
no limtation in claim1 that requires any el astoner prepared
fromthe defined dispersion to be transparent. Appeal ed claim
1 sinply defines a dispersion conprising five very broadly

defi ned conponents. Secondly, appellants have not established
on this record that the declaration results would be

consi dered unexpected by one of ordinary skill in the art. In

re Merck & Co., 800 F.2d 1091, 1099, 231 USPQ 375, 381 (Fed.
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Cir. 1986); In re Klosak, 455 F.2d 1077, 1080, 173 USPQ 14, 16

(CCPA 1972). Declarant Braun is silent with respect to the
unexpect edness of the declaration data.

W will not sustain the examner's rejections of claim
12, which requires a transparent elastomer. Regarding the
rejection over Ganon, it is the examner's position that "[a]s
no difference woul d exist between the identity of the
conponents in the reference and those in the instantly clainmed
invention, it is held that it would be fully expected for the
el astoner to be transparent” (page 4 of Answer). The exam ner
states that "[i]t would be fully expected for the el astoneric
coating to inherently be transparent” (page 5 of Answer). The
exam ner applies the sane reasoning to the rejection over
Braun and Sittenthaler, i.e., it is "the Examner's position
that the presence of the polyvinyl alcohol inherently produces
a transparent film (page 9 of Answer).

The flaw in the exam ner's reasoning is that the exam ner
has not established that the presence of polyvinyl alcohol in
t he agqueous di spersions of Ganon and Braun inevitably produces
transparent elastonmers. Significantly, the dispersion of

Ganon conprises a siliconate, while the dispersion of Braun
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conprises a diorganosilanolate. On the other hand, the
aqueous di spersions of the clained invention do not conprise
ei ther of these two conmponents. Wile appellants have
present ed objective evidence that exenplified di spersions of
Ganon and Braun produce cloudy el astonmers, the exam ner has
failed to advance any objective evidence that aqueous

di spersions within the scope of Ganbn and Braun inherently
produce transparent el astoners.

In conclusion, based on the foregoing, we affirmthe
examner's rejection of clains 1-5, 7, 8 and 10 over Ganon, as
well as the examiner's 8 103 rejection of clainms 1-5 and 7-11
over Braun in conbination with Sittenthaler. The exam ner's
8 103 rejections of claim 12 are reversed. The exam ner's
decision rejecting the appealed clains is affirned-in-part.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under
37 CFR 8§ 1.136(a).

AFFI RVED- | N- PART

EDWARD C. KI M.I N
Adm ni strative Patent Judge )
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ECK: cl m

THOVAS A. WALTZ
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge
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