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The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 10 through 16. Cains 1 through 9 were cancel ed

earlier in the prosecution. An anmendnent after final



Appeal No. 1997-0342
Appl i cation 08/229, 135

rejection filed Cctober 18, 1995 which canceled clainms 11 and
12 was entered by the Examner. A further anendnent after

final rejection filed

February 20, 1996 along with the Appeal brief which cancel ed
claim 13 was al so entered by the Exam ner. Accordingly,
claims 10 and 14 through 16 remain before us on appeal.

The clained invention relates to a test facilitating
circuit in which tests are carried out in either a self-test
node or a fault diagnosis/failure analysis node. In the
self test node, a test data generating circuit outputs test
data onto an internal bus while during the fault
di agnosi s/failure analysis node, data is transferred onto the
internal bus through a register fromexternal input term nals.
A selector is utilized to select the test data fromeither the
internal bus or the external input termnals for the
respective test nodes.

Claim14 is illustrative of the invention and reads as
foll ows:

14. A test facilitating circuit conprising:
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a test data generating circuit to output test data, in a
first test node, onto a bus to which a logic circuit under
test is connected to receive input data;

a selector having two i nputs connected respectively to an
external termnal and the bus, for outputting data from said
external termnal in a second test node and data on the bus in
said first test node;

a register for transferring test data fromthe sel ector
onto the bus in the second test node; and

a built-in self-test circuit for carrying out a test with

test data on the bus in the first test nobde and in the second
t est node.

The Examiner relies on the followng prior art:

Kahn et al. (Kahn) 5,167, 020 Nov. 24,
1992
(Filed May 25, 1989)
Nozuyanma 5, 398, 250 Mar .
14,
1995
(Effectively filed Jun. 22,
1989)
Claim 14 stands finally rejected under 35 U.S.C. 8 103 as
bei ng unpatentabl e over Kahn. In a new ground of rejection in

the Answer, the Examiner rejected clains 10, 15 and 16 under
35 U.S.C. §8 103 as bei ng unpatentabl e over Kahn in view of
Nozuyana.

Rat her than reiterate the argunents of Appellant and the
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Exam ner, reference is made to the Briefs! and Answers for the
respective details thereof.
OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the Exam ner, the argunents
in support of the rejections and the evidence of obvi ousness
relied upon by the Exam ner as support for the rejections. W
have, |ikew se, reviewed and taken into consideration, in
reachi ng our decision, Appellant’s argunments set forth in the
Briefs along with the Exam ner’s rationale in support of the
rejections and argunents in rebuttal set forth in the

Exam ner’ s Answers.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary

skill in the art the obvi ousness of the invention set forth in

'The Appeal Brief was filed February 20, 1996. In
response to the Exami ner’s Answer dated March 21, 1996,
Appel lant filed a Reply Brief on May 21, 1996 to which the
Exam ner responded with a Suppl enental Exam ner’s Answer dated
July 29, 1996.
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clainms 10 and 14 through 16. Accordi ngly, we reverse.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the Exam ner to establish a factual basis to
support the |l egal conclusion of obviousness. See In re Fine,
837
F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cr. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stemfrom some

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-WIley Corp., 837 F.2d 1044,
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1051, 5 USPQ2d 1434, 1438 (Fed. GCr.), cert. denied, 488 U S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

( Fed.
Cir. 1984). These showi ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQd
1443, 1444 (Fed. Cir. 1992).

Wth respect to independent claim 14, the Exam ner
contends that Kahn discloses all of the claimlimtations with

the exception that there is no explicit teaching of providing
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a two input selector for selecting which data to output onto
an internal bus. To address this deficiency, the Exam ner
argues (Answer, page 3) the obviousness to the skilled artisan
of performng the selection operation with a two input
sel ector by asserting the comonly known and typical usage of
such a selector device. In a simlar assertion, at page 2 of
t he Suppl enental Answer, the Exam ner includes the clained
transfer register in the category of well known basic
conponents to which the skilled artisan would have found
obvious to utilize.

In response, the primary thrust of Appellant’s argunents
centers on the alleged deficiency of Kahn in disclosing the
cl ai med sel ector and register with the specific
i nterconnections and functions as recited in claim1l14. After
careful review of the Kahn reference in Iight of the argunents
of record, we are in agreenent with Appellant’s stated
position in the Briefs. Wile we do not dispute the
Exam ner’s contention that sel ector devices are commonly used
to pick anong various inputs and registers are often used to

transfer data onto a bus, such contention does not address the
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i ssue of obviousness with respect to the specific limtations
of the claim The selector and register elenents in

Appel lant’s claim 14 are recited as having a specific
interrelationship with the system bus including specific
functions which are perforned in conjunction with such
interrelationship. As the Exam ner has stated in the Answer,
no such registers or selectors are explicitly seen to exist in
Kahn. Further, the Exam ner has provided no indication as to
how and where the skilled artisan m ght have found it obvi ous
to nodify the Kahn teachings to arrive at the particul ar

sel ector and register arrangenment of the clained invention.
The nere fact that the prior art may be nodified in the manner
suggested by the Exam ner does not make the nodification

obvi ous unless the prior art suggested the desirability of the

nodi fication. 1nre Fritch, 972 F.2d 1260, 1266, 23 USPQd

1780, 1783-84 (Fed. Cr. 1992). Since, in our view, the

Exami ner’s |ine of reasoning does not establish a prima facie
case of notivation, the Examner’s 35 U S.C. 8 103 rejection

of claim 14 is not sustained.
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As a new ground of rejection in the Answer, the Exam ner
has asserted the obviousness of clains 10, 15 and 16 based on
t he conbi nati on of Kahn and Nozuyama. From the Exam ner’s
statenment of the grounds of rejection at page 4 of the Answer,
it is apparent that Nozuyama was applied solely to address the
mcro-ROM limtations of these clains. W note, however, that
each of the independent clains 10 and 16 contain limtations
simlar to that of claim14 relating to the interrelationship
of a selector and a register with the systembus. As
di scussed supra, we do not find the Exam ner’s |ine of
reasoning with respect to the obviousness to the skilled
artisan of incorporating selector and register elenents in
Kahn in the specific manner clainmed to be well founded.
Further, our review of Nozuyama reveal s nothing that would
overcome the innate deficiencies of Kahn and, accordingly, we
do not sustain the Examner’'s 35 U.S.C. § 103 rejection of

clains 10, 15 and 16.
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In sunmary, we have not sustained either of the
Exam ner’s 35 U.S.C. 8 103 rejections of the clains on appeal.
Accordingly, the decision of the Examner to reject clains 10
and 14 through 16 is reversed.

REVERSED

LEE E. BARRETT )
Adm ni strative Patent Judge

BOARD OF PATENT
JOSEPH F. RUGAE ERO

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge
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