TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore CAROFF, KIMIN and ELLIS, Adm nistrative Patent Judges.

KIM.IN, Adnmi nistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed August 8, 1994. According
to appellants, this application is a continuation of
Application No. 08/020,057, filed February 19, 1993, now
abandoned.
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This is an appeal fromthe final rejection of clains 1-6,
all the clains in the present application. Caim1lis
illustrative:

1. A method of producing a high-strength steel sheet
havi ng excell ent workability used for can making conprising:

hot rolling a slab at a tenperature within the range of
about the Ar, transformation tenperature to about 950EC to
provide a rolled steel strip;

coiling the rolled steel strip at a tenperature range of
about 400EC to 600EC to provide a hot-rolled steel strip;

pickling and cold rolling the hot-rolled steel strip to
provide a cold-rolled steel strip;

conti nuously annealing the cold-rolled steel strip at a
tenperature higher than its recrystallization tenperature;

and then tenper rolling the anneal ed cold-rolled stee
strip at a reduction of about 5% or nore;

wherein said slab conprises:

C about 0.0005 to 0.01 wt%

N: about 0.001 to 0.04 w %

the total anmpbunt of C and N being about 0.008 wt % or nore
and at least a majority of the conmponents C and N being
present as a solid solution,

Vh: about 0.05 wt%to 2.0 vt %

Al:  about 0.005 wt % or |ess,

O about 0.01 wt% or | ess, and

t he bal ance consisting of Fe and inpurities.
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The exam ner relies upon the follow ng references as
evi dence of obvi ousness:
Kawano 3,988,173 Cct. 26, 1976

Gsawa et al. (JP '326) 64- 15326 Jan. 19, 1989

Appel l ants' clainmed invention is directed to a method of
produci ng a steel sheet that is used for making cans. The
nmet hod conprises subjecting an alloy conposition to hot
rolling, coiling, pickling and cold rolling, continuous
anneal ing and tenper rolling. The alloy conposition conprises
Cand Nwith "the total anbunt of C and N being about 0.008
wt % or nore and at |east a majority of the conponents C and N
bei ng present as a solid solution.” The processed conposition
may al so contain B in an anobunt of about 0.0001 to 0.001 wt%

Appeal ed clains 1-6 stand rejected under 35 U.S.C. § 103
as bei ng unpat ent abl e over Kawano in view of JP ' 326.

Upon careful consideration of the opposing argunents
presented on appeal, we find that the exam ner has failed to

establish a prima facie case of obviousness for the clained

subject matter. Accordingly, we wll not sustain the

exam ner's rejection.
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Wil e we appreciate the thoroughness of the exam ner in
treating the various issues on appeal, it is our opinion that
Kawano fails to provide the requisite teaching or suggestion
of processing a conposition wherein the ngjority of C and N
are present as a solid solution. As pointed out by
appel l ants, Kawano specifically teaches that B is included in
the conposition in an anmount of from 0.002%to about 0.005%in
order to precipitate BN and AIN (colum 2, lines 40-52 and
colum 5, lines 28-30). Hence, not only does Kawano teach
away from processing a conposition wherein the magjority of C
and N are present as a solid solution, but Kawano al so
enphasi zes that the anount of B nust be greater than the
amount of B presently claimed and di scl osed by appell ants.

Al t hough i ndependent clainms 1 and 4 do not recite the presence
of Bin the conposition, and enploy the term"conprises” in
defining the conposition, the clains cannot be reasonably
interpreted as conprising nore than 0.001 wt % of B.

Appel | ants' dependent clains 2 and 5 are consistent with their
specification disclosure in setting the maxi nrum anount of B at
0.001 wt% \Wiile, as noted by the exam ner, page 15 of

appel l ants' specification states that B nay be used in
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conmbination with Ti and Nb, the specification further teaches
at page 16 that the anmount of B should not exceed 0.001 wt %
Again, this is in contrast to Kawano's specific disclosure
that a B content |ess than 0.002 wt% results in the desired
ef fects not being obtained (colum 5, |ines 29 and 30).

JP ' 326, relied upon by the exam ner for its teaching of
tenper rolling at a reduction of 1.5-10% does not alleviate
t he deficiencies of Kawano outlined above.

I nasnuch as we find that the prior art applied by the

examner fails to establish a prima facie case of obvi ousness,

we find it unnecessary to evaluate the probative wei ght of the
decl aration evidence submtted by appellants.

In conclusion, based on the foregoing, the exanm ner's
decision rejecting the appealed clains is reversed.

REVERSED

MARC L. CAROFF )
Adm ni strative Patent Judge )
)
)
|
EDWARD C. KI M.I N ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
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JOAN ELLI'S
Adm ni strative Patent Judge

ECK: ¢l m

N N N N



Appeal No. 1997-0375
Application No. 08/287,473

Austin R Mller
Schnader, Harrison, Sega
1600 Market St.

36t h Fl oor

Phi | adel phia, PA 19103

& Lewi s



