TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte WLLIAM R DONATI

Appeal No. 97-0441
Application No. 08/511, 841*

ON BRI EF

Bef ore COHEN, FRANKFORT, and PATE, Adm ni strative Patent
Judges.

FRANKFORT, Adninistrative Patent Judge.

! Application for patent filed August 7, 1995. According
to appellant this application is a continuation of Appliation
No. 08/227,005, filed April 13, 1994; which is a continuation-
in-part of Application No. 08/134,281, filed Cctober 7, 1993,
now U.S. Patent No. 5,406,657, issued April 18, 1995; which is
a continuation-in-part of Application No. 07/978,814, filed
Novenber 19, 1992, now U. S. Patent No. 5,251, 346, issued
Oct ober 12, 1993.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 2, 4, 5 and 17, which are all of the

cl ai ns
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remaining in the application. Cains 1, 3 and 6 through 16

have been cancel ed. ?

Appel lant’s invention relates to an electrically operated
toilet tank flush valve system which aids in water
conservation. As explained on pages 6-7 of the specification,
the systemincludes an adjustable electrical float sensor
swtch unit (700), seen best in Figures 12 and 14 of the
drawi ngs, operationally connected to a sol enoid val ve (200)
for allowing filling of the toilet tank (50) to a
predet erm ned maxi num | evel as desired or as required by |oca
code. Independent claim1l7 is representative of the subject
matter on appeal and a copy of that claimappears in the

Appendi x to appellant’s brief.

2 Cains 2 and 5 were anended subsequent to the fina
rejection (see Paper Nos. 14 and 23). According to the
exam ner (Paper No. 15), the rejection of clainms 2, 4 and 5
under
35 U.S.C. 8§ 112, second paragraph, found on pages 3-4 of the
final rejection has been overcone.
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The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Ki nbal | 5,084, 920 Feb. 4,
1992

Veal 5, 307, 524 May
3, 1994

Claims 2, 4, 5 and 17 stand rejected under 35 U.S.C. §

103 as bei ng unpatentable over Kinball in view of Veal.

Rat her than reiterate the examner's full statenent of
t he above-noted rejection and the conflicting viewooints
advanced by the exam ner and appell ant regarding the
rejection, we make reference to the exam ner's answer (Paper
No. 18, mailed May 9, 1996) for the exam ner's reasoning in
support of the rejection, and to appellant’s brief (Paper No.
17, filed May 1, 1996) and reply brief (Paper No. 19, filed

July 9, 1996) for appellant’s argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and cl ai s,

to the applied prior art references, and to the respective
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positions articul ated by appellant and the exam ner. As a
consequence of our review, we have nmade the determ nation that
the exam ner’s position is not supported by the applied prior
art references and wll therefore not be sustained. Qur

reasons foll ow.

Li ke appel |l ant, when we consider the collective teachings
of Kinball and Veal, we find nothing therein which would have
been suggestive to one of ordinary skill in the art of
substituting or enploying the float operated, adjustable
signal nmeans of Veal, seen in Figures 8, 12A and 12B, in pl ace
of the float (28) and switch (29) of Kinball. In our opinion,
the examner’s position is based on inperm ssible hindsight
gl eaned from appellant’s own disclosure and not fromany fair
teachi ng or suggestion found in the applied patents
t hensel ves. Absent the disclosure of the present application,
it is our opinion that one of ordinary skill in the art would
not have been notivated by the teachings of the applied prior
art to nodify the toilet flushing systemof Kinball in the

manner urged by the exam ner so as to arrive at the subject
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matter set forth in appellant’s independent claim 17 on

appeal .

If anything, it would appear to us that one of ordinary
skill in the art would have been | ed by the conbi ned teachings
of the applied references to nerely incorporate the automatic
toil et seat arrangenent of Veal into the toilet of Kinball so
as to gain the benefits of such an automatic seat arrangenent,
whi |l e al so enpl oyi ng and mai ntaining the water recycling
system as disclosed in Kinball. As urged by appellant in the
brief and reply brief, there is nothing in either Kinball or
Veal which addresses varying the desired nmaxi num water |evel
in the toilet tanks disclosed therein as a possible water
conservation nmeasure, or which woul d have been suggestive to
one of ordinary skill in the art that the anmount of water used
in flushing a toilet can be controlled or varied by placing a
vertically adjustable electrical float switch in the toilet
tank to control an electrically operated sol enoid val ve, which
in turn controls the inlet water to the tank and the vol ume of
water admtted to the tank to thereby control the desired

water level in the tank.
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Li ke appellant (reply brief, pages 2-4), we find that the
examner’s interpretation of claim17 on appeal (answer,
pages 5-7) totally ignores the clear inport of the claim
| anguage when the claimis viewed fromthe perspective of one
of ordinary skill in the art who has read appellant’s
specification. It is a well-settled maxi mof our Patent |aw
that, in proceedings before the Patent and Trademark O fi ce,
cl ai ms nust be given their broadest reasonable interpretation
consistent with the specification, and that the cl ai mI|anguage
cannot be read in a vacuum but instead nust be read in |ight
of the specification as it would be interpreted by one of

ordinary skill in the pertinent art. See In re Sneed, 710

F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Gr. 1983). This the

exam ner has clearly not done.

For the above reasons, the examner's rejection of
appellant’s clains 2, 4, 5 and 17 under 35 U S.C. §8 103 as

bei ng
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unpat ent abl e over Kinball in view of Veal will not be
sust ai ned, and the decision of the exam ner rejecting clains
2, 4, 5 and 17 of the present application is reversed.

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

W LLIAM F. PATE, II
Adm ni strative Patent Judge
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APJ FRANFORT

APJ COHEN

APJ PATE

REVERSED

Prepared: September 21, 1999



