THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PAUL AL DICKIE, KURTIS D. KLEIS and M CHAEL A. M KE

Appeal No. 97-0990
Application No. 08/105, 093!

ON BRI EF

Bef ore MEI STER, McQUADE, and NASE, Adm nistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 through 7, which are all of the clains

pending in this application.?

! Application for patent filed August 10, 1993.

2 Cdaim5 has been anended subsequent to the final
rejection.
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We REVERSE.
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BACKGROUND

The appellants' invention relates to a reverse pressure
tolerant seal. An understanding of the invention can be derived
froma reading of exenplary claim1, which appears in the

appendi x to the appellants' brief.

The prior art references of record relied upon by the

exam ner as evidence of obviousness under 35 U S.C. § 103 are:

Meyer 3,003, 796 Cct. 10, 1961
Andresen et al. 3,026, 114 Mar. 20, 1962
(Andr esen)

Voitik 3,416, 808 Dec. 17, 1968
Loj kutz et al. 3,647, 227 Mar. 7, 1972
(Loj kut z)

Pot t harst, Jr. 3,652, 183 Mar. 28, 1972
(Pot t harst)

Ni chol son 4,585, 239 Apr. 29, 1986
Snet ana 4,739, 997 Apr. 26, 1988

Claims 1 and 2 stand rejected under 35 U.S.C. §8 103 as being

unpat ent abl e over Voitik in view of Snetana.

Claim3 stands rejected under 35 U.S.C. 8§ 103 as being
unpat ent abl e over Voitik in view of Snmetana as applied to claim?2

above, and further in view of Pottharst.
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Claim4 stands rejected under 35 U.S.C. 8§ 103 as being
unpat entabl e over Voitik in view of Smetana as applied to claim1l

above, and further in view of Myer.

Claim5 stands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Voitik in view of Snetana and Meyer as applied

to claim4 above, and further in view of N chol son.

Claim6 stands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Voitik in view of Smetana, Meyer, Pottharst and

Andr esen.

Claim?7 stands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Voitik in view of Snetana, Meyer, Pottharst,

Andresen and Loj kut z.

Rat her than reiterate the conflicting viewoints advanced by
t he exam ner and the appellants regarding the § 103 rejections,
we nmake reference to the final rejection (Paper No. 9, mailed
Septenber 15, 1995) and the exam ner's answer (Paper No. 16,
mai | ed Septenber 19, 1996) for the exam ner's conpl ete reasoning

in support of the rejections, and to the appellants' brief (Paper
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No. 15, filed August 27, 1996) for the appellants' argunents

t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it is
our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prinma facie case of obviousness with

respect to the appealed clains. Accordingly, we will not sustain
the examner's rejection of clains 1 through 7 under 35 U.S. C

8 103. Qur reasoning for this determ nation foll ows.

The test for obviousness is what the conbi ned teachi ngs of
the references woul d have suggested to one of ordinary skill in

the art. See In re Young, 927 F.2d 588, 591, 18 USPQd 1089,

1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d 413, 425, 208

USPQ 871, 881 (CCPA 1981). In rejecting clains under 35 U S. C
8 103, the exam ner bears the initial burden of presenting a

prima facie case of obviousness. See Inre R jckaert, 9 F.3d
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1531, 1532, 28 USPQRd 1955, 1956 (Fed. Cir. 1993). A prima facie

case of obviousness is established by presenting evidence that
the reference teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references before

himto nmake the proposed conbination or other nodification. See

In re Lintner, 9 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972).
Furt hernore, the conclusion that the clainmed subject matter is

prima facie obvious nust be supported by evidence, as shown by

sone objective teaching in the prior art or by know edge
generally available to one of ordinary skill in the art that
woul d have | ed that individual to conbine the rel evant teachings
of the references to arrive at the clained invention. See |ln re
Eine, 837 F.2d 1071, 1074, 5 USPQd 1596, 1598 (Fed. G r. 1988).
Rej ecti ons based on 8§ 103 nust rest on a factual basis with these
facts being interpreted w thout hindsight reconstruction of the
invention fromthe prior art. The exam ner may not, because of
doubt that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In re
Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert.
denied, 389 U S. 1057 (1968). Qur review ng court has repeatedly

cauti oned agai nst enpl oyi ng hi ndsi ght by using the appellant's
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di scl osure as a blueprint to reconstruct the clainmed invention

fromthe isolated teachings of the prior art. See, e.qg., Gain

Processing Corp. v. Anmerican M ze-Products Co., 840 F.2d 902,

907, 5 uUSP2d 1788, 1792 (Fed. Cr. 1988).

Wth this as background, we turn to the examner's

rejections of the clains on appeal.

Clainms 1 through 5

Claim1l recites a seal having an axis A which bounds a
seal ing pl enum between a first region and a second region, the
seal including a first sealing surface and a second sealing
surface which extend circunferentially about the axis A and which
are spaced radially to formthe plenum The seal conpri ses,
inter alia, (1) a first seal elenent which has a C shaped cross
section, the seal elenent having a front which is closed and
whi ch faces the first region, a first sidewall extending fromthe
front to the first sealing surface and a second si dewal |
extending fromthe front to the second sealing surface, (2) a
second seal elenent neans disposed on the interior of the first
seal elenent for urging the sidewalls apart |eaving an openi ng

t her ebetween and for urging the sidewalls apart into engagenent
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with the sealing surfaces such that the first wall exerts a first
sealing force against the first sealing surface and the second
wal | exerts a second sealing force against the second sealing
surface, and (3) a third seal elenent extending circunferentially
about the axis A and having a surface extending radially to
engage the front of the first seal elenent. The seal is adapted
by the second seal elenent neans to bl ock the | eakage of fluid
fromthe first region by urging the sidewalls against the sealing
surfaces. The seal is also adapted by the opening between the
two sidewalls to allow pressurized fluid fromthe second region
to exert a sealing force against the sidewalls to augnent the
sealing force fromthe second seal elenent neans under operative
conditions at which the pressure of the second region
substantially exceeds the pressure of the first region and the
third seal elenent positions the first seal elenent in the axial

direction to resist the pressure force fromthe second region.

The exam ner determned (final rejection, pp.4-5) that

[i]t woul d have been obvious to one of ordinary skill in the
art to substitute the seal assenbly of Snetana for the o-
ring seal of Voitik in order to provide a seal with the
ability to respond to fluid pressure in order to provide a
better seal.
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The appel l ants argue (brief, pp. 3-7) that the above-noted
conbi nation of Voitik and Snetana does not neet the requirenents
of appealed claim1l. Specifically, the appellants argue that the
specifically clained orientation of the first seal elenent and
t he second seal elenent neans is not suggested or taught by the

applied prior art. W agree.

It is our opinion that while the conbi ned teachi ngs of
Voi ti k and Smet ana woul d have suggested substituting the seal
assenbly (i.e., seal 18 as shown in Figure 4) of Snmetana for the
o-ring seal 22 of Voitik, there is no teaching or suggestion,
absent inperm ssible hindsight, to arrange the seal assenbly of
Snet ana such that the base portion 28, rather than the legs 24
and 26, thereof is adjacent retainer 34 of Voitik. It is our
view that since Voitik is concerned wwth restricting fluid
| eakage in the direction of the arrow 11 one skilled in the art
woul d have arranged the seal assenbly of Snetana such that the
|l egs 24 and 26, not the base portion 28, thereof was adjacent
retainer 34 of Voitik so that the pressure within Voitik's
opening 12 would act to bias the legs 24 and 26 of Snetana's seal

assenbly away from one anot her as taught by Snetana.
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In summary, we see no notivation in the applied prior art of
why one skilled in the art would have nodified the device of
Voitik to make the nodifications necessary to arrive at the
clainmed invention. Thus, the examner has failed to neet the

initial burden of presenting a prim facie case of obviousness.?

Thus, we cannot sustain the examner's rejection of appeal ed
i ndependent claim1, or clains 2 through 5 which depend

t herefrom under 35 U.S.C. § 103.4

Claims 6 and 7
Claims 6 and 7 recite a seal assenbly conprising, inter alia,
a seal housing, a carbon seal ring, neans for urging the seal

ring, and a seal substantially as recited in claim1l.

We have reviewed all the references applied in the rejection
of claims 6 and 7 but find nothing therein which would have

suggested arrangi ng the seal assenbly of Snmetana such that the

S Note In re Rijckaert, supra; In re Lintner, supra;, and ln
re Fine, supra.

4 W have also reviewed the additional references applied in
the rejection of clains 3 through 5 but find nothing therein
whi ch makes up for the deficiency of Voitik and Smetana di scussed
above.



Appeal No. 97-0990 Page 11
Application No. 08/105, 093

base portion 28 thereof is adjacent retainer 34 of Voitik for the
reasons set forth above with respect to claim 1. Accordi ngly,
we cannot sustain the examner's rejection of appealed clains 6

and 7 under 35 U. S.C. § 103.
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CONCLUSI ON

To summarize, the decision of the examner to reject clains
1 through 7 under 35 U.S.C. 8 103 is reversed.

REVERSED

JAVES M MEl STER
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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