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DECI SI ON ON APPEAL
Victor E. Wlson and Lionel A Wolford (appellants) appeal
fromthe examner’s rejection of clains 15, 16 and 19-24. No
ot her clains remain pendi ng.
This is the second appeal in the present application. 1In a

deci sion i ssued May 26, 1995, this panel of the Board reversed

! Application for patent filed January 12, 1993.
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the examner’'s rejection of clains 15, 16 and 19-24 under 35
U S C 8§ 103 and entered a new ground of rejection thereof under
35 U.S.C. 8§ 112, first paragraph, pursuant to our authority under
37 CFR 8 1.196(b). Appellants subsequently elected to anend the
claims and have the matter reconsidered by the exam ner.
Appel l ants’ invention pertains to a device for dispensing a
water treatnent conposition into a toilet tank. A copy of the
appeal ed cl ains appears in the appendix to appellants’ brief.
The prior art references of record relied upon by the

exam ner in support of a rejection under 35 U.S.C. § 103 are:

Bachman 1, 321, 586 Nov. 11, 1919
Spence (Geat Britain) 13, 146 July 5, 1893
Eki ns (Great Britain) 23, 517 Nov. 3, 1908
Hi cks (Australian) 240, 459 Feb. 2, 1961

Clains 15, 16 and 19-24 stand rejected under 35 U S. C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch appellants regard as the invention.

Clains 15, 16 and 19-24 stand further rejected under
35 U.S.C. §8 103 “as bei ng unpatentabl e over Spence, EkKins,

Bachman and Hicks” (office action mailed August 17, 1995 (Paper
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No. 29, page 2)).?

The full text of the examner’s rejections and response to
the argunent presented by appellants appears in the answer (Paper
No. 32), while the conplete statenent of appellants’ argunent can
be found in the brief (Paper No. 31).

OPI NI ON

Having carefully considered the content of the clains on
appeal, the teachings of the applied references and the
respecti ve viewpoi nts advanced by appellants and the exam ner, we
shall not sustain either of the examner’'s rejections. Qur
reasons foll ow

Initially, we nake note of the follow ng claimlanguage
interpretation. Consistent with the application disclosure, we
understand the recitation in the |ast paragraph of independent
claim15 of

said angularly and vertically spaced openi ngs through

said side wall being sufficiently small so that, in

use, the contact between the water and the said body of
wat er - erodi bl e wat er-treatnent conposition by virtue of

2 Al though the exam ner’s answer cites only Spence and Ekins
in the evidentiary basis of the rejection, it is clear fromthe
record as a whole that, as with the previous appeal, both the
exam ner and appellants consider that the Bachman and Hi cks
references are relied upon in a secondary capacity to teach
certain features of the dependent clains. In this regard, see
page 2 of the office action nmailed August 17, 1995, pages 2 and 8
of the brief, and pages 4 and 6 of the exam ner’s answer.
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t he sai d openi ngs does not have any significant effect

on the_d!ssolving of the water-erodible water-treatnent

conposi tion
as referring to those angularly and vertically spaced openings
initially disposed bel ow the upper surface of the water-erodible
wat er-treatnment conposition, i.e., the openings other than those
“open” or “exposed” in the initial state (specification, page 7,
second par agr aph).

The 35 U.S.C. 8§ 112, second paragraph, rejection

Considering first the rejection under 8 112, the exam ner is

of the opinion that

Claim15 is unclear [because] . . . [t]he neets [sic]
and bounds of the phrases “essentially only” and
“sufficiently small” as applied to the size of the

openi ngs, and the phrase “does not have any significant

effect” as applied to the water treatnent conposition

di ssolution, can not be ascertained fromthe instant

di sclosure. . . . Appellant’s [sic] have not

given a concrete exanple as to what a person could

expect to practice without conflicting wth such claim

| anguage (if patented). [answer, page 4]

The second paragraph of 8 112 does not require the netes and
bounds of the invention to be defined exactly, but instead with
only a reasonabl e degree of precision. See, inter alia, Inre
Venezia, 530 F.2d 956, 958, 189 USPQ 149, 151 (CCPA 1976) and In
re Hammack, 427 F.2d 1378, 1382, 166 USPQ 204, 208 (CCPA 1970).

As the court stated in In re More, 439 F.2d 1232, 1235, 169 USPQ
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236, 238 (CCPA 1971), the determ nation of whether the clains of
an application satisfy the requirenent of the second paragraph of
§ 112 is

merely to determ ne whether the clains do, in fact, set

out and circunscribe a particular area with a

reasonabl e degree of precision and particularity. It

is here where the definiteness of | anguage enpl oyed

nmust be analyzed -- not in a vacuum but always in

light of the teachings of the prior art and of the

particul ar application disclosure as it would be

interpreted by one possessing the ordinary |evel of

skill in the pertinent art. [enphasis added; footnote

omtted]

Moreover, while we appreciate that definiteness problens
sonetinmes arise when words of degree, such as “sufficiently
small,” are used in aclaim it is well settled that where the
specification provides sone standard for neasuring that degree,

i ndefiniteness under 35 U. S.C. 8§ 112, second paragraph, will not
lie. Seattle Box Co. v. Industrial Crating & Packing, Inc., 731
F.2d 818, 826, 221 USPQ 568, 573-74 (Fed. G r. 1984).

In the present case, we are satisfied that those skilled in
the art woul d be reasonably apprised of the subject matter
enconpassed by the appealed clains and that the nmetes and bounds
are defined with a reasonabl e degree of precision. Pertinent

portions of appellants’ disclosure which shed |ight on and

provi de gui dance for neasuring the scope of the clai mlanguage
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found obj ectionable by the exam ner read as foll ows:

[T]he [water treatnent] material is in solid or
paste formand fills the interior of the cartridge 15
so that essentially only its upper surface nakes
effective contact wwth water, the apertures 27 being
sufficiently small so that the contact between the
water and the material 34 by virtue of the holes 27,
does not have any significant effect on the dissolving
or dispersion of the material 34. The material is
desirably fornulated so that it slowy dissolves in
water, the pattern of holes 27 being effective to
ensure that the material 34 is consuned evenly, so that
its upper surface nmaintains a substantially flat
profile as it slowy drops. [specification, page 7,
lines 17-27; enphasis added]

* * *

As the water treatnment material 34 is consunmed and
the level of its upper surface drops, further apertures
27 in the side wall of the cartridge casing 25 becone
exposed to thereby permt water collected within the
casing to drain therefromduring the flushing cycle.
Desirably, water within the housing 11 nmakes cont act
with the water treatnment material essentially only
across its upper surface, thus permtting the rate of
di spersion of the water treatment material 34 to be
effectively controlled. [specification, page 8, lines
23-31; enphasis added]

In our view, the ordinary skilled artisan would have no
difficulty determ ning the netes and bounds of claim 15, and in
particul ar the | anguage pointed out by the exam ner, when the
claimlanguage is read in light of the foregoing portions of

appel l ants’ disclosure. Accordingly, we will not sustain the
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exam ner’s rejection of the appeal ed clains under 35 U S. C
§ 112, second paragraph.
The 35 U.S.C. 8§ 103 rejection

Turning to the standing 8 103 rejection, even if we were to
agree with the examner that it would have been obvious to
di spose the water treatnent material D of Spence in a perforated
casing in view of the teachings of Ekins, the clainmed subject
matter would not ensure. This is because, notw thstanding the
exam ner’s argunment to the contrary in the paragraph spanning
pages 6 and 7 of the answer, there is nothing in the conbined
t eachi ngs of Spence and Ekins that teaches, suggests or infers
that at | east one of the openings in the casing should be above
t he upper surface of the body of water-treatnent material so that
the water within the housing nmakes contact with the water-
treatnent material essentially only across its upper surface, as
called for in the penultimte paragraph of claim15.
Furthernore, there is nothing in the conbi ned teachi ngs of Spence
and Eki ns whi ch suggests that the remaining openings in the
casi ng shoul d be of such size that the contact between the water
in the housing and the water-treatnment material by virtue of the
remai ni ng openi ngs does not have any significant effect on the

di ssolving of the water-treatnent material, as called for in the
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| ast paragraph of claim 15.

The Bachman and Hi cks references, while pertinent to certain
limtations of the dependent clains, do not overcone the
deficiencies of Spence and Ekins noted above. Accordingly, we
also will not sustain the examner’s rejection of the appeal ed
clainms under 35 U.S.C. § 103.

Summary
The decision of the examner is reversed.

REVERSED

LAWRENCE J. STAAB
Adm ni strative Patent Judge

HARRI SON E. McCANDLI SH )
Adm ni strative Patent Judge )
)
)
NEAL E. ABRAMS ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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