THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte BALLARD C. BARE

Appeal No. 1997-1194
Appl i cation 08/ 084, 668

ON BRI EF

Bef ore URYNOW CZ, FLEM NG and RUGE ERO, Adninistrative Patent
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RUGE ERO, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1, 2, 4 through 10, 12 through 17, 19, and 20. d ains
3, 11, and 18 have been cancel ed.

The clained invention relates to a nmethod and system for

routi ng data packets between |ocal area networks using a
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router. Router processing circuitry within the router
searches a routing table for a routing table entry for a
detected destination for the data packets. Mre particularly,
Appel l ant asserts at pages 4 through 6 of the specification
that, by associating a cost with each entry in a router table,
virtual circuit connections can be utilized as back-up
connections for a primary networKk.

Claiml1l is illustrative of the invention and reads as
fol |l ows:
1. A router conprising:

router processing circuitry for routing data
transferred between | ocal areal networks;

a routing table, accessed by the processing circuitry,
the routing table including

a plurality of routing table entries, each routing
tabl e entry including an address for a next hop
router, and

a reference to a cost value for a route represented
by the table entry; and,

a virtual connection map table accessed by the routing
processing circuitry, the virtual connection map table
having a plurality of virtual connection map table entries,
each virtual connection map table entry having a phone
nunber for a next hop router;

wherein for each virtual connection, a routing table
entry includes a reference to a virtual connection map table
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entry.
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The Exam ner relies on the followng prior art:

Fi sk 5,274, 643 Dec. 28,
1993
(Filed Dec. 11, 1992)
Hokar i 5, 289, 536 Feb. 22,
1994
(Filed Mar. 20, 1992)
Shi nohar a 5, 351, 237 Sep.
27,
1994

(Filed Jun. 04, 1993)

Cainms 1, 2, 4-10, 12-17, and 19-20 stand finally
rejected under 35 U . S.C. 8§ 103 as bei ng unpat ent abl e over
Shi nohara in view of Hokari .

Rat her than reiterate the argunments of Appellant and the
Exam ner, reference is made to the Brief? and Answer for the
respective details thereof.

CPI NI ON
We have carefully considered the subject matter on

appeal, the rejection advanced by the Exam ner and the

! The Fisk reference was not specifically relied upon by
the Exam ner in the Answer but was relied upon in an earlier
Ofice action mailed April 12, 1995 (paper no. 5) to which the
Exam ner nakes reference in the Answer.

2 The Appeal Brief was filed April 8, 1996. In response
to the Exam ner’s Answer dated June 19, 1996, a Reply brief
was filed July 8, 1996 which was acknow edged and entered
wi t hout further coment on August 5, 1996.
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evi dence of obviousness relied upon by the Exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, Appellant’s argunents
set forth in the Briefs along with the Examner’s rationale in
support of the rejection and argunents in rebuttal set forth
in the Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclainms 1, 4 through 10, 12 through 14, 19, and 20. W
reach the opposite conclusion with respect to clains 2 and 15
t hr ough
17. Accordingly, we affirmin-part.

Appel I ant has indicated (Brief, page 4) that, for
pur poses of this appeal, clains 1, 2, 4 through 6, 8, 13, 15,
and 20 stand or fall separately and, accordingly, has provided
separate argunents for each of these clainms. W w | consider
the clains separately only to the extent that separate
argunents are of record in this appeal. Dependent clains 7,

9, 10, 12, 14, 16, 17, and 19 have not been argued separately
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and, accordingly, wll stand or fall with their base claim
As a general proposition in an appeal involving a
rejection under 35 U.S.C. 8 103, an Exam ner is under a burden

to make out a prinm facie case of obvi ousness. | f that burden

is nmet, the burden of going forward then shifts to Appellants

to overconme the prima facie case with argunment and/or
evi dence. (Qobviousness is then determi ned on the basis of the
evi dence as a whole and the rel ative persuasiveness of the

argunents. See In re Qetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cr. 1992); ln
re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gr

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1051, 189

USPQ 143,
147 ( CCPA 1976).

Wth respect to independent clainms 1, 6, and 13, the
Exam ner proposes to nodify the network system di scl osure of
Shi nohara whi ch includes a router for transferring data
bet ween | ocal area networks (LANS) but which |acks any
suggestion of a consideration of a cost factor in the
selection of a particular route for data transfer. To address
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this deficiency, the Exam ner turns to Hokari which is
directed to the selection of a |least cost route for data
transfer in a I SDN (I ntegrated Services Digital Network)
network using stored | east cost routing table information. In
the Exam ner’s |line of reasoning (Answer, page 3, which
references a previous Ofice action mailed April 12, 1995,
paper no. 5), the skilled artisan would have found it obvi ous
to incorporate a | east cost router in the system of Shinohara
in order to provide rapid and econom c route selection for the

transfer of data packets in view of the teachings of Hokari.
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I n maki ng the obvi ousness rejection, the Exam ner,

t herefore, has pointed out the teachings of Shinohara and
Hokari, has reasonably indicated the perceived differences
between this prior art and the clainmed i nvention, and has
provi ded reasons as to how and why the prior art references
woul d have been nodified and/or conmbined to arrive at the
clainmed invention. In our view, the Examner's analysis is
sufficiently reasonable that we find that the Exam ner has at

| east satisfied the burden of presenting a prina facie case of

obvi ousness. The burden is, therefore, upon Appellant to cone
forward with evidence or argunents which persuasively rebut

the Examiner’s prima facie case of obviousness. Only those

argunents actually nmade by Appell ant have been considered in
this decision. Argunents which Appellant could have nmade but
elected not to nmake in the Brief have not been considered in
this decision (note 37 CFR § 1.192).

I n response, Appellant, aside froma broad general
assertion at page 16 of the Brief, does not attack the
conbi nability of Shinohara and Hokari but, rather, initially
argues that Hokari does not disclose a key feature of the
clainmed invention, i.e. “each routing table entry .
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including a reference to a cost value for a route represented

by the table entry;” (claim1). In Appellant’s view (Brief,
page 7; Reply Brief, page 3), there is no cost val ue
associated with each table entry in the routing table in
Hokari, despite the fact that Hokari identifies his routing
table as a “least cost routing table.”

Appel I ant further attacks the Exam ner’s position by
asserting that Shinohara, the primary reference utilized by
the Exam ner to teach the routing of data packets between
LANS, does not suggest the use of virtual circuits or virtual
connections anong a plurality of circuits (Brief, pages 8 and
9). After careful review of the Shinohara and Hokar
references in light of the argunents of record, we agree with
the Exam ner’s stated position in the Answer. Although
Appel I ant woul d have us ignore Hokari’s designation of his
routing table as a “least cost routing table,” it is apparent
to us fromthe description of the operation of Hokari’s system
at colum 1, lines 43 through 67 and colum 3, |ines 57
t hrough 63, that such routing table clearly contains cost data
entries. These cost entries are referenced by the use of

digit conversion data which, on the receipt of a call setup
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message, converts the called party nunber and retrieves the
| east cost routing data to select a particular |SDN trunk
circuit.

Wth regard to Shinohara’ s use of “virtual” circuits, we
agree with the Exam ner that the disclosure at colum 6, line
31 to colum 9, line 22 of Shinohara describes a plurality of
virtual circuits and sel ection neans as clai ned even though
the term*“virtual” is not nentioned by Shinohara. W note
that Appellant’s specification at page 4, line 13 defines a
virtual circuit as foll ows:

Virtual circuits are circuits which represent
routes which are not always connect ed.

In our view, the disclosure of Shinohara which describes the
assigning of various circuits to routers with the sel ected
circuits using tel ephone connections for packet transm ssion
woul d clearly neet the above definition.

In view of the above discussion, it is our opinion that

the Examner’'s prinma facie case of obviousness renni ns

unrebutted by any convincing argunents of fered by Appel | ant
and, accordingly, the obviousness rejection of independent

clainms 1, 6, and 13 is sustained. The rejection of dependent
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clainms 7, 9, 10, and

12 (all dependent on independent claim®6), and clains 14 and
19 (both dependent on independent claim 13), grouped together
with their base clains by Appellant and not argued separately,
i s al so sustai ned.

Wth respect to dependent clains 4, 5, 8, and 20, grouped
and argued separately by Appellant, we sustain the obvi ousness
rejection of these clains as well. Cains 4 and 20 are
directed to various entries in the virtual connection map
table including circuit nunbers, state information, and next
hop router address. |In addressing these limtations, the
Exam ner points to the circuit entries in Shinohara s Figure 4
and the router address information discussed at colum 9,
lines 23 through 28 of Shinohara. The Exam ner further
suggests (Answer, page 6) the obviousness to the skilled
artisan of including state information in the map table in
order to prevent attenpted access to existing connected
circuits. In arelated argunent, the Exam ner asserts the
obvi ousness of including status and configuration information
in the map table as recited in dependent claim5 for
nmoni toring connection quality to ensure reliability. Wth
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regard to dependent claim8, the Exam ner reiterates the
argunment concerni ng Shinohara’s disclosure of “virtual”
circuits discussed supra with respect to independent clains 1,
6, 13.

Appel | ants have responded to the Exami ner’s assertion of
t he obvi ousness of storing state and status information by
reiterating their previous argunment concerning Shinohara’s
al l eged deficiency in disclosing “virtual” circuits. 1In
Appel Il ant’ s view, since Shinohara |acks any teaching of
“virtual” circuits, no reason can be found for storing state
information or nonitoring the status of such circuits.

After reviewi ng the argunents of Appellant, it is
apparent that, instead of arguing the question of obviousness
with respect to the particulars of dependent clainms 4, 5, 8,
and 20, Appellant has based his argunents on the “virtual”
circuit feature recited in parent independent clainms 1, 6, and
13. Qur earlier discussion on this issue, however, found
Appel l ant’ s argunents to be unpersuasive. Despite any
explicit teaching in the Shinohara and Hokari references, we
find the Exam ner’s rationale with regard to the obvi ousness
of the stored state and status information to be reasonable so
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as to establish a prima facie case. |In considering the

di sclosure of a reference, it is proper to take into account
not only specific teachings of the reference but also the
i nferences which one skilled in the art woul d reasonably be

expected to draw therefrom |In re Preda,

401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968). Since the

Exam ner’'s prinma facie case of obviousness has not been

overcome by any persuasive argunments by Appellant, the 35
UusS C
8 103 rejection of dependent clainms 4, 5 8, and 20 is
sust ai ned.

Turning now to a consideration of dependent clains 2 and
15 through 17, grouped and argued separately by Appellants, we
note that, while we found Appellant’s argunents to be
unpersuasive wth respect to the obviousness rejection of
claims 1 through 10, 12 through 14, 19, and 20, we reach the
opposite conclusion with respect to clains 2 and 15 t hrough
17. dains
2 and 15 (fromwhich clains 16 and 17 depend) both i ncl ude
specific recitations to virtual connection circuits and
circuit allocation routines in conbination with a virtual
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connection map queue for the placing of data packets to be
transferred through the virtual connection circuits. The

Exam ner has attenpted to address this claimlanguage by
referring to the disclosure at colums 6 through 9 of

Shi nohara. Qur review of Shinohara, however, reveals no

di scl osure of any such virtual map queue, | et al one how such
m ght cooperate with the remaining el enents of the clains.

The Exam ner has provided no indication how the cited portions
of Shinohara m ght be interpreted to neet the requirenments of
the clains. W are not inclined to dispense with proof by

evi dence when the proposition at issue is not supported by a
teaching in a prior art reference, comon know edge or capabl e
of unquestionabl e denonstration. Qur review ng court requires

this evidence in order to establish a prim facie case. In re

Knapp- Monarch Co., 296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA

1961); In re Cofer, 354 F.2d 664, 668, 148 USPQ 268, 271-72

( CCPA 1966) .

As a final note, we make reference to the Fisk patent
whi ch the Exam ner relied upon in the Ofice action mailed
April 12, 1995 (paper no. 5) and which the Exam ner mnakes
reference to in the Answer. Fisk was relied on solely to
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address the adapter/nodem feature of claim 16. Fisk, however
does not overcone the innate deficiencies of Shinohara and
Hokari with respect to the virtual connection map queue
feature as cl ai ned.

Accordingly, since all of the limtations are not taught or
suggested by the prior art, we do not sustain the obvi ousness
rejection of dependent clains 2 and 15 t hrough 17.

In summary, we have sustained the 35 U.S.C. § 103
rejection of clainms 1, 4 through 10, 12 through 14, 19 and 20
but have not sustained the 35 U . S.C. 8 103 rejection of clains
2 and
15 through 17. Therefore, the Exami ner’s decision rejecting
claims 1, 2, 4 through 10, 12 through 17, 19, and 20 is
affirmed-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended
under 37 CFR 8§ 1.136(a).

AFFI RVED- | N- PART

STANLEY M URYNOW CZ, JR
Adm ni strative Patent Judge

N N N
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