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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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Bef ore HAI RSTON, JERRY SM TH, and FRAHM Adnini strative Patent
Judges.

HAI RSTON, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1

t hrough 17.

! Application for patent filed July 8, 1994. According to
appel lant, the application is a continuation in part of
Application No. 08/067,239, filed May 26, 1993.
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The di sclosed invention relates to a nmultiple-part, foot-
support sol e.

Claim1 is the only independent claimon appeal, and it
reads as foll ows:

1. A multiple-part foot-support sole, conprising: a
cork foot support having a thickness that is mninmal under a
heel and under a ball of a wearer's foot; a wedge arranged
under the foot support so that a front edge of the wedge |ies
approxi mately under the ball of the wearer's foot and forns an
angl e between 75 and 80° relative to a |longitudinal center
line of the sole, said wedge being of a |ightweight and
flexible material, said wedge having an upper side and a | ower
side that are substantially flat; and an outsol e provided
under the wedge and the cork foot support, a front part of the
| oner side of the wedge and the outsole being sharply raised
in a toe region, the cork foot support being only slightly
curved in the toe region.

The references relied on by the exam ner are:

G | bert 588, 977 Aug. 31,
1897

Messl er 1, 694, 353 Dec. 4,
1928

Tax 2,838,776 June 17,
1958

Hol | ister et al. (Hollister) 4,043, 058 Aug.
23, 1977

Hashi noto et al. (Hashi noto) 4,590, 123 May
20, 1986

Tel ecem an 4,663, 865 May 12,
1987

Franklin et al. (Franklin) 4,794, 707 Jan. 3,
1989
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Claims 1, 5 6, 9 and 11 through 17 stand rejected under
35 U.S.C. §8 103 as being unpatentable over Hollister in view

of Tax and Messl er.

Claims 2 and 3 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpatentable over Hollister in view of Tax, Messler and
Hashi not o.

Claim4 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Hollister in view of Tax, Messler, Hashinoto
and G | bert.

Clainms 7 and 10 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpatentable over Hollister in view of Tax, Messler and
Tel ecem an.

Claim8 stands rejected under 35 U. S.C. §8 103 as being
unpat ent abl e over Hollister in view of Tax, Messler and
Frankl i n.

Reference is nmade to the brief and the answer for the
respective positions of the appellant and the exam ner.

CPI NI ON
The obvi ousness rejection of clains 1 through 17 is

rever sed.
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According to the exam ner (Answer, page 2), Hollister
di scl oses “a sole with a foot support nenber (16), a wedge
(14) with a front edge which term nates at the ball area of
the foot of a wearer, an outsole (12), and the toe portion of

t he wedge
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and the outsole being raised (figure 1) substantially as

cl ai ned except for the exact material and thickness for the
foot support nenber and the angle of the front edge of the
wedge.” For the foot support material and the thicknesses of
the foot support material in the heel and the ball area of a
foot, the examner turns to Tax which discloses the use of
“cork, rubber or a conbination of both” for body 17 (colum 2,
lines 1 and 2), and a body 17 that has such noted m ni nal

t hi cknesses (Figure 3). Messler is cited by the exam ner
(Answer, page 2) for a teaching of “ending the front portion
of a wedge (10) in an angle (figure 3) to coincide with the
actual ball area of the wearers’ foot.” The exam ner

concl udes (Answer, pages 2 and 3) that “[i]t woul d have been
obvi ous to make the foot support nmenber fromcork with m ni mum
t hi cknesses in the heel and ball area as taught by Tax and to
angle the front edge of the wedge as taught by Messler in the
sole of Hollister to provide a nore confortable and conform ng
foot support |layer and to provide an angled front edge to nore
closely follow the angle of the wearers natural flex line.”

Wth respect to the specifically clained angles, the
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exam ner indicates (Answer, page 3) that “it has been held
that discovering an optinmum value of a result effective
vari able involves only routine skill in the art.”

Appel | ant argues (Brief, page 14) that “[a]lthough Tax
teaches a cork |ayer there is absolutely no teaching in Tax
whi ch woul d suggest that any type of cork |ayer or
construction could be utilized in a running shoe as taught by
Hol i ster.”

Based upon the teachings of Tax, it appears that cork is
an i nterchangeable material wth foamrubber when the
cork/foam rubber is used as an internal |ayer beneath the foot
support. On the other hand, appellant has correctly argued
that there are no teachings of record for using a cork | ayer
as a foot support, especially in an athletic shoe such as the
one disclosed by Hollister. Thus, we are likewi se in
agreenent with appellant’s argunent (Brief, page 14) that
“teachings fromone specific type of footwear are not obvious
to conbine with conpletely different types of footwear unless

there is sone suggestion or teaching supporting the

conbi nation. (Enphasis added). 1[It is for this reason that we
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al so disagree with the exam ner’s conclusion that it would

have been obvious to the skilled artisan to replace the
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uni form thi ckness of the foot support disclosed by Hollister
with the noted m nimal thicknesses of the Tax foot support.
Wth respect to the teachings of Messler, the exam ner has not
provi ded any evidence or a convincing |line of reasoning that
“an angled front edge to nore closely follow the angle of the
wearers natural flex l[ine” is either needed or wanted in the
athl etic shoe disclosed by Hollister.

In short, the obviousness rejection of clains 1, 5, 6, 9
and 11 through 17 is reversed because “[i]t is well settled
that it is inpermssible to use the clainmed invention as a
tenplate to piece together the teachings of the prior art so
as to render the clained invention obvious” (Brief, page 15).

The obvi ousness rejection of clainms 2 through 4, 7, 8 and
10 is reversed because the teachings of Hashinoto, G bert,
Tel ecem an and Franklin do not cure the noted shortcomngs in

the teachings of Hollister, Tax and Messler.
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DECI SI ON
The deci sion of the exam ner rejecting clains 1 through

17 under 35 U.S.C. 8 103 is reversed.

REVERSED
KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JERRY SM TH ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
ERI C FRAHAM )
Adm ni strative Patent Judge )
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