THI'S OPI NION WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 18

t hrough 24.
The di scl osed invention relates to a nethod of

i1 lum nating docunments in a docunent-processing system
Caim18 is illustrative of the clained invention, and it

reads as foll ows:
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18. A nethod for illum nating docunents in a docunent -
processi ng systemwherein a | arge nunber of docunents are
rapi dly, continuously, singly transported past one or nore
I magi ng stations, each station having a prescribed i mage-site,

and being illum nated by prescribed source neans which
proj ects
one or nore illum nation-beans, one to each station; said

met hod for each said beam conpri si ng:

provi di ng focus neans for each said beam

providing a fibre-optic array intercepting each said beam
path, to thereby define an input-beamthereto at or near the
approxi mate focal point of said focus neans, while arrangi ng
said array to exhibit an entry-portion of prescribed dianeter
and an exit-portion configured to illum nate the respective
I mage-site relatively uniformy thus defining an output-beam
the fibers of the array being arranged and distributed, in
uni form random fashion conpletely across this exit portion;
and,

with said focus neans, de-focusing said input beamto
change beamdi aneter, at said entry-portion, sufficient to
spread the beam sufficiently beyond the entry-portion to thus
controll ably reduce the anobunt of the beamentering said
entry-portion.

The reference relied on by the exam ner is:
Vala et al. (Vala) 5,313, 070 May 17, 1994

Clainms 18 through 22 stand rejected under the second
paragraph of 35 U S.C. 8§ 112 for indefiniteness.

Clainms 18 through 24 stand rejected under the first
paragraph of 35 U S.C. 8§ 112 for |ack of enabl enent.

Clainms 18 through 24 stand rejected under 35 U.S.C. § 101
for claimng the sane invention set forth in clains 1 through

11 of U S. Patent No. 5,313,070 to Val a.



Appeal No. 1997-1560
Application 08/257, 813

Reference is nade to the brief and the answer for the

respective positions of the appellants and the exam ner.

OPI NI ON

Al'l of the rejections are reversed.

Turning first as we nust to the indefiniteness rejection,
the exam ner indicates (Answer, page 4) that in “[C]laim18,
lines 5-6 ‘said nethod for each said beam conprising’ is vague
and indefinite as to what the nethod for each said beamis.”
Appel  ants argue (Brief, page 6) that “[t] he phrase reads:
“said nethod for each said beami and refers to the ‘nethod’
cited inline 1, and to the ‘one or nore illum nation beans’
inline 6, and, quite evidently, neans that the later-recited
steps of ‘focusing , ‘providing , ‘defocusing’ etc. are to be
understood as perforned on each (all) of the beans.” W agree
wi th appellants’ argunent that the nethod steps that foll ow
t he questioned phrase are perforned on “each said beam”

Thus, the indefiniteness rejection is reversed.
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The | ack of enablenment rejection is reversed pro form as
to clains 18 through 21, 23 and 24 because the | ack of
enabl ement rejection only applies to claim?22. Wth respect
to claim22, the exam ner contends (Answer, page 3) that
“[t]he original specification fails to teach photopic filter
nmeans which is introduced at each station whereby to bal ance
and match the i mage-spectrum emanati ng therefrom so that these
are essentially
the sane fromall the stations.” W agree with appellants’
argunent (Brief, page 5) that “[t]he specification makes it
quite plain that both photopic filters work to give inages
whose spectrum ‘cl osely matches that of the human eye’. . .;
and since they both match the sane spectrum they match one
anot her” (Specification, page 26, lines 19 through 24). The
| ack of enablenent rejection of claim?22 is |ikew se reversed.

Turning lastly to the sanme invention double patenting
rejection, we agree with appellants’ argunment (Brief, page 7)
that there are differences between the clains on appeal and

the clains found in the patent to Vala. As a result of the
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di fferences, a sane invention double patenting rejection?
under 35 U.S.C. 8§ 101 is inproper, and is reversed.
DECI SI ON

The decision of the exam ner rejecting clains 18 through
22 under the second paragraph of 35 U S.C. 8§ 112 is reversed.
The decision of the exam ner rejecting clains 18 through 24
under the
first paragraph of 35 U S.C. 8§ 112 is reversed. The deci sion

of

the exam ner rejecting clains 18 through 24 under 35 U S.C. 8§
101 is reversed.

REVERSED

1|1t appears that a judicially-created, obvious-type double patenting rejection
woul d have been nore appropriate.
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