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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe final rejection of clains 1-4, 17, and 20. dains 5-

16, 18, 19, and 21 were all owed.

W reverse.

! Application for patent filed May 18, 1994.
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BACKGROUND

The invention relates to el ectro-optical scanning.
Vari ations in scanning speed generally need correction to
ensure that indicia being scanned are read accurately. Bar
codes feature enbedded |ocation, timng, or synchronization
codes used for correction. Indicia such as signatures,
however, | ack such enbedded codes. The invention interposes a
mask with location, timng, or synchronization codes into a
scanni ng beam so that the codes are read along with the

i ndi ci a.

Caiml, which is representative for our purposes,
fol | ows:

1. A scanner for reading indicia conprising:

(a) scanning neans for scanning a |light beam over a
predeterm ned area, said area covering an indicia to be read;

(b) masking nmeans positioned in the beaminternedi ate the
scanni ng nmeans and the indicia, and out of the plane of the
i ndi cia, the masking neans carrying at |east one coded synbol;
and

(c) nmeans for receiving light reflected fromthe indicia
and for reading the indicia using information fromthe at
| east one coded synbol .
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The references relied on by the patent exam ner in

rejecting the appeal ed clains follow

Badgl ey et al. 2,580, 270 Dec. 25, 1951
(Badgl ey)

Gut hrruel l er et al. 4,822, 986 Apr. 18, 1989
(Gut hnuel | er)

Abe et al. 5, 028, 797 Jul. 2, 1991
(Abe)

Clainms 1-4, 17, and 20 stand rejected under 35 U.S.C. §
103 as obvi ous over CGuthnueller, Abe, and/or Badgley. Rather
than repeat the argunents of the appellant or exam ner in
toto, we refer to the appeal brief and the exam ner’s answer

for the respective details thereof.

OPI NI ON
In reaching our decision in this appeal, we have
consi dered the subject matter on appeal, the rejection
advanced by the exam ner, and the evidence supporting the
rejection. W have also considered the appellant’s argunents
along wth the exam ner’s argunent in rebuttal. After

considering the record before us, it is our viewthat the
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collective evidence relied on and the level of skill in the
particul ar art woul d not have suggested to one of ordinary
skill in the art the invention of clains 1-4, 17, and 20.

Accordingly, we reverse.

At the outset, we note that the examner’s answer omts
the statutory basis of his rejection. Al rejections in the
prosecution history, however, were based on 35 U . S.C. § 103.
(First Action at 2; Final Rejection at 2.) In addition, the
exam ner applies plural references in “the rejection,”

(Exam ner’s Answer at 1), i.e., the single rejection, in the
answer. Accordingly, we interpret the rejection as under

35 U.S.C. § 103.

In rejecting clains under 35 U . S.C. 8§ 103, the patent
exam ner bears the initial burden of establishing a prinma

facie case of obviousness. A prima facie case of obvi ousness

I's established when the teachings fromthe prior art itself
woul d appear to have suggested the clained subject matter to a
person having ordinary skill in the art. If the exam ner

fails to establish a prim facie case, an obvi ousness
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rejection is inproper and will be overturned. 1In re
Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@2d 1955, 1956 (Fed. Cr
1993). It is against this background that we consider the

exam ner’s rejection.

At the outset, we observe that the rejection | acks
nmeani ngful analysis. The appellant’s coment about the
examner’s first rejection, viz., “[t]he Examner’s rational e
for the rejection is unclear,” (Arendnent B at 7), applies
simlarly to the instant rejection. The examner fails to
map the cl ai mlanguage to the disclosures of Guthnueller,
Badgl ey, or Abe. He also neglects to indicate what |anguage
is mssing fromany of the references. In addition, the
exam ner omts an explanation of how he proposes to conbine
the references or why one of ordinary skill in the art would

have been notivated to do so.

The exam ner’s rejection repeats the rejected clains and
adds three comments. First, the exam ner opines,
“@Qithmueller, in Fig. 1 teaches a coded mask for readi ng bar

code indicia. Coded mask a ‘synbols’ [sic] are shown by
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Badgl ey or Abe Fig. 6(A)) [sic].” (Exam ner’s Answer at 2.)
Second, he alleges, “[t]he Gid or ‘Gating” or [sic]

Gut hrruel | er provi des synchroni zation informati on as does the
secondary art coding.” (ld.) Third, the exam ner states,
“[t]he ‘nmethod” of claim1l and subject [sic] to the sane
rejection.” (ld. at 3.) The exam ner’s response to the
appel lant’s argunents is nore |laconic and | ess hel pful than
his rejection. He remarks, “[a]ppellant’s arguendo [sic] is
essentially neaningless since it either ignores or

m sconstrues the teachings of the above prior art.”

(Exam ner’s Answer at 3.)

We find that neither Guthmnueller, Abe, nor Badgl ey, alone
or in conbination, teaches or suggests the clained invention.

We will address the failure of the references seriatim

Regardi ng the Guthnueller reference, we agree with the
appel l ant that the reference “lacks any teaching or suggestion
of a masking nmeans which carries a coded synbol ....” (Appeal

Br. at 4.) Independent claim 1l specifies inter alia “masking

nmeans positioned in the beaminternedi ate the scanni ng neans
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and the indicia, and out of the plane of the indicia, the
maski ng nmeans carrying at |east one coded synbol; ....”

I ndependent cl aim 20 specifies inter alia an anal ogous step of

“positioning masking neans in the beaminternedi ate the
scanni ng nmeans and the indicia, and the nmaski ng neans bei ng
out of the plane of the indicia, the nmaski ng neans carrying at

| east one coded synbol; ....”

Gut hrmuel I er enpl oys a Video Processor Unit (VPU) to
detect and read bar codes. An optical scanner of the VPU
generates video data representing data witten, printed, or
coded on mail. A Video Controller processes the video data
and then transmts it to a Bar Code Reader (VPUBR). The VPUBR
noves a tenplate mask, Fig. 1, over the scanned video data to
find tall and short bars of the code, Col. 2, I[I. 19-47, which
represent binary ones and zeros, respectively. Col. 1, II.

15-17.

Comparison of the clainm s |anguage to the reference’s
t eachi ngs evidences that Guthnueller fails to teach or suggest

the clai med maski ng neans or the step of positioning it. The
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cl ai med maski ng neans is positioned in a scanni ng beam bet ween
a scanning nmeans and indicia to be scanned. The positioning
is outside the plane of the indicia. 1In contrast, the
reference’s tenplate is positioned in an array of scanned

vi deo data conprising cells of video data. Col. 4, |Il. 5-12
and 27-40. The clai ned maski ng neans carries at |east one
coded synbol. In contrast, Guthnueller’s tenpl ate nask
conprises video scan cells. Col. 4, |Il. 27-29. Therefore, we
find that Guthmueller fails to teach or suggest the masking
nmeans and step of positioning nasking neans as specified in

claims 1 and 20, respectively.

Regardi ng the Abe reference, we find that the reference
fails to teach or suggest the clainmed nasking neans and step
of positioning masking neans. W also find that Abe neither
t eaches nor suggests the receiving neans specified in claiml
and the step of receiving light specified in claim20.

I ndependent claim 1l specifies inter alia “neans for receiving
light reflected fromthe indicia and for reading the indicia
using information fromthe at | east one coded synbol .”

| ndependent cl aim 20 specifies inter alia an anal ogous step of
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“receiving light reflected fromthe indicia and readi ng the

indicia using information fromthe at |east one coded synbol.”

Abe rel ates to sem conductor manufacturing. It
facilitates the transfer of a circuit pattern fornmed on a mask
to a sem conductor wafer. Specifically, it helps to align the
mask and wafer. Col. 1, Il. 1-26. Alignnment marks 507M and
509M are forned on the surface of the mask and wafer,
respectively. Col. 1, Il. 58-63, Fig. 6(A). Light reflected
by the alignnment marks is used to detect a positiona
devi ation between the mask and wafer. Col. 1, |. 64 - Col. 2,

. 109.

Comparison of the clainm s |anguage to the reference’s
t eachi ngs evidences that Abe fails to teach or suggest the
cl ai med maski ng neans and the step of positioning it. The
cl ai med maski ng neans carries at | east one coded synbol. In
contrast, the reference’s alignnent marks are lines, which are

not encoded. Fig. 6(A).
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Furt her conparison of the clainis |anguage to the
reference’s teachings evidences that Abe also fails to teach
or suggest the clainmed receiving nmeans and the step of
receiving light. The clainmed indicia are read “using
information fromthe at | east one coded synbol.” |In contrast,
Abe uses light reflected by the alignment marks to detect a
positional deviation between the nask and wafer. Therefore,
we find that Abe, alone or in conbination with Guthnueller,
fails to teach or suggest the nmasking neans and recei Vi ng
nmeans and the steps of positioning maski ng neans and recei vi ng

light as specified in clains 1 and 20, respectively.

Regardi ng the Badgley reference, we find that the
reference fails to teach or suggest the clainmed receiving
nmeans and step of receiving light. Badgley relates to the
sel ection of recorded data optically. Col. 1, IIl. 1-3. It
det ects coi nci dence between apertures fornmed in a nmaster
record strip, which bear indicia of a characteristic sought,
and those formed in a scanning strip, which bears indicia of
the characteristics available. 1d. at |l. 42-48. The strips

are superinposed and then di sposed to intercept a beam of
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light trained on a photoelectric cell. 1d. at 13-21. |If
enough apertures match, the |ight beamreaches a sufficient
intensity to energize the cell, which in turn causes the frane
contai ning the matching apertures to be flashed upon a screen
and then recorded on photographic filmfor |ater reference.

Col. 3, II. 51-509.

Conparison of the clainis |language to the reference’s
t eachi ngs evidences that Badgley fails to teach or suggest the
cl ai med receiving neans and the step of receiving light. The
claimed indicia are read by “receiving light reflected”
therefrom In contrast, Badgley uses |ight passing through
the apertures to detect a matching record. The record is read
by projecting it on a screen. Therefore, we find that
Badgl ey, alone or in conbination with Guthnueller or Abe,
fails to teach or suggest the receiving neans or step of
receiving light as specified in clains 1 and 20, respectively.
Clains 2-4 and 17 depend fromclaim1l. As such, neither
Gut hrmuel 1 er, Abe, nor Badgl ey, alone or in conbination,

teaches or suggests the invention specified in these clains.
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For the foregoing reasons, we find that the statenent of

the examner’s rejection does not anount to a prinma facie case

of obvi ousness. Because t he exam ner has not established a

prima facie case, the rejection of clainms 1-4, 17, and 20 over

Gut hrmuel | er, Abe, and/or Badgley is inproper and is reversed.

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject

clains 1-4, 17, and 20 under 35 U S.C. § 103 is reversed.
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REVERSED

LANCE LEONARD BARRY
Adm ni strative Patent Judge

JERRY SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JAMES T. CARM CHAEL ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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