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! The application was filed on April 28, 1995. It is a
continuation of Application Serial No. 08/164,616, which was
filed on Decenber 9, 1993, and is now abandoned. The l|atter
application was a continuation of Application Serial No.

08/ 004, 488, which was filed on January 14, 1993 and i s now
abandoned. The latter application was a continuation of
Application Serial No. 07/742,149, which was filed on

August 1, 1991 and is now abandoned. The latter application
was a continuation of Application Serial No. 07/468, 435, which
was filed on January 22, 1990 and i s now abandoned.
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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

fromthe final rejection of clains 26-51. W affirmin-part.

BACKGROUND

The invention at issue in this appeal relates to a
conputer programthat creates data objects associated with
conput er graphic wi ndows. Such a program can create many
objects. A conventional conputer that stores one copy of
default attributes and one copy of overriding attributes per
obj ect accordingly requires a substantial anount of nenory to
store attribute val ues beyond what ever anount is needed for
ot her storage. An inproved, conventional conputer reduces
storage requirenments by enabling a conputer programto operate
effectively while maintaining fewer copies of the default
attributes. Even the inproved conputer, however, stores

mul ti ple copies of the overriding attributes.

In contrast, the invention enables a conputer programto
operate while storing only one copy of overriding attributes

for multiple objects. Because it can be used with known
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met hods for reducing the nunber of copies of default
attributes, the invention substantially reduces storage
requi renents for a conputer programthat use data objects with

default attributes and overriding attributes.

Claim 26, which is representative for our purposes,
fol | ows:

26. In a conputer system a nethod of reducing
internal nmenory requirenents of a program during
execution of the program said nmethod conprising the
steps of:

specifying a set of default attributes
prior to execution of the program

specifying a set of one or nore overriding
attributes prior to execution of the program
said overriding attributes corresponding to
sel ected default attributes such that at | east
one default attribute has no correspondi ng
overriding attribute;

starting execution of the program

storing values for each of the default
attributes in a first internal nmenory of the
conmput er system during execution of the program

storing values for each of the overriding
attributes in a separate second internal nenory
of the computer system during execution of the
program and
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building a set of final attributes fromthe
default attributes and the overriding attributes
during execution of the program

The references relied on in rejecting the clainms foll ow

David S. H Rosenthal, “Going For Baroque”, pp. 71-79, June
1988

Beatrice Lam “The Newwave O fice”, Vol. 40, No. 4, pp. 23-31,
August 1989.

Clains 26-51 stand rejected under 35 U.S.C. § 103 as
obvi ous over Rosenthal in view of Lam Rather than repeat the
argunents of the appellants or examner in toto, we refer the
reader to the briefs and answer for the respective details

t her eof .

OPI NI ON
In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejection and evi dence
advanced by the exam ner. Furthernore, we duly considered the
argunents of the appellants and exam ner. After considering
the totality of the record, we are not persuaded that the

examner erred in rejecting clains 26-29, 31-39, 41-47, and
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49-51. W are persuaded, however, that the exam ner erred in
rejecting clains 30, 40, and 48. Accordingly, we affirmin-
part. Qur opinion addresses the grouping and obvi ousness of

the cl ai ns.

G ouping of the dains

37 CF.R 8§ 1.192(c)(7), as anended at 60 Fed. Reg. 14518
(Mar. 17, 1995), was controlling when the appeal brief was
filed. Section 1.192(c)(7) stated as foll ows.

For each ground of rejection which appell ant
contests and which applies to a group of two or nore
clainms, the Board shall select a single claimfrom
the group and shall decide the appeal as to the
ground of rejection on the basis of that claimalone
unl ess a statenent is included that the clains of
the group do not stand or fall together and ..

appel  ant expl ains why the clains of the group are
believed to be separately patentable. Merely

poi nting out differences in what the clainms cover is
not an argunment as to why the clains are separately
pat ent abl e.

In addition, clains that are not argued separately stand or

fall together. 1n re Kaslow, 707 F.2d 1366, 1376, 217 USPQ

1089, 1096 (Fed. Cr. 1983). Wen the patentability of
dependent clains in particular is not argued separately, the

claims stand or fall with the clains fromwhich they depend.
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In re King, 801 F.2d 1324, 1325, 231 USPQ 136, 137 (Fed. Grr

1986); In re Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed.

Gr. 1983).

The appellants fail to explain why dependent clains 27,
28 and 31-37 and i ndependent claim 47, which are subject to
the sane rejection as independent claim 26, are believed to be
separately patentable; why dependent clainms 41-46, which are
subject to the sane rejection as independent claim38, are
believed to be separately patentable; or why dependent cl ains
50 and 51, which are subject to the sane rejection as
i ndependent claim49, are believed to be separately
pat entable. Therefore, clains 26-28, 31-37, and 47 stand or
fall together, with claim?26 as the representative cl ai m of
the group; clainms 38 and 41-46 stand or fall together, wth
claim 38 as the representative claimof the group; and cl ains
49-51 stand or fall together, with claim49 as the
representative claimof the group. Next, we address the

obvi ousness of the cl ai ns.

Obvi ousness of the d ains
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We begin by finding that the references represent the

| evel of ordinary skill inthe art. See In re GPAC Inc., 57

F.3d 1573, 1579, 35 USP2d 1116, 1121 (Fed. Cir. 1995)
(finding that the Board of Patent Appeals and Interference did
not err in concluding that the level of ordinary skill in the
art was best determ ned by the references of record); In re
Celrich, 579 F.2d 86, 91, 198 USPQ 210, 214 (CCPA 1978)
("[T] he PTO usual ly nust evaluate ... the level of ordinary
skill solely on the cold words of the literature.”). O
course, every patent application and reference relies on the

know edge of persons skilled in the art to conplenent its

di sclosure. |In re Bode, 550 F.2d 656, 660, 193 USPQ 12, 16
(CCPA 1977). Such persons must be presuned to know sonet hi ng
about the art apart fromwhat the references teach. 1n re
Jacoby, 309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962).

We address the obviousness of the clains in the follow ng
groups: clainms 26-28, 31-37, and 47; clains 38 and 41-46;

clainse 29 and 39; clains 30, 40, and 48; and clains 49-51.

Clains 26-28, 31-37, and 47
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Regardi ng clains 26-28, 31-37, and 47, the appellants
make three argunments. W address these seriatim First, the
appel l ants argue, “Rosenthal teaches neither separate default
attributes and overriding attributes ....” (Appeal Br. at
14.) The examiner replies, “it is inplicit that a subobject
containing default and overriding attri butes as per Rosent hal
w Il acquire these attributes from separate sources.”

(Exam ner’s Answer at 4.) W agree with the exam ner.

Clainms 26-28, 31-37, and 47 each specify in pertinent
part the following limtations:
specifying a set of default attributes ...;
speci fying a set of one or nore overriding
attributes ...;
storing values for each of the default
attributes in a first internal menory ...;
storing values for each of the overriding
attributes in a separate second internal nenory
Gving the limtations their broadest reasonable

interpretation, the clains each recite separate default

attributes and overriding attributes.



Appeal No. 1997-1654 Page 9
Application No. 08/431, 307

The appellants err in considering Rosenthal in |ess than
its entirety. A reference nust be considered as a whole for

what it reveals “to workers in the art.” Panduit Corp. V.

Dennison Mg. Co., 810 F.2d 1561, 1566, 1 USPQ2d 1593, 1595

(Fed. Cir. 1987). Such workers, noreover, mnust be presuned to
know sonet hi ng about the art apart fromwhat the references

teach. Jacoby, 309 F.2d at 516, 135 USPQ at 319.

Here, the appellants admt that Rosenthal “teaches a way
to specify default values.” (Appeal Br. at 7.) This teaching
woul d have suggested “specifying a set of default attributes

" They also admit that the reference recognizes “that the

ability to override defaults is a worthy goal.” (Ld.)

Rosent hal , however, teaches nuch nore.

Specifically, the reference teaches a “*Hello, Wrld,’”
string in the text of a conputer program Fig. 7. Rosenthal
al so teaches creating “a Label Wdget to display the string,
overriding the defaults database to set the Label’s value to

the string to display.” P. 78. Because the string is used to
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override the defaults, the teachings woul d have suggested

“specifying a set of one or nore overriding attributes ....”

Furthernore, workers in the art would have known that
when a conputer programis run on a conputer, the conputer
| oads the programinto its internal nenory. Lam evidences
this know edge, for exanple, by teaching that although a
conputer “code is made up of multiple code segnents ... only
t hose segnents in use are kept in nenory. As other segnents
are needed, they are read from[a] disc.” P. 24.
Accordi ngly, when Rosenthal’s conputer programis run on a
conputer, the conputer |oads the programinto its interna
menory. Because the reference’s program specifies “a set of
default attributes” and “a set of one or nore overriding
attributes” as aforenentioned, the conputer stores the val ues
of these sets in its internal nenory when it | oads the
program Wirkers in the art also would have known that each
line of the programis stored in a separate nmenory | ocati on.
Accordi ngly, when Rosenthal’s conputer programis | oaded, the
conputer stores the default attributes and the overriding

attributes in separate nenory | ocations. These teachings
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woul d have suggested “storing values for each of the default
attributes in a first internal menory” and “storing val ues for
each of the overriding attributes in a separate second

internal nenory ....

Second, the appellants argue that Rosenthal does not
teach “the clainmed building step.” (Appeal Br. at 14.) The
exam ner mekes the follow ng reply.

Certain default attributes are defined when a

topl evel object is created and ot her overriding

attributes are defined at the creation of a

subordi nate i nstance of that toplevel object. Thus,

Rosent hal indeed “‘requires’ the building step

of claim 26" when new subobjects are | aunched.

(Exam ner’s Answer at 4.)

W agree with the examner. Cains 26-28, 31-37, and 47 each
specify in pertinent part the “building [of] a set of final

attributes fromthe default attributes and the overriding

attributes ...."

The appellants again err in considering Rosenthal in |ess
than its entirety. As aforenentioned, Rosenthal creates a

Label Wdget to display the “Hello, Wrld” string. The
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reference overrides “the defaults database to set the Label’s
value to the string to display.” P. 78. It “creates an Xl11
w ndow for each Wdget, setting its attributes fromthe data
in the Wdget.” P. 78. Mre specifically, “[t]he default
attributes for the Label Wdget specify that the text is
centered, and the default mechani sm supplies a suitable font.”
PP. 78-79. *“In the sanme way, the default nechani sm supplies
background and foreground colors for the Wdget.” P. 79. In
summary, Rosenthal creates a w ndow by superinposing the
overriding “Hello, Wrld” string on default fonts and col ors.
Wrkers in the art would have known that the wi ndow is
represented by a set of final attributes. These teachings
woul d have suggested “building a set of final attributes from

the default attributes and the overriding attributes ....”

Third, the appellants argue, “Lamfails to teach a nethod
for maintaining a single copy of data, such as a single copy
of the overriding attribute values.” (Appeal Br. at 14.)

More specifically, they assert that Lamfails to teach
mai ntai ning only a single copy of the overriding attribute

val ues. The exam ner replies, “The ‘data’ of the clained
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“attributes’ functions to achieve an effect within a program
object in a manner reading on Lamis ‘code’, which al so
determ nes properties, or attributes, of a Newave Ofice
object.” (Examiner’s Answer at 4-5.) W disagree with the

appel | ant s.

The appellants err by attenpting to read |imtations from
the specification into the clainms. “In the patentability
context, clains are to be given their broadest reasonable
interpretations. Mreover, limtations are not to be read

into the claims fromthe specification.” |In re Van Geuns, 988

F.2d 1181, 1184, 26 USPQd 1057, 1059 (Fed. G r. 1993)

(internal citations omtted).

Here, the clains do not recite the limtation of
mai ntaining only a single copy of the overriding attribute
val ues. Accordingly, the appellants’ argunents concerning the
l[imtation are immaterial. Therefore, we affirmthe rejection
of claims 26-28, 31-37, and 47. Next, we address the

obvi ousness of clains 38 and 41-46.
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Clains 38 and 41-46

Regarding clainms 38 and 41-46, the appellants rely on the
argunent s advanced for clains 26-28, 31-37, and 47. W
rejected these argunents for the aforenentioned reasons. The
pertinent limtations of clains 38 and 41-46 are substantially
simlar to those of clainms 26-28, 31-37, and 47. Accordingly,
we reject the argunents as applied to clainms 26-28, 31-37, and

47 for the sane reasons.

Further regarding clains 38 and 41-46, the appellants
make the followi ng argunent.

Rosent hal does not state that nenbership in an
attribute set is frozen once the program begins
runni ng, and the use of a dynam cally accessed

dat abase creates the possibility that nenbership in
a set of attributes could change while the program
runs. By contrast, the Constant Menbership O ains
expressly require no change in nmenbership of the set
of overriding attributes during program execution.
(Appeal Br. at 17.)

The exam ner replies, “a Rosenthal user need not cause any
“attribute’ nodifications while executing the widget, and a
set of ‘overriding attributes’ thereby |eft unchanged, or
‘constant’, is sufficient to read upon the clained invention.”

(Exam ner’s Answer at 6.) W agree with exani ner.
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Clainms 38 and 41-46 each specifies in pertinent part that
“menbership in the set of overriding attributes remains
constant during execution of the program” Al though we agree
with the appellants that “the use of a dynam cally accessed
dat abase creates the possibility that nmenbership in a set of
attri butes could change while the programruns,” (Appeal Br.

at 17 (enphasis added)), such a change is not required.
Because the possibility is not a certainty, the reference
woul d have suggested “nenbership in the set of overriding
attri butes remai ns constant during execution of the program?”
Therefore, we affirmthe rejection of clainms 38 and 41-46.

Next, we address the obviousness of clainms 29 and 39.

Clainms 29 and 39
Regarding clains 29 and 39, the appellants argue, “the
references of record do not teach the clainmed nodification of
source code to assign predeterm ned val ues to overriding
attributes.” (Appeal Br. at 15.) The exam ner makes the

foll owi ng reply.
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However, as is particularly evident in Lam a

nodi fied collection of shared code segnents, which
inmpart "attributes” to a Newave object instance,
is, specified when the object is created and
executed. Simlarly, the "code" which serves as a
"source" for defining a Rosenthal w dget is
necessarily nodified when a subordi nate instance of
the widget is forned, using "overriding attributes”.
(Exam ner’s Answer at 5.)

We agree with the exam ner.

Clainms 29 and 39 each nerely specifies that “said step of
assigning a predeterm ned value to each of the overriding
attributes conprises nodifying a source code corresponding to
the program” Rosenthal teaches a “Hello, Wrld” conputer
program P. 71. Insertion of lines of code specifying
overriding attributes, i.e., the “Hello, Wrld” string, into
the program nodi fies the original program This insertion
woul d have suggested that “said step of assigning a
predeterm ned value to each of the overriding attributes
conprises nodifying a source code corresponding to the
program” Therefore, we affirmthe rejections of clains 29
and 39. Next, we address the obviousness of clainms 30, 40,

and 48.
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Clainms 30, 40, and 48
Regardi ng clains 30, 40, and 48, the appellants argue,
“The Ofice Action fails to identify any specific text, source
code, or other portion of the cited references which discusses
scratch nmenory.” (Appeal Br. at 16.) The exam ner makes the
foll owi ng reply.

The *specific text’ appellant m ght refer to appears
at Lam page 24, col 2: [t]he code is nade up of
mul tiple code segnents, and only those segnents in
use are kept in nmenory. As other segnents are
needed, thev are read in fromdisc. This explicit
t eachi ng of downl oadi ng needed itens from separate
storage into a tenporary, or ‘scratch nenory’ as
they are called for then conbines with the
‘default’/  overriding attri bute’ arrangenent of
Rosent hal, in which given subobjects nust of
necessity assenble final ‘attribute sets before
they can be executed. (Exam ner’s Answer at 6.)

We agree with the appellants.

Clains 30, 40, and 48 require “a scratch nenory area”
that is distinct fromthe nmenory |ocations where the clai ned
default attributes and overriding attributes are stored. The
examner errs in interpreting the content of Lam Al though he
refers to Lamis nenory, as aforenentioned, the nenory is the

mai n nenory area where a conputer programis |oaded. Lam p.
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24. The reference does not teach the scratch nenory as
clai mred. Rosenthal does not cure this deficiency. Therefore,
we reverse the rejections of clains 30, 40, and 48. Next and

| ast, we address the obvi ousness of clains 49-51.

Cl ai ms 49-51

Regardi ng cl ainms 49-51, the appellants rely on the
argunent s advanced for clainms 26-28, 31-37, and 47. W
rejected these argunents for the aforenentioned reasons. The
pertinent limtations of clains 49-51 are substantially
simlar to those of clainms 26-28, 31-37, and 47. Accordingly,
we reject the argunents as applied to clains 49-51 for the
sanme reasons. Therefore, we affirmthe rejection of clains

49-51.

We end by noting that the aforenentioned affirnmances are
based only on the argunents nmade in the briefs. Argunents not
rai sed therein are not before us, are not at issue, and are

t hus consi dered wai ved.

CONCLUSI ON
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To summarize, the examner’s rejection of clains 26-29,
31-39, 41-47, and 49-51 under 35 U.S.C. § 103 is affirned.
H's rejection of clains 30, 40, and 48 under 35 U.S.C. 8§

103, however, is reversed.

No period for taking subsequent action concerning this

appeal may be extended under 37 CF.R 8§ 1.136(a).

AFFI RVED- | N- PART
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