THI'S OPINION | S NOT BI NDI NG PRECEDENT

The opinion in support of the decision being entered
today i s not binding precedent of the Board.

Paper 27

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KHE C. NGUYEN

Appeal 97-1804
Application 08/ 329, 042!

Bef or e: McKELVEY, Seni or Adm nistrative Patent Judge, and
SCHAFER and LEE, Adninistrative Patent Judges.

McKELVEY, Seni or Adm nistrative Patent Judge.

Deci sion on appeal under 35 U.S.C. § 134

The appeal is froma decision of the Primary Exam ner

rejecting clains 1, 8 and 11-12. W reverse.

1 Application for patent filed 20 Cctober 1994. The application is said to be a
continuation of application 08/084,377, filed 29 June 1993. The real party in interest
is Hewl ett-Packard Conpany.
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A Fi ndi ngs of fact
The record supports the follow ng findings by a
pr eponder ance of the evidence.

Cl ai ned i nvention

1. The clains stand or fall with claiml.

2. Claim 1l reads (indentation and paragraph
nunbering added; limtations which are material to the appeal
in bold):?

A conti nuous, non-porous |ayer of self-cross-Iinked
pol yvi nyl butyral binder,

[1] rmade be [sic-by] reacting nol ecul es of the
followng Formula (1):

| |
NS
|

[2] where R = alkyl, allyl, [or] aryl groups, where
[a] | =50 - 95 nol %

2 W have reproduced claim1l as presented in Arendnent A (Paper 13) filed 4 April
1995); Amendnent A is identified by the PTO as #E.

-2 -
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[b] m=0.5- 15 nol% and
[c] n=5- 35 nmol % and
[3] the said reacting of the nol ecul es of Formul a
(1) is done
[a] 1in the absence of a cross-Ilinker
[b] in the absence of a cross-1linkable
copol ynmer not described by said Formula (1)
and
[c] 1in the absence of a catalyst,
[4] so that said continuous, non-porous |ayer of
sel f-cross-1inked polyvinyl butyral after said

reacting is free of catalyst.

The invention described in the specification as filed

3. The invention relates generally to

phot oconductors for el ectrophot ography (specification, page 1,

lines 13-14).

4. In the el ectrophot ography art, a "photoconductor
surface" is used (specification, page 2, lines 3-5).

5. According to applicant, "recent progress in the

el ectrophot ography art with the photoconductor surface has
been nmade with organic materials as organi c photoconductors

(OPC s)" (specification, page 2, lines 25-27).
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6. Thus, in the el ectrophotography art, the acronym
OPC neans an organi ¢ phot oconduct or.

7. In the specification, as filed, the invention
was originally described as "a sel f-cross-1inked pol yvinyl
butyral (PVB) binder for OPC s" (specification, page 9, |ines
3-4).

8. An object of applicant's invention is said to be
(specification, page 7, lines 6-10):

A third object of this invention is to provide a
cross-linked binder for an OPC wi t hout having to provide
al so, besides the binder material, a cross-I|inker
material, or a cross-linkable copolynmer material, or a
cross-linking catalyst, which may affect the life of the
OPC.

9. Figs. 1 and 2 of the drawi ngs, set out belowin
Finding 12, are schematic, cross-sectional views of
enbodi ments of the invention (specification, page 10, |ines
29- 30).

10. Fig. 1 depicts an OPC with a conductive
substrate 1 and a photoconductor |ayer 2 (specification, page

11, lines 13-14).
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11. Fig. 2 depicts a photoconductor |ayer 2 which
contains a separate charge generation |ayer 2A and a separate
charge transport |ayer 2B (specification, page 11, lines 14-
16) .

12. Figs. 1 and 2 are:

N
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i,

FIG.
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FIG. 2

!
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13. The photoconductor 2 nay be single-Ilayered
(Fig. 1) or dual-layered (Fig. 2) (specification, page 12,
[ine 15).

14. \When single-layered, the single | ayer perforns
bot h charge generation and charge transport functions; when
dual -l ayered, one | ayer perfornms the charge generation
function and the other |ayer perforns the charge transport
function (specification, page 12, |lines 16-20).

15. The charge generation |layer of the OPC s of the
invention is a binder resin of self-cross-Iinked PVB having
the formula set out in claim1, reproduced supra in Finding 2
(specification, page 15, line 32 through page 16, line 17).

16. Cross-linking of the PVB is effected by heating
it to between 150E - 300E C. (specification, page 16, lines
18-19) for about 2 hours (specification, page 9, lines 7-9).

17. Exanple 1 describes the preparation of an
article by coating PVB on a substrate using a doctor bl ade

(specification, page 18, line 28 through page 19, line 2).

Exam ner's rejections

18. Two rejections are maintained in the Examner's

Answer .
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a. Al the clainms stand rejected under the
first paragraph of 35 U.S.C. §8 112 on the ground that the
specification, as filed, does not provide support for |anguage
inserted therein during prosecution. See also 35 U S.C
8§ 132, last sentence. The inserted |anguage is "continuous,
non- por ous. "

b. Al the clainms stand rejected under
35 U.S.C. §8 102(e) as being anticipated by Hens, U. S Patent

5,332, 537 (1994).°3

Prosecuti on history

19. There cane a tine during the prosecution when
the exam ner rejected the clains as being anticipated under
35 U S.C. 8 102(e) over Hens.

20. In due course, applicant filed a response
(Amendnent A- - Paper 13).

21. In Arendnent A, applicant inserted the |anguage
"continuous, non-porous” in various places in the
specification and in the clains.

22. For exanple, the | anguage

3 Hens is prior art vis-a-vis applicant under 35 U . S.C. § 102(e).
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a self-cross-1linked polyvinyl butyral (PVB)
bi nder for OPC s

(page 9, line 3-4; see also Finding 7) was anended to read
(bold newWy added material):

a continuous, non-porous self-cross-1Iinked
pol yvi nyl butyral (PVB) binder for OPC s.

23. The | anguage

The phot oconductor 2 may be single- or dual-I|ayered

(specification, page 12, line 15; see also Finding 13) was

anended to read (bold newy added material):

The conti nuous, non-porous photoconductor 2

may be single- or dual-Ilayered.

24. The | anguage "continuous, non-porous” was al so
added to claim 1.

25. Acconpanyi ng Arendnent A was a first declaration
of the inventor, Dr. Nguyen (Anmendnent A, Exhibit C)

26. Dr. Nguyen has consi derabl e experience in the

field of photoconductors (First Declaration, Y 3-6) and is
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qualified to give expert opinion in the field of
phot oconduct or s.
27. Dr. Nguyen states (First Declaration, T 11):

| have physically exam ned binder | ayers for organic
phot oconduct ors nmade according to the nethods discl osed
in this application. These |ayers appear to be snooth,

continuous filns wthout pores.

28. Dr. Nguyen, responding to the exam ner's
rejection based on Hens, states (First Declaration, | 13):

[ A] necessary feature of an organi c phot oconductor |ayer
is that it be non-porous because pores in the |layer wll
adversely affect electrical charge acceptance and

retention.

29. Basically, Dr. Nguyen is saying that the conpact
of Hens will not function as a OPC.

30. The exam ner found that the addition of
"continuous, non-porous” was "new matter" and rejected the
clainms on the ground that the clained subject matter was not
described in the application, as filed (Final Rejection, Paper
14, page 2).

31. The exam ner also nmaintained the anticipation

rejection based on Hens.
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32. In response to the Final Rejection, applicant
presented a second declaration of the inventor (Paper 20,
Exhibit A).

33. The second decl aration repeats nuch of what
is said in the first declaration, but adds (Second
Decl aration, § 8):

[When OPC s are nade by the doctor blade nethod as
described in EXAMPLE 1 [of the specification], and by

ot her conventional nethods in the industry, the |ayer of
sel f-cross-1inked PVB binder which results in invariably
conti nuous, non-porous, and of generally uniform

t hi ckness.

34. The exam ner declined to give the first and
second decl arati ons nmuch wei ght:

a. Wth respect to Dr. Nguyen's opinions based
on his observation of OPC s (Finding 25), the exam ner notes
that Dr. Nguyen does not state the underlying basis upon which
he made any observation ("Wether the exam nation was by naked
eye or with an electron m croscope would have a great bearing

on whet her the |ayer appeared non-porous” (Exam ner's Answer,

page 6)).
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b. Wth respect to Dr. Nguyen's opinion that
OPC s made in accordance with Exanple 1 would invariably be
conti nuous, non-porous (Finding 30), the exam ner notes the
| ack of "objective evidence to support *** [Dr. Nguyen's]
concl usi on" (Exam ner's Answer, page 7).

C. Wth respect to Dr. Nguyen's opinion that a
necessary feature of an organi c photoconductor |ayer is that
it be non-porous because pores in the layer will adversely
affect electrical charged acceptance and retention (Finding
28), the exam ner noted that applicant "is claimng a |ayer

not a photoconductor” (Exam ner's Answer, page 9).

Hens

35. Hens describes an invention which relates to
a nethod and binder for use in the fabrication of netal,
ceramic, or internetallic articles frompowder particles
(col. 1, lines 6-8).

36. Specifically, Hens describes a new and i nproved
bi nder (col. 1, lines 32-33).

37. The binder is mxed with powder and is

thereafter nolded to forma conpact (col. 1, lines 43-44).
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38. A conmpact is illustrated in Fig. 2:
T
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39. As shown, conpact 30 contains binder 12 and
powder 10.

40. Binder 12 includes a water sol uble conmponent and
a water insoluble conmponent (col. 2, lines 36-38).

41. The water insoluble conponent of the binder is a
PVB resin (col. 7, lines 52-57).

42. The water sol ubl e conponent of the binder is a
pol yet hyl ene gl ycol having a nol ecul ar wei ght under 10, 000
(col. 2, lines 52-54; col. 7, lines 50-52).

43. There cones a tinme when the PVB resin is cross-

I i nked.

- 12 -
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44. According to Hens, cross-linking can occur
(1) through use of a catalyst (col. 5, line 39), (2) by a
thernosetting reaction at a tenperature not so high was to
renove the water sol uble conponent (col. 5, lines 42-48) or
(3) by ultraviolet radiation (col. 6, lines 25-39). See also
col. 8, lines 52-57.

45. Cross-linking can take place before or after
renmoval of the water sol uble conponent (col. 6, lines 6-9),
al t hough according to Hens it is preferred to effect cross-
l'inking before "partially debinding the conpact by renoving
t he water sol ubl e conponent 16 of the binder"” (col. 6, lines
9-12).

46. Apparently, cross-|linking before debinding
results in increased strength (col. 6, lines 18-21).

47. After the PVB is cross-linked, Hens says that
the PVB fornmed an "exoskel eton which strengt hened the conpact”

(col. 8, lines 63).°

4 W have not been able to locate a definition of the word "exoskel eton" as
applied to the art to which Hens is related. According to Whbster's New I nternational
Di ctionary, page 895 (1954), exoskeleton neans a hard supporting or protective structure
devel oped on or secreted by the outside of the body, as the shell of a crustacean--
opposed to endoskel eton. Apparently the teeth of vertebrates are exoskel etal parts.

- 138 -
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48. U timately, however, renoval of the water
sol ubl e conponent opens pores in the conpact (col. 4, lines 4-
5). 49. Specifically, heating the conpact is said
to vapori ze the water insol uble conponent and resulting gases
escape fromthe conpact through pores forned by renoval of the

wat er sol ubl e conponent (col. 4, lines 41-45).

Applicant's argunent with respect to Hens

50. Applicant maintains that Hens does not descri be
a "layer" within the neaning of claiml.

51. According to applicant, a "layer"” is "[a] single
t hi ckness, coating, or stratum spread out or covering a
surface.” The Anerican Heritage Dictionary of the English
Language (1969) (attached as Exhibit A to the Appeal Brief).

52. Applicant points to the drawings to support his
argunment that the invention relates to a "layer" (see Figs. 1
and 2, supra Finding 12).

53. Accordingly, applicant reasons that Hens does
not describe a continuous, non-porous, self-cross-linked OPC

| ayer of PVB (Appeal Brief, page 6).

B. Di scussi on
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1. Meaning of "layer" in claiml

What does the word "layer"” in claiml nean?
Construction of the neaning of a word in a claimis an
i ssue of law to be resol ved based on the facts of each case.

Markman v. Westview Instrunents, Inc., 517 U. S. 370, 391, 116

S.Ct. 1384, 1396 (1996) (interpretation of the word
"inventory" [in a patent clain] in this case is an issue for

the judge, not the jury ***_ "):; Ethicon Endo-Surgery, Inc. V.

U.S. Surgical Corp., 93 F.3d 1572, 1577, 40 USPQ2d 1019, 1022

(Fed. Cir. 1996) (significance to be given a limtation in a
patent claimis a question of |law which is resol ved based on
particul ar facts).

The neaning of words in a claimis ascertained from
| anguage of clains, the specification, and prosecution
history. Also relevant are other clains and expert testinony.
Cl ai ns should be construed as one skilled in the art would

construe them Snithkline Diagnostics., Inc. v. Hel ena

Laboratories Corp., 859 F.2d 878, 882, 8 USPQRd 1468, 1471

(Fed. Cir. 1988). To determ ne the neaning of "layer" we have

| ooked to the specification. Conpare Digital Bionetrics Inc.

v. ldentix Inc., 149 F.3d 1335, 1344, 47 USPQ2d 1418, 1424

- 15 -
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(Fed. Cir. 1998). Paraphrasing Judge Plager's opinion for the
court the foll ow ng becones apparent. To determ ne the proper
meani ng of clains, one first considers the so-called intrinsic
evidence, i.e., the clainms, the witten description, and, if
in evidence, the prosecution history. Wthin the intrinsic
evi dence, however, there is a hierarchy of analytical tools.
The actual words of the clains are the controlling focus. The
witten description is considered, in particular to determ ne
if the patentee acted as its own | exi cographer, and ascribed a
certain neaning to ternms in the clains. |f not, the ordinary
meani ng as understood by one having ordinary skill in the art

controls. See also Pitney Bowes, Inc. v. Hewl ett-Packard Co.,

182 F.3d 1298, 1309, 51 USPQ2d 1161, 1169 (Fed. G r. 1999) (to
ascertain the neaning of clains, we consider three sources:
the clains, the witten description, and the prosecution
hi story).

Cl ai ms under goi ng exam nation are given their broadest

reasonabl e construction consistent with the specification.

Burlington Industries v. Quigg, 822 F.2d 1581, 1583, 3 USPQRd

1436, 1438 (Fed. Cr. 1987); In re Prater, 415 F.2d 1393,

1404- 05, 162 USPQ 541, 550-51 (CCPA 1969).

- 16 -
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The title of the invention is "Cross-1inked pol yvinyl
butyral binder for organic photoconductor." Applicant
descri bes both single- and dual -l1ayered OPC s. The draw ngs
depict OPC layers. Nothing in the specification would suggest
to one skilled in the art that applicant's "layer"” is anything
but a layer in an OPC. It is manifest, froma consideration
of the specification as a whole, that applicant did not set
out to solve any problemother than an OPC problem OPC s
have | ayers. Hence, in our view the broadest reasonable
construction of the word "layer"” in claim1, consistent with
the specification, is a "OPC layer." Hence, "layer"” in claim
1 shoul d be construed to nmean "OPC | ayer” and not broadly a

| ayer for any purpose.

2. Section 112 rejection

W agree with applicant that the 8§ 112 (and any new
matter rejection under 35 U S.C. §8 132) is resolved in the
basis of whether the specification, as filed, expressed a
concept of an OPC | ayer which is a continuous, non-porous,

self-cross-linked |layer of PVB. 1n re Anderson, 471 F.2d

1237, 1244, 176 USPQ 331, 336 (CCPA 1973).
a.

- 17 -
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The | anguage "conti nuous, non-porous” was inserted into
the specification and clains to overcone the exam ner's
citation of Hens. It is true that the specification, as
filed, does not explicitly describe applicant's |layers 2 and
2A as being continuous and non-porous. Likew se, the
specification does not define or discuss the neaning of
"continuous”™ or "non-porous."

There is a dictionary definition of "porous" in the
record.® But, the dictionary (Wbster's |1, New Riverside
University Dictionary) does not purport to be a technical
dictionary, let alone a dictionary in the photoconducting art.
In this respect, we believe that the observation about

dictionaries in Anderson v. International Engineering and

Manuf acturing Inc., 160 F.3d 1345, 1348, 48 USPQR2d 1631, 1634

(Fed. Cir. 1998) is applicable. The Federal G rcuit noted
that definitions in dictionaries all reflect conmobn usages of
"away" and reinforce the observation that dictionary

definitions of ordinary words are rarely dispositive of their

5 The definition is: "Having or full of pores." Pore is defined as "A mnute
orifice, as one in the skill of an aninmal, serving as an outlet for perspiration, or in
a plant stemor left, serving as a neans of absorption and transpiration" and "A m nute
surface opening or passageway, as in a rock."

- 18 -
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meani ng in a technol ogi cal context; a word describing patented
technol ogy takes its definition fromthe context in which it
was used by the inventor.

b.

Dr. Nguyen testified in his declaration that a necessary
feature of an OPC is that it be non-porous because pores in
the layer will adversely affect electrical charged acceptance
and retention. Finding 28. Al nbst every material has pores
al beit some nmay be mcroscopic in size. |In accordance with
Dr. Nguyen's testinony, which we find credible, it becones
apparent that OPC | ayers are non-porous to the extent that any
m croscopi ¢ pores which m ght exist do not adversely affect
el ectrical charged acceptance and retention. Accordingly, we
find the added limtation of applicant's OPC s as bei ng non-
porous to be nothing nore than a statenent of a characteristic
of an OPC. In other words, one skilled in the art woul d have
understood that the OPC s described by applicant in the
specification had to be non-porous in the sense in which Dr.
Nguyen says an OPC must be non-porous.

The exam ner declined to give much weight to Dr. Nguyen's

decl arations. See Finding 34. The exam ner found that

- 19 -
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Dr. Nguyen did not state the basis upon which he had observed
t he absence of pores. Finding 34(a). The exam ner also found
that Dr. Nguyen did not provide objective evidence to support
a conclusion that the OPC | ayer nade in accordance with
Exanple 1 would invariably be continuous and non-porous.

Fi ndi ng 34(b).

As a general proposition we agree with the exam ner that
an expert nmay be called upon to state the underlying basis for
an opinion. Cf. Fed. R Evid. 705. W also agree that Dr.
Nguyen did not state the underlying basis for his opinion that
OPC s he had observed were continuous and non-porous. W also
agree with the exam ner that generally nothing requires the

fact finder to credit the unsupported assertions of an expert

witness. Cf. Rohmand Haas Co. v. Brotech Corp., 127 F.3d

1089, 1092, 44 USPQR2d 1459, 1462 (Fed. GCr. 1997). On the

ot her hand, the absence of an underlying basis and the absence
of technical support for an opinion does not nean the expert
opi nion nust be rejected. In this case, Dr. Nguyen al so has
told us that:

a necessary feature of an organi c phot oconduct or

| ayer is that it be non-porous because pores in the
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| ayer will adversely affect electrical charged

acceptance and retention.

Finding 28. Wen Dr. Nguyen's testinony is considered, as a
whol e, we are inclined, under the unique facts of this case,
to give it nore weight than we m ght give an opini on nmade

w t hout a statenent of the underlying basis or technical
support to back it up. Wien Dr. Nguyen's testinony is given
sone weight, it becones apparent that the |anguage

"conti nuous, non-porous” added to the specification and clains
beconmes nothing nore than an explicit statenment of a known
characteristic of an OPC | ayer as it would have been
understood by one skilled in the art. Accordingly, addition
of "continuous, non-porous” is not new matter within the

meaning of 35 U.S.C. 8§ 132, |ast sentence.

C.
For the reasons given, the examner's rejection of al

the clains under the first paragraph of 35 U S.C § 112,
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alternatively under the |last sentence of 35 U . S.C. § 132, nust

be reversed.®

3. Section 102 rejection

Qur construction of the nmeaning of "layer"” in claim1l
al so di sposes of the exam ner's anticipation rejection based
on Hens. Hens does not describe a "layer" which is an OPC
| ayer. Hence, Hens does not describe a "layer” wthin the
meani ng of claim1 on appeal. Accordingly, the exam ner's

rejection based on Hens nmust be reversed.

C. Deci si on
The exam ner's rejections based on the first paragraph of
35 US.C. 8 112 and 35 U. S.C. § 102(e) are reversed.

REVERSED.

& Wiile we do not think it likely, applicant may di sagree with our interpretation
of "layer" to be limted to an "OPC layer." W are aware of |n re Priest, 582 F.2d 33,
199 USPQ 11 (CCPA 1978), where the CCPA held that it was error for board to add
"inferential limtations" to applicant's clains. W place on the record our view that
if "layer" does not nean "OPC | ayer," then we would have affirmed the exam ner's
rejection under the first paragraph 35 U S.C. § 112.

- 22 -
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FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

SN N N N N

RI CHARD E. SCHAFER ) BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JAMESON LEE
Adm ni strative Patent Judge
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