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GARRI S, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of claims 1 through 13 which are all of the clainms in the
appl i cation.

The subject natter on appeal relates to a conpound (as
wel |l as a conposition containing the conpound and a net hod
whi ch includes adding the conpound to a fluid) of a certain

formul a which defines a specified class of bisdithiophosphoric
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acid derivatives. These conpounds are said to enhance the

properties of fluids such as enhancing the wear and friction

characteristics of lubricants. The appeal ed subject matter is

adequately illustrated by independent claim1l, a copy of which

taken fromthe appellants' brief is appended to this decision.
The references relied upon by the exam ner in the

rejections before us are:

Ml es 3,784,588 Jan. 8,
1974

Urenoto et al. (Urenoto) EPA- 465, 156 A2 Jan.
8, 1992

M es GB-1, 287, 331 Aug. 31, 1972

All of the clains on appeal stand rejected under 35
U S C
8§ 102(a) or (b) as being anticipated by or in the alternative
under 35 U. S.C. 8§ 103 as being obvious over the British
reference to Mles, the U S. patent to Mles or the European
reference to Urenoto.*

For the reasons set forth below, we will sustain the

examner's 8 103 rejection but not the 8 102 rejection.

The appealed clainms will stand or fall together; see page
4 of the brief. Accordingly, in our disposition of this
appeal, we will focus upon representative independent claim1l
with which the other appealed clains will stand or fall.
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In order for a 8§ 102 rejection to be proper, the
reference nust clearly and unequivocally disclose the clained
conmpound or direct those skilled in the art to the conpound
wi t hout any need for picking, choosing, and conbining various
di sclosures not directly related to each other by the

teachings of the cited reference. 1n re Arkley, 455 F.2d 586,

587, 172 USPQ 524, 526 (1972). Conpare In re Petering, 301

F.2d 676, 681, 133 USPQ 275, 279 (1962). |In the case at bar
the only way to derive the here clainmed conpounds from any of
the applied references is via the prohibited exercise of
pi cki ng, choosing and conbi ni ng di scl osures within the
respective references. That is, the appellants' clained
conpounds woul d be obtained fromthe applied reference
teachings only by selecting certain choices for nunerous
vari ables within the generic conpound formula disclosed in
t hese references.

Under the foregoing circunstances, we cannot regard the
applied references as anticipatory of the appealed clains. It
follows that the examner's 8 102 rejection of clainms 1

t hrough 13 as being anticipated by the British reference to
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Mles or the U S. patent to Mles or the European reference to
Urenot o cannot be sustai ned.

We reach a different conclusion, however, with respect to
the examiner's 8 103 rejections. Contrary to the appellants
apparent belief, one having an ordinary |evel of skill in the
art woul d have been notivated to select the particul ar
vari abl es necessary to yield the here cl ai ned conpounds
because of the generic teachings of the respective references
whi ch disclose that all of the conpounds enbraced thereby are
useful as fluid additives (as are the here clai ned conpounds).
The nmere fact that these respective references may enbrace a
| ar ge nunber of conpounds does not mlitate against an
obvi ousness conclusion with respect to each of them |Inre

Merck, 874 F.2d 804, 807, 10 USPQ2d 1843, 1846 (Fed. Grr

1989).
For these reasons, it is our determnation that the
reference evidence adduced by the exam ner establishes a prinma

faci e case of obviousness within the neaning of 35 U S.C. §

103. Because the appellants have submtted rebuttal evidence

of nonobvi ousness, we now proceed to retrace our
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consi derations on the i ssue of obvi ousness. In re Rinehart,

531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

As rebuttal evidence, the appellants have subm tted under
37 CFR 8 1.132 a declaration executed by Dr. Horst Zinke in
1994 and a declaration executed by Dr. Horst Zinke in 1995.
Each of these declarations conpares the sane prior art
conpound (i.e., the conpound of British reference Exanple 32
and European reference Exanple 1, which is said to be the
cl osest prior art) with two conpounds within the scope of
i ndependent claiml (i.e., the conmpound of specification
Exanple 10 in the 1994 decl aration and the conpound of
specification Exanple 4 in the 1995 declaration). On page 3
of these respective declarations, the inventive conpound is
said to inprove antiwear properties "significantly nore" than
the prior art compound which is a result said to be
"surprising.”

This declaration evidence is deficient in a nunber of
respects.

In the first place, the rebuttal evidence is [imted to
only two of the nyriad nunber of conpounds enconpassed by
appeal ed i ndependent claim 1l and thus is considerably nore
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narrow i n scope than the here clained subject matter. It is
wel | established that evidence presented to rebut a prima
faci e case of obviousness nust be commensurate in scope with
the clains to which it pertains and that evidence which is
considerably nore narrow i n scope than the clai med subject

matter is not sufficient to rebut a prima facie case. In re

Dill, 604 F.2d 1356, 1360, 202 USPQ 805, 808 (CCPA 1979).

Thus, the appellants' evidence of nonobvi ousness is deficient
inthat it does not show the class of conpounds defined by
their independent claimto be unexpectedly superior as a cl ass
to the conparison prior art conpounds. 1n re Susi, 440 F.2d
442, 446, 169 USPQ 423, 426 (CCPA 1971).

The appel l ants argue "the exam ner has not net the burden
of presenting objective evidence or sound scientific reasoning
to support the conclusion that all of the clained conpounds
woul d not be expected to have a stabilizing effect simlar to
the [inventive] conmpounds exenplified in the two Zi nke
Decl arations" (Brief, page 7). It is, however, the
appel l ants' burden to show that their clainmed conpounds as a
cl ass possess the superiority asserted in the declarations.

In re Susi, id. Regardless, there is in fact evidence and
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reasoning to support the proposition that the inprovenent
reflected by the two inventive conpounds in the declarations
woul d not be exhibited by the class of conpounds defined by
i ndependent claim 1.

For one thing, this class of conpounds varies widely in
structure. Even focusing only on the linking group R, (which
the appellants identify as the difference between their
cl ai med conpounds and the prior art conpounds), it is
undeni abl e that the substituents enbraced by this group vary
widely in terns of chem cal elenents and structures (e.g.,
conpare the first and the last two R, substituents listed in
appealed claim1). It is reasonable to conclude that the here
cl ai med conpounds contai ning such wi de chem cal variation
woul d |i kewi se possess wi dely varying properties and thus
woul d not necessarily exhibit as a class the inprovenent shown
for the two inventive conpounds tested in the Zinke
decl arati ons.

Furthernore, these declarations reflect that the superior
antiwear properties of the inventive conpounds in conparison
wi th the conpound of the applied prior art anobunts to an
i nprovenent of approximately 12% (e.g., 0.092 divided by 0.082
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per the 1994 decl aration equals 1.12). Significantly, Table
Il on specification page 16 reveal s that the antiwear
properties for the inventive conpound of Exanple nunber 4 are
superior to those for the inventive conpound of Exanpl e nunber
8 by this sane approxi mate anmount of 12% (i.e., 0.104 divided
by 0.093 equals 1.12). 1In other words, the antiwear
properties of the here claimed conpounds appear to vary in
conparison with one another to the sanme extent as in
conparison to the prior art conpound tested in the Z nke

decl arati ons.

This last nmentioned circunstance supports the concl usion
that, while the antiwear properties of certain here clained
conpounds wil|l be superior to those of the tested prior art
conpound, the antiwear properties of other clainmed conpounds
W Il correspond to those of the prior art conpound. That is,
the antiwear properties of these other clained conmpounds will
be 12% inferior to certain clained conpounds as refl ected by
specification Table Il and thus will correspond to the
antiwear property of the tested prior art conmpound which is
shown by the Zinke declarations to be 12% inferior to the
tested i nventive conpounds. For this reason, it is
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appropriate to conclude that the here clainmed conpounds as a
cl ass woul d not exhibit the inprovenent shown in the Zinke
decl arati ons.

In light of the foregoing, it is clear that the
appel l ants' decl aration evidence of nonobvi ousness is
consi derably nore narrow i n scope than the appeal ed cl ai ns and
thus insufficient to rebut the exam ner's reference evidence
of obvi ousness.

Thi s declaration evidence is also deficient in another
respect. Specifically, the record before us does not support
the conclusion that the antiwear property inprovenent shown in
t hese decl arati ons woul d have been unexpected by an artisan
with ordinary skill. Certainly, the declarations thenselves
contain no express statenents that the inproved results are
unexpected. More inportantly, the record contains evidence
which reflects that these inprovenents constitute nerely
typical variations in this art and thus woul d have been
expected rather than unexpected. This |last nmentioned evidence
constitutes the variation in antiwear properties discussed
above. By way of reiteration, whether the here clained
conpounds are conpared to each other or conpared to the prior
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art, the antiwear properties appear to vary by the sane
anount, nanely, approximately 12% This fact evinces that a
12% variation in antiwear properties is typical in this art
and thus expected rather than unexpected.

In summary, it is our determnation that the appellants
evi dence of nonobvi ousness is not conmensurate in scope with
the clains to which it pertains and fails to show that the
i mproved results woul d have been unexpected by one having an
ordinary level of skill in this art. As a consequence, we
consider all of the evidence of record, on bal ance, to wei gh
nost heavily in favor of an obvi ousness conclusion. W shal
sustain, therefore, the examner's 8 103 rejection of clains 1
t hrough 13 as bei ng unpatentable over the British reference to
Mles or the U S. patent to Mles or the European reference to
Unrenot o.

The decision of the exam ner is affirned.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED
BRADLEY R. GARRI S )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
THOVAS A. WALTZ ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
CATHERI NE TI WM )
Admi ni strative Patent Judge )
I'p
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APPENDI X
1. A compound of formula
. o 2 o
s. N
B O\ﬂ . oS lH ﬂ o 1 \ D
l:{LO/A A _| H

wher ei n

R, and R, are each independently of the other C,-C, al kyl, G-C,

cycl oal kyl, C,-GC cycl oal kyl net hyl, C,-C, bicycl oal kyl net hyl ,
G- C, tricycloal kyl nret hyl, phenyl,

cH®  cHS-
C-C,, al kyl phenyl or, taken together, are \C/
%
CH CHY>—
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R4 is <€CHuxxy,

, G-C, al kyl ene

ouuny __CH@/-\__ CHS— OL

NR,-, is a group of

R, i s hydrogen, C-Cj; al kyl, phenyl-C-C, al kyl, phenyl or

al kyl - substi tuted phenyl,
R, i s hydrogen or nethyl, and
bis an integer from4 to 6.
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