The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-
12, all of the clainms renmaining in the present application.

Caimlis illustrative:
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1. Anethod for preparing a biaxially oriented pol yester
sheet or web, with inproved antistatic properties, conprising
t he steps of

(i) stretching said polyester sheet or web first in one
direction and second in a direction perpendicular thereto

(ii) coating said hydrophobi c pol yester sheet or web,
ei ther before stretching or between said first and second
stretching operation, on one or both sides, wth a transparent
antistatic prinmer layer, wherein the coating conposition of
said transparent antistatic primer |ayer conprises (1) a
di spersion of a pol ythi ophene with conjugated pol yner backbone
and a pol yneric pol yani on conpound and (2) a |latex pol yner
havi ng hydrophilic functionality.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Tanabe et al. (Tanabe) 3, 683, 060 Aug. 8,
1972
Jonas et al. (Jonas) 5, 300, 575 Apr. 5,
1994

(filed Dec. 10, 1992)

Appel l ants’ clainmed invention is directed to a nmethod for
preparing a biaxially oriented polyester sheet wherein a
transparent antistatic priner |ayer is coated on the sheet
ei ther before stretching or between the first and second
stretching operations. The primer |ayer conprises a
di spersion of a pol ythi ophene wth conjugated pol yner backbone
and a pol yneric pol yani on conpound, along with a | atex pol ymner

havi ng hydrophilic functionality. According to the
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appel lants, “[t]he coating before or between the stretching
operations inplies that the pol ythi ophene with conjugated
pol ymer backbone has to withstand tenperatures up to 200EC
during heat setting and stretching w thout prohibitive
coloration and without losing its conductivity” (page 3 of
princi pal brief, second paragraph).

Appeal ed clainms 1-12 stand rejected under 35 U. S. C. 103
as bei ng unpatentabl e over Tanabe in view of Jonas.

Upon careful consideration of the opposing argunents
presented on appeal, we will not sustain the exam ner’s
rejection.

The exam ner appreciates that Tanabe, who di scl oses a
met hod of biaxially-orienting polyester filmby stretching the
filmin first and second directions, does not disclose coating
the presently clainmed antistatic conposition on the polyester
film let alone before or between the first and second
stretching operations. While there is no dispute that Jonas
di scl oses coating appellants’ antistatic conposition on a
pol yester sheet, there is no teaching in Jonas of applying the
antistatic conposition either before stretching or between the

first and second stretching operations. Hence, the issue
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before us is whether it would have been obvious for one of
ordinary skill in the art to apply the antistatic conposition
of Jonas to the pol yester sheet of Tanabe either before the
stretching operations or between the first and second
stretching operations.

Appel I ants contend that “there is nothing in the prior
art which woul d suggest that a pol ythi ophene with a conjugated
pol ymer backbone coul d withstand hi gh heat w thout prohibitive
di scoloration and without losing its conductivity” (sentence
bridgi ng pages 4 and 5 of principal brief). 1In the words of
appel lants, “the clains define an inventive advance in the
di scovery that polythi ophene with conjugated backbone in the
presence of a pol yneric polyani on conpound could w thstand
stretching at high tenperatures w thout being affected
adversely” (page 5 of principal brief). In support of their
argunent, appellants have cited an article in Synthetic Metals
(Exhi bit A) which, according to appellants, “establishes that
there were, at the priority date of the present invention,
serious concerns regarding the thermal stability of
pol y(al kyl t hi ophenes) and establishes that thermal undoping

was to be expected when pol yt hi ophene was subjected to
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el evated tenperatures” (page 5 of principal brief, |ast

sent ence).

In response to appellants’ argunents for nonobvi ousness,
the exam ner states the follow ng at page 4 of the answer:

Appel  ants’ suggestion that the conpounds cannot

wi thstand the tenperatures and/or stretching of the
processing in the filmstretching w thout being
adversely affected is a non-persuasi ve argunent
because the sanme conpounds are being disclosed in
the prior art as are being utilized in the instant

i nvention as clainmed and they woul d have the sane
property characteristics and the sanme associ at ed
ability to wthstand tenperature and/or stretching
wi t hout being adversely affected. Since the sanme or
simlar materials are going to operate in the sane
or simlar manner, with a reasonabl e expectati on by
one of ordinary skill in the requisite art, this
conbi nati on of teachings renders the scope of the
protection sought prima facie obvious.

Mani festly, the exam ner’s response begs the question of
whet her one of ordinary skill in the art would have reasonably
expected that the antistatic conmpositions of Jonas would
wi thstand the el evated tenperatures associated with the
bi axi al stretching operations of Tanabe. Cearly, the sane
antistatic conposition that is both presently clainmed and
di scl osed by Jonas woul d have the sane inherent properties and
characteristics, but the exam ner has pointed to no

recognition in the prior art that the antistatic conpositions
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of Jonas woul d be expected to avoid unwanted col oration and

| oss of conductivity during the el evated tenperatures of

bi axi al orientation and heat setting. W note that the

exam ner has not addressed appellants’ reliance on the article

in Synthetic Metals.
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I n concl usi on, based on the foregoing, the exam ner’s

decision rejecting the appealed clains is reversed.

REVERSED

Edward C. Kinmin )
Adm ni strative Patent Judge )
)
)
)
Peter F. Kratz ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Romul o H. Del nendo )
Adm ni strative Patent Judge )
ECK: t dl
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