TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Judges.

GARRI S, Administrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe final rejection
of clainms 1 through 20 which are all of the clainms in the
appl i cation.
The subject nmatter on appeal relates to a no fat, no

chol esterol cake, to a dry prem x for making such a cake and

! Application for patent filed Cctober 13, 1992.
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to a process for naking such a cake. This appeal ed subject
matter is adequately illustrated by independent claim1 which
reads as foll ows:

1. A no fat, no chol esterol cake, consisting
essentially of:

flour;

sugar ;

baki ng soda;

egg whites; and

an aci di c conponent consisting of fruit and/or fruit
juice which reacts with the baking soda to | eaven the cake,
sai d cake being substantially free of added fat and contai ni ng

not nore than 0.5 granms of fat and not nore than 2 ny. of
chol esterol per 100 gram servi ng.

The references relied upon by the exam ner as evidence of
obvi ousness are:
Fahl en 4,971, 823 Nov. 20,
1990

Dobbi n, “Appl esauce Cake,” The Low Fat, Low Cholesterol Diet,
Doubl eday & Conpany, Inc., New York (1951) pp. 242-243.

Mat z, “Chem cally Leavened Bread and Rolls,” Fornmula and
Processes for Bakers, Pan Tech International, Inc., Texas
(1987)

pp. 102-105.
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California Prune Board, “Utilization of Dried Pluns in
Reduced- Fat/ Chol est erol - Free Bakery Products,” Research
Report, dated 1992.

Clainms 1 through 11 and 13 through 19 stand rejected
under 35 U. S.C. § 103 as bei ng unpatentabl e over Dobbin in
vi ew of Fahl en and Matz.

Clainms 1 through 20 stand rejected under 35 U.S.C. § 103
as being unpatentable over the California Prune Board
ref erence.

According to the appellant (e.g., see page 2 of the Brief
and page 2 of the Reply Brief), the clains on appeal are
grouped separately as foll ows:

(1) clains 1, 4, 5;
(2) clainms 2, 3, 8-12;
(3) clains 6, 7; and
(4) clains 13-20.

W refer to the several Briefs and Answers of record for
a conpl ete exposition of the opposing viewpoi nts expressed by
t he appel |l ant and the exam ner concerni ng the above noted

rej ections.

OPI NI ON
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For the reasons which follow, we will sustain the § 103
rejection of clainms 1 through 11 and 13 through 19 as being
unpat ent abl e over Dobbin in view of Fahlen and Matz but not
t he
8 103 rejection of clains 1 through 20 as bei ng unpatentabl e
over the California Prune Board reference.

Concerning this |last nmentioned reference, the appell ant

and the exam ner disagree as to whether the reference, vis a

vis its publication date, has been established on this record
as prior art against the here clained invention2 Even
assumng that the California Prune Board reference
constitutes prior art with respect to the appeal ed cl ai s,
however, it is clear to us that the examner’s rejection based

on this references cannot be sustained. This is because the

2 We here clarify and enphasize that the disclosure
relied upon by the exam ner in support of her rejection of
claims 1 through 20 constitutes the “oat bran muffins”
teachings in the California Prune Board reference which bears
the date “2/92” on the | ast page thereof. The exam ner’s
referrals to other docunents such as the California Prune
Board reference which bears the date “1/91” and a Washi ngt on
Post article are not relevant to the obviousness issues raised
by this rejection. It follows that we have not considered
t hese other docunents in assessing the propriety of the
rejection in question.
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reference disclosure concerning “oat bran muffins”, which the
exam ner relies upon as support for her obvi ousness
conclusion, quite plainly would not have suggested the here
cl aimed inventi on.

More specifically, the aforenmentioned disclosure rel ates
to a muffin product having a fat content many tinmes higher
than the maxi num al |l owed by i ndependent clains 1 and 8.

Mor eover, the examiner’s position that it would have been

obvious to |lower the fat content of this product so as to be
within the here clained range sinply is not supported by the
requi site teaching/ suggestion and reasonabl e expectati on of

success. Inre QFarrell, 853 F.2d 894, 903-904, 7 USPQd

1673, 1680-1681 (Fed. Cir. 1988). Simlarly, the California
Prune Board reference contains no teaching or suggestion of a
dry prem x having the ingredients and proportions defined by
appeal ed i ndependent
claim 6.

In light of these evidentiary deficiencies, we cannot
sustain the examner’s 8§ 103 rejection of clains 1 through 20
as bei ng unpatentable over the California Prune Board

r ef erence.
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On the other hand, it is appropriate that we sustain the
examner’s 8 103 rejection of clains 1 through 11 and 13
t hrough 19 as bei ng unpatentabl e over Dobbin in view of Fahl en
and Mat z.

Not wi t hst andi ng the appellant’s argunents to the
contrary, it is our opinion that Fahlen woul d have suggested
to one wwth an ordinary level of skill in the art substituting
a fruit material such as fruit paste for the oil used in
Dobbi n’ s *“ Appl esauce Cake” reci pe based upon a reasonabl e
expectation of success. This suggestion and expectation of
success woul d have arisen from Fahlen’s teaching of desirably
and successfully replacing fat with fruit paste in a bread
product (e.g., see lines 17 through 23 and 26 through 38 in
colum 1). Wile we appreciate the appellant’s point that
such products are distinct from cake products of the type
under consideration, an artisan with ordinary skill would have
considered the benefits associated by Fahlen with this
repl acenent (e.g., a nore healthy food product while
mai ntai ning flavor and processability) as being applicable to

cake products of the type taught by Dobbi n.
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Further, the | eavening reaction between fruit acid and
baki ng soda, which is recited in appeal ed i ndependent clainms 1
and 8, would have been suggested and expected to the artisan
in view of the Matz disclosure (e.g., see the first and second
par agraphs on page 102, the paragraph bridging pages 102 and
103, the first full paragraph on page 103 and the first and
second par agraphs on page 105)3%  As support for her
nonobvi ousness position, appellant argues that Matz teaches
that acidic fruit products are undesirable. From our
per spective, however, Matz sinply teaches that premature and
nonuni f orm | eaveni ng reacti ons between baki ng soda and acidic
food ingredients such as fruit juices are undesirable (again
see the first two paragraphs on page 105). dearly, the Matz
teaching as a whol e woul d not have di ssuaded the artisan from

using fruit products in the manner under consideration.

3 Concerning the matter of |eavening, the appell ant
argues that Dobbin relies upon heat, soda and salt to produce
a |l eavening reaction, rather than a fruit acid conponent and
baki ng soda as here clainmed, and that the appl esauce of
Dobbin’s recipe is not believed to contain sufficient acid to
effect the here clained reaction. On the record before us,
however, this argunent is without evidentiary support of any
kind and thus nust be regarded as purely specul ati ve.

7
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We also agree with the examner that it would have been
obvious for an artisan to nodify the appl esauce cake recipe of
Dobbin so as to utilize flour, sugar and baki ng soda
proportions (e.g., see appealed clainms 2, 3, 8-12) within the
ranges here clained and concomtantly to elimnate salt (see
appeal ed clains 13-19) fromthis recipe notivated by a desire
and reasonabl e expectation of success in relation to obtaining
a flavorful and healthy food product. As for the dry prem X
feature of independent claim6 and the clains which depend
therefrom it would have been obvious for the artisan to
conbine the dry ingredients of Dobbin’s appl esauce cake recipe
as a dry prem x, thereby obtaining the handling and processing
advant ages associated with a dry prem x, in view of, for
exanple, Matz's teaching of dry prem xes as well known in the
prior art (e.g., see the first paragraph on page 105).

In light of the foregoing, it is our determ nation that

t he Dobbin, Fahlen and Matz references establish a prima facie

case of obviousness with respect to appealed clains 1 through
11 and 13 through 19. As support for her nonobvi ousness
position, the appellant proffers several affidavits which
prai se the taste of cake sanples given to the affiants by the

8
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appellant. Cearly, however, these cake sanples were limted
to specific ingredients and proportions and thus much nore
narrow i n scope than the appealed clainms. |Indeed, in the
appel l ant’ s subm ssion “What was Learned fromthe baking
experinments” (referred to in the paragraph bridgi ng pages 16
and 17 of the Brief), it is stated (apparently by the
appel l ant) “you nust have a high acidic fruit that enploys
LOTS of flavor in the cake and in chunk form this is what
differentiates ny cakes fromall the rest” (see the |ast
sentence of this subm ssion). Significantly, none of the
appealed clains are limted to high acidic fruit in chunk
form It follows that the affidavit evidence of

nonobvi ousness, even when viewed in its nost favorable |ight,
is considerably nore narrow in scope than the here clained
subject matter and accordingly that this evidence is not

sufficient to rebut the prina facie case of obvi ousness

establ i shed by the Dobbin, Fahlen and Matz references. |In re
Dill, 604 F.2d 1356, 1361, 202 USPQ 805, 808 (CCPA 1979).

In addition, it is questionable whether the flavorful
taste referred to in these affidavits woul d have been
unexpected to one with an ordinary skill in the art. This is

9
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because Fahlen explicitly teaches that replacing fat wwth a
fruit product (i.e., fruit paste) yields an acceptable food
product. Although the food product of Fahlen is bread, an
artisan with ordinary skill would have expected simlar
acceptable results in the context of a cake food product as
di scussed previously.

Under these circunstances, it is our ultimate conclusion
that all the evidence of record, on bal ance, wei ghs nost
heavily in favor of an obvi ousness conclusion. W shall,
therefore, sustain the examiner’s § 103 rejection of clains 1
t hrough 11 and 13 through 19 as bei ng unpatentabl e over Dobbin
in view of Fahlen and Mat z.

The decision of the examner is affirned-in-part.

10
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
JOHN D. SM TH )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
BRADLEY R GARRI S ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PETER F. KRATZ )
Adm ni strative Patent Judge )
bae
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Robert E. Purcell
Reilly & Purcell
1120 Lincoln Street
Suite 1500

Denver, CO 80203
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