TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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ON BRI EF

Bef ore METZ, WARREN and SPI EGEL, Adm nistrative Patent Judges.

METZ, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe exam ner's refusal to allow
claims 1, 3 through 7, 10, 11, 14 and 17 through 19. dainms 2,

8, 9, 12 13, 15 and 16 are clains directed to the previously

! Application for patent filed July 21, 1994.
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non-el ected invention, 37 CF. R § 1.142(b), and, accordingly,

formno issue in this appeal

THE | NVENTI ON

The appeal ed subject natter is directed to a genus of
conpounds which nmay be broadly characterized as i ndene-1-
acetam des. According to appellants, the conpounds are useful
for the general treatnent of conditions induced or nuintained
by overproduction of the enzyne human non-pancreatic secretory
phosphol i pase A, or "sPLA,”. Such conditions include septic
shock, adult respiratory distress syndrone, pancreatitis,
trauma, bronchial asthma, allergic rhinitis and rheunmatoid
arthritis.

Clainms 1, 11 and 14 are believed to be adequately
representative of the appeal ed subject matter and are
reproduced bel ow for a nore facile understanding of
appel l ants' i nvention.

Claim 1. An indene-1-acetam de conpound or a

phar maceutical ly acceptable salt, solvate or prodrug

derivative thereof; wherein said conpound is
represented by the fornula (1);



Appeal No. 1997-2184
Appl i cation 08/ 278, 441

wher ei n;
X is oxygen or sulfur;

each R, i s independently hydrogen, G-C, al kyl, or
hal o;

R, is selected fromgroups (a), (b) and (c) where;

(a) is C-G, alkyl, GC-Gy alkenyl, C-GC, al kynyl,
carbocyclic radical, or heterocyclic radical, or

(b) is a menber of (a) substituted
wi th one or nor e i ndependent |y
sel ected e non-interfering

substi t uent S; or

(c) is the group -(L)-R,,; where, -(L)- is a divalent
[inking group of 1 to 12 atons and where R, is a
group selected from(a) or (b);

R, i s hydrogen, halo, G-C, al kyl, C,-C, cycloal kyl,
C;- C, cycl oal kenyl, -0-(C-C, alkyl), -S-(C-C, al kyl),
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or a non-interfering substituent having a total of 1
to 3 atons other than hydrogen;

R, and R, are independently sel ected from hydrogen, a
non-interfering substituent, or the group,
-(Ly-(acidic-group); wherein -(L,)-, is an acid

i nker having an acid linker length of 1 to 10;

provi ded, that at |east one of R, and R, nust be the

gr oup,
-(La)-(acidic group); and

R, and R, are each independently sel ected from
hydrogen, non-interfering substituent, carbocyclic
radi cal, carbocyclic radical substituted with
non-interfering substituents, heterocyclic radical,
and heterocyclic radical substituted with
non-interfering substituents.

Claim 11. A pharnmaceutical formulation conprising

t he i ndene-1-acetamde as clained in daiml
together wth a pharmaceutically acceptable carrier
or diluent therefor.

Claim14. A nethod of treating a mammal to alleviate
t he pat hol ogi cal effects of septic shock, adult
respiratory distress syndrone, pancreatitis, trauns,
bronchial asthma, allergic rhinitis, and rheumatoid
arthritis; wherein the nethod conprises

adm nistration to said manmal of at |east one

i ndene- 1-acetam de as claimed in Claim1l in an
anount sufficient to inhibit sPLA, nediated rel ease
of fatty acid and to thereby inhibit or prevent the
arachi donic acid cascade and its del eterious
products.

OPI NI ON
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Clainms 1, 3 through 7, 11 and 14 are rejected as failing
to conply with 35 U S.C. §8 112, second paragraph. dains 1, 3
through 7, 10, 11, 14 and 17 through 19 stand rejected as
bei ng unpatentable under 35 U S.C. §8 103 fromGrard or Shen
et al. (either 3,888,902 or 3,954,852), any considered al one.
W reverse.

THE REFERENCES

The references of record which are being relied on as

evi dence of obvi ousness are:

Shen et al. (Shen '902) 3,888, 902 June 10, 1975
Shen et al. (Shen '852) 3, 954, 852 May 4, 1976
Grard et al. (Grard) 5, 093, 356 March 3, 1992

THE REJECTI ON UNDER 35 U.S. C. § 112

In rejecting appellants' clainms under this section of the
statute, it is incunbent upon the exam ner to factually
establish that one having ordinary skill in the art would not
have been able to ascertain the scope of protection defined by
the clains when read, not in a vacuum but in light of the

supporting specification. |In re More, 439 F.2d 1232, 1234,

169 USPQ 236, 238 (CCPA 1971); In re Hanmmack, 427 F.2d 1378,

1382, 166 USPQ 204, 208 (CCPA 1970). Thus, the exam ner bears
the initial burden of establishing a prima facie case of
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failing to conply with the second paragraph of the statute.
Here, the exam ner has nerely announced that he does not
under st and what substituents are intended by the term nol ogy
used in the clains, that is, the exam ner does not understand
what are the "non-interfering substituents" R, and R,.
Mor eover, al though the exam ner does not precisely reference
the exact claimtermto which he objects, the exam ner
expresses his concerns by stating at page 3 of his Answer
"[w] hat are the nunbers 1-10 for La? What |inker groups
are intended? Are 1-10 oxygens, sulfur, carbon, nitrogen,
Se, P, Ge, Pb also intended? Thus, the clains are
i ndefinite. "
Nei t her expressed ground serves as a basis for sustaining
ei ther rejection.
As we have stated above, the question to be resolved is
whet her the hypothetical person of ordinary skill in the
rel evant art, having read appellants' specification, would
have been able to determ ne the scope of appellants’
i nvention. Appellants have stated that the neaning intended
for the term"non-interfering substituent” was a substituent

whi ch does not interfere with the conmpounds’ sPLA, inhibiting

properties (see page 5 of the brief). Considered with the |ist
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found on page 5, line 29 through page 6, line 16 of the
specification of exenplary types of "non-interfering”
substituents, we find the term nology "non-interfering
substituent” as used in the clains woul d have been clearly
understood by the hypothetical person of ordinary skill.

Li kewi se, the exam ner has reached his conclusi on about
the neaning of the term"an acid |inker having an acid |inker
length of 1 to 10" only by ignoring appellants' definition of
the sane in their specification. At page 7, line 7
appel l ants define the term as:

a divalent linking group synbolized as, -(La)-, which has
the function of joining the indene nucleus to an acidic

group ...

Thereafter, on page 8, line 6 through page 9, line 5,
appel lants further define what they intend by their claim
t er m nol ogy.

We cannot say that the term nology is conventional but it
is defined. Admttedly, the clains are al so of considerable
scope; however, this, in and of itself, is not a basis for

rejection. U S. Steel Corp. v. Phillips Petrol eum Co., 865

F.2d 1247, 1251, 9 USPQ2d 1461, 1464 (Fed. Cr. 1989). As the

court suggested in In re Borkowski, 422 F.2d 904, 909, 164
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USPQ 642, 646 (CCPA 1970), the proper approach to take when
clainms are found to be of a scope such that they do not

di stinguish fromthe prior art is to reject such clains on

prior art not reject themunder the second paragraph of the

statute.

It is also generally understood that an applicant for
patent may be his own | exi cographer so | ong as an applicant
for patent clearly sets forth in applicant's specification the
definition applicant intends for a particular claimterm even
when that definition is different fromthe conventional, art-

recogni zed definition. Beachconbers, Int. v. WIdeWod

Creative Products, Inc. 31 F.3d 1154, 1158, 31 USPQd 1653,

1656 (Fed. Cir. 1994); ZM Corp. v. Cardiac Resuscitator

Corp., 844 F.2d 1576, 1579, 6 USPQ2d 1557, 1560 (Fed. GCr

1988); Envirotech Corp. v. Al _George, Inc., 730 F.2d 753, 759,

221 USPQ 473, 477 (Fed. GCr. 1984). As we have concl uded
above, appellants have certainly set forth the neaning they
intend for their claimlanguage.

For all the above reasons, the rejection under 35 U S. C

8 112, second paragraph is reversed.
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THE REJECTI ONS UNDER 35 U.S.C. § 103

We shall reverse each of the exam ner's stated reasons
for finding appellants' clained invention to be unpatentable
under 35 U.S.C. 8 103. W find no reference relied on would
have fairly suggested appellants' clainmed group of indene-1-
acetam des and we find no reference on which the exam ner has
relied woul d have suggested that appellants' conpounds woul d
have been expected to exhibit sPLA, inhibition.

We presune the exam ner's characterization of the "prior
art" as disclosing "a generic group of benzylidene substituted
i ndane conpounds” is a reference to the "prior art” on which
he relies and while we agree with the examner's
characterization of that "prior art"” as disclosing "a generic
group of benzylidene substituted i ndane conmpounds”, we find no
evidence in any of Grard, Shen '902 or Shen '852 of
appel l ants' particularly substituted indene-1-acetam des.
Specifically, and contrary to the exam ner's concl usion, none
of the cited prior art discloses at the positions bearing
appellants' R, or R, of the indene noiety an "acidic group”
attached to the indene noiety by a linking group. Rather,

each of the prior art references discloses a "carboxy"
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substituent directly attached to the indene noiety.

In Grard, the exam ner directs our attention to the
definition of R as "carboxy" and, for the first time in his
Answer at page 6, to the disclosure in colum 2 wherein R is
defined as OR, R is R and R is lower alkyl substituted with
-COOH group. According to the exam ner, the disclosure of R
as carboxy in general and the specific disclosure of the group
-0 (CH,) ,-COOH "teach(es) and suggest(s) appellant's
invention." However, when R' is "carboxy", the "carboxy"
radical is attached directly to the indene noiety. Wth
respect to the examner's newy proposed interpretation of R
we sinply observe that the exam ner has m scharacterized the
reference in reaching his conclusion. Specifically, while
G rard does disclose that R* may be -OR and RR may be R, R is
defined as lower alkyl. Contrary to the exam ner's
representation, R is not defined as |ower al kyl substituted
with -COOH Rather, it is RR and R which may be independently
selected fromthe groups denom nated as "c)" through "g)" in
colum 2 lines 29 through 39 of Grard. Suffice it to say we
find no disclosure in Grard which woul d have suggest ed

appel l ants' particularly substituted indene-1-acetani des.
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Accordingly, we reverse the examner's rejection of the clains
as it is founded on Grard.

We al so disagree with the exam ner's characterization of
both the Shen '902 and Shen ' 852 disclosures that R, and R, may
be "carb | ower al koxy which is -O (CH,) ,-COOH'. Rather, we
consi der the described "carb | ower al koxy" groups to represent
the chem cal nmoiety -C(O-(lower al koxy). Thus, each of the
Shen references discloses noieties which attach directly to
t he i ndene noiety through the carboxy carbon term nus of the
"carb | ower al koxy" substituent and not via a "linking" group
as required by the clains. Accordingly, we reverse the
examner's rejection of the clains as it is founded on either
Shen ref erence.

SUMVARY
The exam ner's rejection of the clainms under 35 U S.C. 8§

112, second paragraph, is reversed.

The exam ner's rejection of the clains as being
unpat entabl e under 35 U.S.C. 8 103 is reversed.

REVERSED.
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ANDREW H. METZ )
Adm ni strative Patent Judge )
)
)
)
CHARLES F. WARREN ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
CAROL A. SPI EGEL )
Adm ni strative Patent Judge )
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ELI LILLY AND COVPANY
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