THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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This is a decision on an appeal fromthe final rejection

of claims 1 through 6, 8 through 11 and 20 through 26 which

are all of the clainms pending in the application.

The subject matter on appeal relates to a nethod of
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applying a running track to a substrate which conprises
introducing into a nozzle a first stream conprising a rubber
particul ate material and separately introducing into the
nozzl e a second stream conprising a binder for the particul ate
mat eri al and causing the binder to encapsulate the particul ate
material and forma first conbined streamin the nozzle and
di spensing this conbi ned streamfromthe nozzle onto the
substrate to forma first surface |ayer of the running track
Further details of this appeal ed subject matter are set forth
in representative independent claim11, a copy of which taken
fromthe appellant’s brief is appended to this decision.

The references relied upon by the exam ner as evidence of

obvi ousness ar e:

Fritz 2,025,974 Dec. 31, 1935
Coke et al. (Coke) 4,420,513 Dec. 13, 1983

Sorathia et al. 5, 320, 870 Jun. 14, 1994
( Sor at hi a) (filed Aug. 28, 1991)

Al'l of the clains on appeal are rejected under 35 U.S. C
8 103 as bei ng unpatentabl e over Coke in view of Sorathia and
Fritz.

We refer to the brief and reply brief and to the answer
for a thorough discussion of the opposing viewuoints expressed

by the appellant and the exam ner concerning the above noted
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rej ection.
OPI NI ON
For the reasons set forth below, this rejection cannot be
sust ai ned.
In the paragraph bridging pages 4 and 5 of the answer,
t he exam ner expresses his basic position as foll ows:

It is the Exam ner’s position that, based on the
conbi ned teachings of Coke, Fritz, and Sorathia, it
woul d have been obvious to one of ordinary skill in
the art to have utilized the nozzle of Fritz to
apply the m xture of Coke because Coke wants to wet
particles with a binder and apply themto a
substrate, Sorathia teaches that it is advantageous
to supply particles and a binder separately to a
substrate in order to avoid clogging of spray
equi pnent, and Fritz teaches a suitable nozzle which
can be used to wet particles with a binder which
does not pre-mx the materials. It is the
Exam ner’s position that one having ordinary skil
in the art would recognize (based on the Sorathia
teachi ngs) that by applying the rubber/latex m xture
of Coke without premxing (i.e., using the Fritz
nozzl e) one woul d obtain an advant ageous result, no
cl oggi ng of the spray equi pnent. Furthernore, it is
the Exam ner’s position that there would have been a
reasonabl e expectation by one having ordinary skil
that the nozzle of Fritz, when utilized to spray the
rubber coatings of Coke, would have provided results
simlar to those obtained by Coke, i.e., the final
product woul d be the sane.

Not wi t hst andi ng a careful consideration of the examner’s
position, we agree with the appellant that the here applied
references woul d not have suggested the nethod defined by the
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claims on appeal. Fundanental to the exam ner’s position is
the proposition that Sorathia would have suggested avoiding a
cl og-problemin the nmethod of Coke whereby the artisan with
ordinary skill “would recognize (based on the Sorathia

teachi ngs) that by applying the rubber/latex m xture of Coke
w thout premxing (i.e., using the Fritz nozzle) one would
obtai n an advantageous result, no clogging of the spray

equi pnent”. As correctly indicated by the appellant, however,
t he cl oggi ng problem of Sorathia is avoided by using mlled or
powdered fibers in patentee’s resin/fiber mxture (see lines 9
through 16 in colum 3).

Thus, even assum ng that an artisan woul d have consi dered
Coke’ s nethod to have a cl og-probl em and woul d have been
nmotivated to avoid this problemin light of the other applied
references, the resulting nmethod woul d not correspond to the
here clainmed method. This is because Sorathia, the only
reference to disclose a clog-problem avoids the problem by
using relatively small fibers. Fromour perspective, it
follows that, at best, Sorathia would have suggested avoi di ng
a potential clog-problemin Coke' s nmethod by nodifying the

prem xi ng technique of this nmethod (see the paragraph bridging
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colums 7 and 8 of the Coke patent) so as to enploy relatively
smal | granul ar particles.

I n essence, the deficiency of the exam ner’s rejection
lies in the fact that none of the applied references including
Sorat hia contains any teaching or suggestion of avoiding a
cl og-probl em of the type under consideration by separately
introducing particulate material and the binder therefor into
a nozzle where these ingredients are conbined into a stream
which is then dispensed fromthe nozzle in accordance with the
here clainmed nmethod. It is only the appellant’s own
di scl osure whi ch contains any such teaching. It is reasonably
apparent, therefore, that the examner’s rejection is based
upon i nperm ssi bl e hindsight derived fromthe appellant’s own
di scl osure rather than a teaching, suggestion or incentive

derived fromthe applied prior art. WL. Gore & ASSOCS. V.

Garlock, Inc., 741 F.2d 1540, 1553, 220 USPQ 303, 312-313

(Fed. Cir. 1983), cert. denied, U S. 851 (1984).

Under the circunstances recounted above, we cannot
sustain the exam ner’s section 103 rejection of the appeal ed
clains as bei ng unpatentabl e over Coke in view of Sorathia and

Fritz.
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The deci sion of the exam ner is reversed.

REVERSED

Bradley R Garris )
Adm ni strative Patent Judge )
)
)
)
Charles F. Warren ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Peter F. Kratz )
Adm ni strative Patent Judge )
t di
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Kevin S. Lenmack

NI ELDS & LEMACK

176 E Main Street - Suite 8
West boro, MA 01581



Appea

No.

1997- 2275

Appl i cation No. 08/390, 281

APPENDI X

[OLIT § 26CONq 2IL{ICS [JAGL OF 291G LADUIDE LK’
qrebeneIuR 291q 2600Uq COWIPIUGY 2(L6SMY {LONY 291G UOSI[6 OLIO 6 26f [IL2f 2MLIICE [IAEL {0
[PIL] 2[L691U 9Uq [OLLU § 26C0NQG COWIPING] 2fL6INT 1T 291 DOST]6!
CIMRINE 291q PIUGEL 1 291q [ONLIP 2(L6W (0 cucsbemgis 291 LApPEL DILICH]IG WIELITY 11 291G
g [9fex:
1oL 291q baLgIcnsre WYGLIS] 26]6Cieq ILOW (6 BLOND comereiug of YU 92bysyr cWNeION’ 9 ALEISG S1]
26b9L9(6]A 1WLOGMCIUR § [ONMLI 2(L69NT IU(0 291 NOSS]E® 281G [ONLIY 2(L691T COMDLIZINE § pruqeL
(qIeU6 WOUOWEL SUq 2(AL6UG-PAIICHE LIPPEL PYAIDR 90 JacLsBe bericye 2ise Riegrel [poy 3 wur
WYIELIT] 26]6Cieq [LoW (pe Bromb cowereaut of (s1bojAmel 6]yeromeL wyqe LOW fpAjeus-bLobAjene
IUFLOGNCIUR § (PIL] 2(L6910 1U[0 § UOSS[6’ 291q (PIL] 2(690r combLieind ¢ Lapper beLmemsre
9I[JOMING 291q [IL2f 2MLITCE J9AGL [0 26(
2MLIICE [IAGL OF 291q LAUUIUE [LICK:
qrebereIuR 291q {Lef COLIPING] 2L6STU JLOWT 291 DOSS|E O[O 291q 2MPefLsls [0 JOLW § L2l .
2(LESIT 1U 291q DOSSG:
CINRILR 291q PIGEL {0 6UCID2NSIS 291q LAPPL DILICHTILE WIELIT] SUQ [OLIT § [IL2f COWIPITG]
MLG[PING 9uq g [96X:
pIugeL foL 2s1q bsiien|sre myreLs] 2sjecreq [LOW (s Bronb comereqw® of su sebpsyr emnyeron’ §
2cbsLSI6]A II{LOGNCIVR § 26C0Nq 2(L6ITU TUIO 291q OSI]E’ 291q 26COU] 2(L691U COWDLIAINE 9
QqIeUG WONOWEL’ SUq 2fAL6UG-PMIIqIeNs LIPPEL PYAINR 9u 9a6LIBe byLiicle 2ise BreseL (pow 5 W
WI9IELIS] 26]6Cieq [Low fpe BLonb coweranu’ of (s1bojAmer cigesomeL wyqe Low epA[eUs-bLobAsus
IURLOGNCIDR § [IL2f 2(L69L0 TUIO ¥ LOSS[6’ 291q [Lef 2fe9w cowbirew® ¢ Lapper bsrpcnpsre

I v werpoq of 9bbjAIR ¥ Lmmmwg wyck (0 § enpemye’ cowbiremwy:



