TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No. 14

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GEORGE R TEUFEL

Appeal No. 1997-2632
Application No. 08/163,902

ON BRI EF

Before KIMLIN, JOHN D. SM TH, KRATZ, Adm ni strative Patent
Judges.

KRATZ, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 1-6, which are all of the clains pending

in this application.

BACKGROUND

Appel lant's invention relates to a nethod of making an
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i nsecticidal soil anendnent and the product thereof.
According to appel lant (specification, pages 2 and 3),

di at omaceous earth (diatomte) is a known insecticidal agent
and is used for other purposes, such as a filtering agent in
brewery processes. Appellant discloses that spent filtering
aids containing diatomte that have been used in a brewery
process are clogged with organic nmaterial, hence they are not
useful in that formas a soil anendnment (specification, pages
3 and 4). The subject matter at issue herein relates to (1)
appel l ant' s di scl osed nmethod of treating such used filtering
ai ds via conposting to cause decay of the retained organics in
the used filtering aid and (2) the product of such treatnent.
The conpost product mxture is allegedly useful as an

i nsecticidal soil amendnent. See pages 5 and 6 of the
specification. An understanding of the invention can be
derived froma reading of exenplary clains 1 and 3, which are
r epr oduced bel ow.

1. A nethod for making an insecticidal soil anmendnent,
conpri si ng:

m xing a used filtering agent and a conpostabl e
material, the filtering agent being characterized in that the
filtering agent includes diatonmte that has retained certain
organic particulates resulting froma prior use of the
filtering agent, and conposting the m xture a sufficient
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anount of time to cause decay of both the conpostable materia
and the organic particulates retained by the diatomte, the
conposted m xture together form ng the insecticidal soi
anendnent, and further, the decayed organic particul ates
providing nutrients for the resultant soil anmendnent.

3. An insecticidal soil anendnent, conpri sing:
raw ground tree bark; and

a used filtering agent conprised substantially of
diatomte, the diatomte being of a type that has retained
certain organic particulates resulting fromprior use of the
filtering agent, and wherein the bark and filtering agent have
been m xed and conposted together such that the organic
particul ates retained by the diatomte substantially decayed,

t hereby nmaking the diatomte usable as an insecticidal agent
and producing nutrients for the conposted m xture, the
conposted bark and filtering agent together form ng the

I nsecticidal soil anmendnent.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

De Boodt et al. (De Boodt) 4,494, 975 Jan. 22,
1985
Wi er gr aber 5, 145, 492 Sep. 08,
1992

Al'len, “A Natural Earth That Controls Insects”, Organic
Gar deni ng

and Farm ng (1992), pages 50-56.
The exam ner additionally relies on appellant's

adm ssions set forth in Paper No. 4 at page 3, |lines 6-13 and
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at page 5, lines 8-10 of the Brief. See, e.g., fina
rejection, page 3 and answer, page 4.

Clainms 1-6 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Allen taken with De Boodt further in view of

Wi er gr aber?.

OPI NI ON
We have carefully reviewed the specification, clains and
applied prior art, including all of the argunents advanced by
t he exam ner and appellant in support of their respective
positions. In so doing, we find ourselves in agreenent with
appel l ant' s vi ewpoi nt that the exam ner has not established a

pri ma facie case of obviousness of the clai ned net hod.

Accordingly, we will not sustain the exam ner's rejection of
clains 1, 2, 4 and 5 for essentially those reasons advanced by
appel l ant. However, we will sustain the examner's 8 103
rejection as it pertains to product clains 3 and 6 for
essentially those fact findings and conclusions set forth in

the answer and as further discussed below. Qur reasons

! The adm ssions, as noted above, are also relied upon by
the examner in the rejection at issue herein.
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fol |l ow.
Rejection of Clains 1, 2, 4 and 5

Al'l en discloses the use of diatomaceous earth as an
i nsecticide for protecting crops. Allen teaches that the
“razor-like construction of a diatomte fragnment is just right
to disrupt the life process of insects . . .” (carryover
sentence, pages 50 and 52). De Boodt discloses the use of
tree bark as a pronoter for and part of a conposting m xture.
Wi er gr aber di scusses the use of a high tenperature treatnent
of spent filter aids such as diatomte that nmay have been used
in a brewery to renove organi c contam nants therefrom The
heat treated product of Wiergraber is disclosed as being
reusable as a filter aid.

The exam ner's position is that a skilled artisan would
have been notivated by the conbi ned teachings of the applied
references including the adm ssions, of record, to not only
use Wi ergraber's disclosed heat treatnent method for
regenerating spent brewery filter aid diatomte by renoving
organi cs therefrombut to al so use a conposting mnet hod
corresponding to the nethod clainmed herein for treating such

spent diatomte to recover an insecticidal soil amendnent.
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The exam ner reasons, in effect, that conposting woul d have
been recogni zed by one of ordinary skill in the art as an
alternative to the heat treatnent process of Wi ergraber for
treating the spent filter aid to renbve organi c contam nants
and reclaimits insecticidal properties (answer, pages 4-6).

Appel | ant acknowl edges that “it is known to m x natura
diatomte with soil or conpost to create an insecticidal soi
amendnent for flower or planting beds” (brief, page 5).
However, appellant asserts that the conbi ned teachings of the
appl i ed references woul d not have suggested the cl ai ned
conposting nethod for recovering an insecticidal form of
diatonmite fromused filter agent retaining organic
particul ates. Rather appellant urges that the applied
ref erences woul d have taught one of ordinary skill in the art
a nethod of making “an insecticidal soil amendnent from
diatonmite that was previously used as a filtering agent by
first heating the diatomte to regenerate its effectiveness as
an insecticidal agent, and then adding it to soil or conpost
to make the anmendnent” (brief, page 6).

On this record, we agree with appellant. 1In particular,

we note that there is no suggestion in the teachings of the



Appeal No. 1997-2632
Application No. 08/163,902

ref erences that conposting would be an effective nethod to
reactivate spent diatomte filtering agent for any purpose | et
al one for use as an insecticidally active material as part of
a soil anmendnent.

It is our viewthat the notivation for the exam ner's
stated rejection appears to cone solely fromthe description
of the nethod at issue in appellant's specification.
Certainly, the exam ner has not convincingly established how
the applied references' teachings would have led a skilled
artisan to the herein clainmed process. Thus, the record
i ndi cates that the exam ner used inperm ssibl e hindsight when

rejecting the clains. See WL. Gore & Associates v. Garl ock,

Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. G

1983), cert. denied, 469 U S. 851 (1984); In re Rothernel, 276

F.2d 393, 396, 125 USPQ 328, 331 (CCPA 1960). Accordingly, we
will not sustain the examner's rejection of nmethod clains 1
2, 4 and 5 for the reasons set forth above and as devel oped in
appel lant's bri ef.
Rej ection of Clains 3 and 6
Qur disposition of the examner's 8 103 rejection as

applied to clains 3 and 6 is another matter. Since appeal ed
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clains 3 and 6 are in product-by-process format, certain
princi ples of patent jurisprudence apply. W note that the
patentability of a product is a separate consideration from

that of the process by which it is made. See In re Thorpe,

777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985).
Mor eover, determ nation of the patentability of a product-by-

process claimis based on the product itself. See In re

Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972). In
ot her words, the patentability of the product does not depend

on its nethod of preparation. See In re Pilkington, 411 F.2d

1345, 1348, 162 USPQ 145, 147 (CCPA 1969). Hence, if the
cl ai med product is the sane as or obvious froma product of
the prior art that is made by a different process, the claim

I's unpatentable. See In re Marosi, 710 F.2d 799, 803, 218

USPQ 289, 292-293 (Fed. Cr. 1983). If the prior art product
appears to be substantially the sane as the claimed product,
the burden is on the applicant to establish with objective

evi dence that the claimed product is patentably distinct from

the product of the prior art. See In re Brown, 459 F. 2d at

535, 173 USPQ at 688.

Here, as noted above, appellant has acknow edged that “it
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is known to mx natural diatomte with soil or conpost to
create an insecticidal soil anmendnment for flower or planting
beds” (brief, page 5). Moreover, the exam ner has relied on
appellant's admtted fact that tree bark has been used in
conbination with diatomte in a conpost (final rejection, page
3 and answer,

page 3).

Since clains 3 and 6 are drawn to a soil anmendnent
product that contains diatomte and conposted bark that
appears to substantially enbrace the admtted prior art
diatomte/tree bark conpost product, we agree with the

exam ner that a prima facie case of obvi ousness of the clai ned

product has been established by the exam ner. W note that no
convi nci ng argunment or evidence has been furni shed by
appel l ant establishing a patentable distinction between
appel l ant's soil anendnment product and that of the prior art.
Consequently on this record, we shall affirmthe examner's 8§

103 rejection of clainms 3 and 6.

CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
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claims 1, 2, 4 and 5 under 35 U. S.C. § 103 is reversed. The
deci sion of the examner to reject clains 3 and 6 under 35

US.C § 103 is affirned.

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JOHAHN D. SMTH ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PETER F. KRATZ )
Adm ni strative Patent Judge )
PFK: | nb
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FI NAL TYPED:
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