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TH'S OPINILON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Bef ore KRASS, JERRY SM TH and RUGE ERO, Adni ni strative Patent

Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134

! Application for patent filed Cctober 7, 1994.
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fromthe examner’s rejection of clains 2-7, which constitute
all the clains remaining in the application.
The invention pertains to the redundant control of two
nmodul ar aut omati on syst ens.
Representative claim5 is reproduced as foll ows:

5. A redundant automation system conprising, two nodul ar
aut omati on systens; each conpri sing:

a central unit;
a plurality of peripheral units;
a device bus coupling said plurality of peripheral units;
a processi ng nodul e, including,
a processor,
a nenory,

a bl ockabl e bus coupling el enent coupled to said
devi ce bus,

a bl ockable central unit coupling el enment,
a comuni cation interface, and
a nodul e bus connecting the processor, the nenory,
t he coupling elenents and the comruni cation interface;
and
a comuni cation system coupling the conmuni cation

interfaces of the processing nodul es of the respective nodul ar
aut omati on systens.
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The exam ner relies on the follow ng references:

Dunmermut h et al. (Dummer nut h) 4,442,504 Apr. 10, 1984
Klug et al. (Klug) 5,226, 152 July 06, 1993

Claim6 stands rejected under 35 U . S.C. § 112, second
par agraph, for failing to particularly point out and
distinctly claimthe invention. Cdainms 2-7 stand rejected
under 35 U.S.C. 8§ 103. As evidence of obviousness the
exam ner offers Dummernmuth al one or Dummrernmuth in view of
Kl ug.

Rat her than repeat the argunents of appellants or the
exam ner, we make reference to the briefs and the answer for

the respective details thereof.

OPI NI ON
We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner, the argunents
in support of the rejections and the evidence of obvi ousness
relied upon by the exam ner as support for the obviousness

rejection. W have, |ikew se, reviewed and taken into
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consi deration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that claim®6 does not particularly point out the
invention in a manner which conplies with 35 U S.C. § 112. W
are also of the view that the evidence relied upon and the
| evel of skill in the particular art would not have suggested
to one of ordinary skill in the art the obviousness of the
invention as set forth in clains 2-7. Accordingly, we affirm
in-part.

We consider first the rejection of claim®62 under the
second paragraph of 35 U . S.C. § 112. The exam ner’s rejection
states the foll ow ng:

As per claim6, the preanble is
m sdescri ptive because there is no

operating step in the body of the
claim Furthernore, the claimappears

2 W note that claim7, which depends fromclaim®6, has
not been included in this rejection. Although this rejection
of claim6 under 35 U.S.C. § 112 would apply equally to claim
7, we limt our consideration to the rejection of claim®6
since that is the only claimrejected on this basis.
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to claimboth a nmethod and a system

therefore, it is vague and indefinite

[ answer, page 3].
Appel l ants argue that claim6 is clearly a nmethod cl aimas
recited inits preanble. They also argue that a nethod claim
i's not inproper because it recites systemtype claimelenents
to establish the environment in which the nmethod operat es.
Finally, appellants assert that claim6 clearly recites

functi ons being perfornmed, and these functions constitute the

met hod of the claim[brief, page 8].

The general rule is that a claimnust set out and
circunscribe a particular area with a reasonabl e degree of
precision and particularity when read in |light of the

di sclosure as it would be by the artisan. In re More, 439

F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971). Acceptability
of the claimlanguage depends on whet her one of ordinary skill
in the art would understand what is clained in |light of the

specification. Seattle Box Co. v. Industrial Crating &

Packing. Inc., 731 F.2d 818, 826, 221 USPQ 568, 574 (Fed. Cr

1984) .
To the extent that appellants argue that there is
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not hi ng i nherently indefinite with conbi ning nethod steps and
systemelenents in a claim we agree. There are no per_ se
rules of indefiniteness. Each claimnust be considered on its
own nerits. A claimnust nmake it clear, however, what subject
matter i s enconpassed by the claimas well as naking clear the
subj ect matter from which others would be precluded. In re
Hanmack,

427 F.2d 1378, 1382, 166 USPQ 204, 208 (CCPA 1970).

Claim®6 purports to be directed to a nethod, but there
is no active, positive step recited within the claim After
reciting a plurality of system conponents which define the
envi ronnment of the invention, the “nmethod” is defined by a
wherei n cl ause which describes a property of the system
conponents. The scope of a nmethod clainmed is nmeasured by the
sequence of active, positive steps recited therein. 1In the
absence of any recited steps, we fail to see how a net hod has
been properly defined by claim6. Therefore, claim®6 does not
particularly point out and distinctly claimthe invention as
required by 35 U.S.C. § 112.

We now consi der the rejections under 35 U. S.C. § 103.
In rejecting clains under 35 U.S.C. §8 103, it is incunbent
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upon the exam ner to establish a factual basis to support the

| egal conclusion of obviousness. See In re Fine, 837 F.2d

1071, 1073, 5 USPQd 1596, 1598 (Fed. GCir. 1988). 1In so
doi ng, the exam ner is expected to nmake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nust stem
from sonme teaching, suggestion or inplication in the prior art
as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293,

227 USPQ 657, 664 (Fed. Cir. 1985), cert. denied, 475 U S.

1017 (1986); ACS Hosp. Sys.., Inc. v. Montefiore Hosp., 732

F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984). These
showi ngs by the exam ner are an essential part of conplying

with the burden of presenting a prima facie case of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24
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USPQ2d 1443, 1444 (Fed. Cir. 1992).

Clainms 2-5 have been rejected under Section 103 as
unpat ent abl e over Dunmermut h taken al one3. Al t hough the
exam ner admts that there are several features of independent
claim5 which are not explicitly disclosed in Dumernmuth, the
exam ner asserts that the mssing features “nust be included”
in the processing nodul e of Dummernuth [answer, page 3]. The
exam ner also asserts that it would have been obvious to
duplicate the parts of Dunmernut h.

Appel l ants argue that Dunmernuth fails to disclose or
suggest the redundancy of the elenents as recited in the
clainms as well as the interaction between the processing
nodul es of

t he redundant systens whereby the processing nodul es perform

synchroni zation for each other [brief, page 5. W agree with
appel | ant s.

Dunmermuth is clearly not a redundant system where

3 Cains 6 and 7 were also rejected on this basis in the
final rejection but have not been included in the statenent of
the rejection in the answer.
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synchroni zation is even a concern. Although certain nodul es
of Dunmermuth can be replicated, the nodul es are not operated
to be in synchronization with each other nor do they

conmuni cate with each other to achieve this result. The
exam ner’s per se rule that to nake a systemredundant is
necessarily obvious fails to consider the advantages obtai ned
by the clainmed invention when the processing nodul es are
connected in the clained nmanner. Thus, there is neither any
basis to duplicate the automati on system of Dummernuth or to
i nt erconnect duplicated processing nodules in the clained
manner. Therefore, we do not sustain the rejection of clains
2-5 under 35 U. S.C. § 103.

Clains 6 and 7 have been rejected under Section 103 as
unpat ent abl e over Dunmermuth in view of Klug. As noted above,
t he scope of independent claim6 cannot be properly determ ned
as required by 35 U S.C. § 112. Prior art rejections cannot
be made where the clained invention can only be based upon
specul ation and conjecture as to what is being clained. 1ln re
St eel e,

305 F.2d 859, 862-63, 134 USPQ 292, 295 (CCPA 1962).

Ther ef or e,
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we do not sustain the rejection of clains 6 and 7 under 35
U S C
§ 103.
In summary, the rejection of claim6 under 35 U S. C
8§ 112 is sustained. The rejection of clains 2-7 under 35
U S C 8§ 103 is not sustained. Accordingly, the decision of
the exam ner rejecting clains 2-7 is affirned-in-part.
No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
ERROL A. KRASS )
Adm ni strative Patent Judge )
)
)
)
JERRY SM TH ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
JOSEPH F. RUGE ERO )
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Adm ni strative Patent Judge

JS/ cam
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One Broadway
New Yor k, NY 10004
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