TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
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for publication in a law journal and (2) is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1, 2, 14, and 19 through 33, all of the clains pending
in the application. dains 3 through 13 and 15 t hrough 18

have been cancel ed.
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The clained invention relates to a magnetic recordi ng and
reproduci ng systemutilizing a magnetic disk and a ring
recordi ng head. The size of the gap of the head is defined in
terms of the track widths and the coercive force of the
magneti c recording medium More particularly, Appellants
i ndicate at pages 7 and 8 of the specification that the gap
size is selected so that a generated side fringe nmagnetic

field erases unwanted signals w thout erasing data on adjacent

tracks.

Caimlis illustrative of the invention and reads as
fol | ows:
1. A magnetic recordi ng/ reproduci ng system conpri si ng:

a magnetic head nenber including a ring recordi ng head
havi ng a nagnetic gap length g and a recording track width Tw
and a reproduci ng head having a reproducing track width Tr;
and

a rotatable magnetic recordi ng di sk having recording
tracks recorded and reproduced by said nagnetic head nenber,

wherein said magnetic gap length g is expressed by the
foll ow ng inequalities:

g < (1500/ Hc - Hc/ 4000B + 0.3)/(Hc/400B - 1/2) and

g > (1500/ Hc - Hc/4000B + 0.3 - Tp + Tw) /Hc/400B - 1/2),
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where, Tp is a pitch of said recording tracks of said
rot at abl e magnetic recording disk, and Hc is a coercive force
of said magnetic recording disk,

wherein g is selected in the stated range so that the
ring recordi ng head generates a side fringe nagnetic field,
whi ch extends beyond said recording track width Tw, to erase a
side-fringe erase region extendi ng outside a sel ected
recording track in said recording disk without erasing data on
adj acent tracks of said selected recording track.

The Exam ner relies on the following prior art:

Koyana et al. (Koyanm) 5, 168, 409 Dec. 01,
1992
Suyana ( Eur opean) EP0521442 Jan. 07,
1993

Clains 1, 2, 14, and 19-33 stand finally rejected under
35 U.S.C. 8 103 as being unpatentabl e over Koyama in view of
Suyana.

Rat her than reiterate the argunments of Appellants and the
Exam ner, reference is made to the Briefs! and Answer for the
respective details.

OPI NI ON
We have carefully considered the subject natter on

appeal, the rejection advanced by the Exam ner, the argunents

! The Appeal Brief was filed August 7, 1996. |In response
to the Exam ner’s Answer dated January 27, 1997, a Reply Brief
was filed February 10, 1997 which was acknow edged and entered
by the Exam ner wi thout further comment on May 13, 1997.
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in support of the rejection and the evidence of obvi ousness
relied upon by the Exam ner as support for the rejection. W
have, |ikew se, reviewed and taken into consideration, in
reachi ng our decision, Appellants’ argunents set forth in the
Briefs along with the Examiner’s rationale in support of the
rejections and argunents in rebuttal set forth in the

Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the |evel of skill in
the particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention set forth in
claims 1, 2, 14, and 19 through 33. Accordi ngly, we reverse.

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the Exam ner to establish a factual basis to
support the | egal conclusion of obviousness. See In re Fine,
837
F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exam ner is expected to nmake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1!
17, 148 USPQ 459, 467 (1966), and to provide a reason why one
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having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from sone
teachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skil
in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U S.

825

(1988); Ashland G 1, Inc. v. Delta Resins & Refractories,

I nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hospital Systens, Inc. v.

Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933

( Fed.
Cir. 1984). These showi ngs by the Exami ner are an essentia

part
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of conplying with the burden of presenting a prinma facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQ2d
1443, 1444 (Fed. Cir. 1992).

Wth respect to i ndependent clainms 1, 19, and 20, the
Exam ner, as the basis for the obviousness rejection, proposes
to nodify the recording and reproduci ng system di scl osure of
Koyana whi ch the Exam ner asserts discloses a ring recording
head having a magnetic gap length g. As recognized by the
Exam ner (Answer, pages 3 and 4), Koyama | acks a teachi ng of
selecting the gap length g so that the recordi ng head
generates a side fringe magnetic field which extends beyond
the width of the recording track. To address this deficiency,
the Exami ner turns to Suyama  which describes a recording
head having a recording track narrower than a reproducing
track and which generates side fringe magnetic fields
extendi ng outside a selected recording track. 1In the
Exam ner’s |ine of reasoning, the skilled artisan woul d have
found it obvious to nodify the recording head of Koyama so as

to



Appeal No. 1997-2848
Application No. 08/444,106

produce side fringe nagnetic fields as taught by Suyana to
suppress the variations in reproduci ng out put and thereby
i nprove the reproduci ng out put characteristics (Answer, page
5).

In response, Appellants have not attacked the
conbi nability of Koyama and Suyama but, rather, assert the
deficiency of either reference in disclosing the clained
limtations specifically setting forth the inequality
rel ati onshi p which defines the size of the magnetic gap g.
After careful review of the argunments of record in |ight of
the prior art, we are in agreenent with Appellants’ position
as stated in the Briefs. W can find no discussion in either
Koyana or Suyama which is directed to the size of the nmagnetic
gap length of the recording head | et al one any discl osure of
any specific inequality relationship between gap | ength and
ot her variables such as recording wdth as clai ned.

We note that the Exam ner, apparently recogni zing the
paucity of disclosure relating to magnetic gap length in
ei ther Koyama or Suyama, initially suggests (Answer, page 5)
the inherency of the clainmed gap length inequalities due to
the simlarities in structure between the clained structure
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and that of the applied prior art. 1In the alternative, the
Exam ner

further asserts the obviousness to the skilled artisan of
obtai ning the clained inequalities defining the recording head
gap length through routine experinmentation and optimn zation
since Appell ants have not provided a showing of criticality of
such inequalities. W find neither contention of the Exam ner
to be well founded. The Exam ner has provided no support on
the record for the conclusion that the resulting comnbination
of Koyanma and Suyama woul d have an identical structure to that
clai ned, |et

al one any reasoning as to why any such resulting structure
woul d i nherently have the clained inequalities even if the
structure were identical. To establish inherency, evidence
nmust make clear that the m ssing descriptive matter is
necessarily present in the thing described in the reference
and woul d be recogni zed as such by persons of ordinary skill.

In re Robertson, 169 F.3d 743, 745, 49 USPQQd 1949, 1950-51

(Fed. Gir. 1999) citing Continental Can Co. v. Monsanto Co.

948 F.2d 1264, 1268, 20 USPRd 1746, 1749 (Fed. Cir. 1991).

“I nherency, however, nmay not be established by probabilities
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or possibilities. The nere fact that a certain thing my
result froma given set of circunstances is not sufficient.”

Id. citing Continental, 948 F.2d at 1269,

20 USPQ2d at 1749.

Simlarly, we find the Exam ner’s conclusion as to the
obvi ousness of obtaining the clainmed nagnetic gap inequalities
to be lacking in any evidentiary support to establish a prim
facie case of obviousness. As to the Examner’s insistence on
a showing of criticality of the particular inequality
limtations, we find anple disclosure at pages 15 and 16 of
Appel l ants’ specification to support such criticality. It is
our view, however, that, absent any disclosure in the prior
art references of any relationship of gap length to side
fringe magnetic fields
or recording track width, the Exam ner’s attenpt to shift the
burden to Appellants to supply evidence of criticality is
m splaced. W are not inclined to dispense with proof by
evi dence when the proposition at issue is not supported by a
teaching in a prior art reference, comon know edge or capabl e
of unquestionabl e denonstration. Qur review ng court requires

this evidence in order to establish a prinma facie case. In re

9
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Knapp- Monarch Co., 296 F.2d 230, 232, 132 USPQ 6, 8 (CCPA

1961); In re Cofer, 354 F.2d 664, 668, 148 USPQ 268, 271-72

( CCPA 1966) .
Since all of the claimlimtations are not taught or
suggested by the applied prior art, it is our opinion that the

Exam ner has not established a prinma facie case of obvi ousness

with respect to the clains on appeal. Accordingly, we do not
sustain the Examner’s 35 U . S.C. 8§ 103 rejection of

i ndependent

clains 1, 19, and 20 nor of clains 2, 14, and 21 through 33
dependent thereon. Therefore, the Exam ner’s deci sion

rejecting clains 1, 2, 14, and 19 through 33 is reversed.

REVERSED

ERROL A. KRASS )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JOSEPH F. RUGGE ERO ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES
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JOSEPH L. DI XON
Adm ni strative Patent Judge
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MAI ER & NEUSTADT LTD

FOURTH FLOOR

1755 JEFFERSON DAVI S H GHWAY
ARLI NGTON, VA 22202

12



Leticia
Appeal No. 1997-2848
Application No. 08/444, 106
APJ RUGE ERO
APJ KRASS

APJ DI XON

DECI SI ON:  REVERSED

Send Reference(s): Yes No
or Translation (s)

Panel Change: Yes No

I ndex Sheet-2901 Rejection(s):

Prepared: Decenber 8, 2000

Dr af t Fi nal
3 MEM CONF. Y N
OB/ HD GAU

PALM / ACTS 2 / BOOK
DI SK (FO A) / REPORT



