THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte M CHAEL V. STEIN

Appeal No. 1997-2895
Appl i cation 08/280, 341

ON BRI EF

Bef ore HAI RSTON, LALL and GROSS, Adm nistrative Patent Judges.

LALL, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the final rejection® of clains 1 to 14 and 16 to 30. Caim15

has been wi thdrawn from consi derati on.

! An anendnent after the final rejection was filed as
paper no. 16 and was entered in the record for the purposes of
this appeal [paper no. 18].
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The invention relates to an educational environment. By
means of a network, a control workstation is connected to a
multiplicity of other workstations. The former is for a
teacher while the latter for the students. Wen the teacher
desires to observe what is displaying on the displays of the
students, the teacher sends a command to the student
wor kst ations. The student workstations reduce the inages on
their displays and transmt the data of the reduced images to
t he teacher’s workstation. Thus, the teacher is able to
si mul taneously see on the display of the control workstation
the reduced imges fromthe displays of a plurality of student

wor kst ati ons.

Claim1 is reproduced below as illustrative of the
i nvention.
1. In a networked conputer system having at | east one

control workstation and a nmultiplicity of other workstations,
each having an associ ated display device for displaying

i nformati on being processed at the respective workstations, a
met hod for displaying information fromthe display devices of
a plurality of said other workstations on the display device

of said control workstation, conprising the steps of:

generating a command to said plurality of other
wor kstations to provide the control workstation display
i nformation;
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processing the information being displayed on the display
devices at each of said plurality of other workstations to
produce data relating to a reduced-size reproduction of the
i nformati on being displ ayed;

transmtting said reduced-size reproduction data to said
control workstation

storing the reduced-size reproduction data received from
each of said plurality of other workstations at said control
wor kst ation; and

si mul t aneousl y di spl ayi ng a reduced-size reproduction of
the information di splayed at each of said other workstations
at respective locations on the display device for said control
wor kst at i on.

The Exam ner relies on the follow ng references:

Stefik et al. (Stefik) 4,974,173 Nov. 27, 1990

Abr ahanson et al . (Abrahanson) 5,002, 491 Mar. 26,
1991

Pi ovoso et al. (Piovoso) 5,294, 998 Mar. 15,
1994

Clains 1, 7, 16, 19, 20, 23, 24, 26 and 29 stand rejected
under 35 U.S.C. § 102 over Stefik. Cdains 6, 10 to 13, 27, 28
and 30 stand rejected under 35 U.S.C. 8 103 over Stefik.
Claims 2 to 5, 14, 17, 18, 21, 22 and 25 stand rejected under
35 U.S.C. 8 103 over Stefik in view of Piovoso. Cains 8 to 9
stand rejected under 35 U . S.C. §8 103 over Stefik and

Abr ahanson.
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Rat her than repeat the positions and the argunents of
Appel I ant and the Exami ner, we make reference to the briefs?

and the answer for their respective positions.

OPI NI ON

We have considered the rejections advanced by the
Exam ner. We have, |ikew se, reviewed Appellant's argunents
against the rejections as set forth in the brief.

It is our view, after consideration of the record before
us, that the rejections under 35 U. S.C. § 102 and under 35
U S C
8§ 103 are not proper. Accordingly, we reverse.

Anal ysi s

There are various rejections under 35 U.S.C. § 102 and 35
US C § 103. W treat themseriatim

Rej ections under 35 U . S.C. § 102

Clains 1, 7, 16, 19, 20, 23, 24, 26 and 29 are under

2 Areply brief was filed as paper no. 20 and was entered
in the record without any further response by the Exam ner
[ paper no. 22].
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rejection as being anticipated by Stefik.

It is well established that a prior art reference
antici pates the subject of a claimwhen the reference
di scl oses every feature of the clainmed invention, either

explicitly or inherently (see Hazani v. Int'l Trade Conmi n,

126 F.3d 1473, 1477, 44 USPQ2d 1358, 1361 (Fed. G r. 1997) and

RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d

1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984)).

We first take the independent claim 1. The Exam ner
asserts that Stefik discloses the clained nmethod [answer, page
3]. Appellant argues [brief, pages 6 to 9 and reply brief,
pages 1 to 5] that Stefik does not anticipate claim1.

Mor eover, Appell ant advocates that Stefik is not even rel ated
to the sanme problem Appellant is trying to sol ve.

W agree with Appellant's position. In Stefik, al
wor kst ati ons have the sane status, and any one workstation can
initiate a change in the data being displayed on its screen.
That workstation locally, or some central control, can put a
notification on the network about the data change. The ot her
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wor kst ati ons see the notification being displayed on their
screens. The other workstations can then update the data on
their display screens. See Stefik at Col. 4, Lines 13 to 15
and Lines 28 to 32, Col. 7, Lines 18 to 36. One may consi der
that the workstation generating the change in the data is the
control workstation. However, this control workstation does
not generate a “conmmand” to the other workstations, and the

ot her workstations do not reduce in size the displays on their
screens and send the reduced size data to the control

wor kst ati on whi ch can sinultaneously display on its screen the
reduced displays fromthe other workstations. W are not

per suaded by the Exam ner’s generalized statenents like “[i]t
may be unclear and not explicitly disclosed [in Stefik] in
what manner the workstations are triggered to send the display
information; ...” [answer, page 12], or, the “Exam ner admts
that the Ofice Action nmay not be clear on application of

Stefik et al. to the claimlimtations. However, ... any

particul ar teachings not explicitly taught in Stefik et al.

could be extrapolated fromStefik et al. using an inherency

analysis for those claimlinmtations which Exam ner does not

consider to be critical to the invention, including the
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limtation in independent claiml1 of ‘generating a conmand

7 [id. at 13, 14]. The Examiner’s argunent is contrary to
the requirenent of anticipation as enunci ated above.
Furthernore, for an Examiner to rely on inherency, the
Exam ner has to show that the all eged elenments nust, by their
very nature, performprecisely in the manner the Exani ner
prescri bes. The Exam ner has not made, or even attenpted to
make, such a showi ng here. Mere allegations are not
sufficient to assert inherency. Thus, we do not sustain the
anticipation rejection of claim1l over Stefik. The other
i ndependent clains, 19, 23 and 26 contain |limtations
corresponding to those di scussed above regarding claim 1.
Therefore, we do not sustain the anticipation rejection of
i ndependent clains 19, 23 and 26, and the dependent clains 7,
16, 20, 24 and 29 over Stefik.

Rej ections under 35 U S.C. § 103

There are three different rejections under 35 U S.C. §
103: 1.) Cains 6, 10 to 13, 27, 28 and 30 over Stefik al one,
2.) Cains 2 to 5, 14, 17, 18, 21, 22 and 25 over Stefik and
Piovoso, and 3.) Clains 8 to 9 over Stefik and Abrahanson.

Wth respect to a rejection under 35 U.S.C. 8§ 103, an
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Exam ner nust set forth a prina facie case of obvi ousness. | t

is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clai nmed
i nvention by the express teachings or suggestions found in the

art, or by inplications contained in such teachings or

suggestions. |In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Gr. 1983). “Additionally, when determ ning

obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable ‘heart’ of the

invention.” Para-Ordnance Mg. v. SGS Inporter Int’l, Inc.,

73 F.3d 1085, 1087, 37 USPQ@d 1237, 1239 (Fed. G r. 1995),

cert. denied, 117 S.Ct. 80 (1996) citing W_L. Gore & Assocs.,

Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309

(Fed. GCir. 1983), cert. denied, 469 U S. 851 (1984).

Wth respect to each of the above obvi ousness rejections,
the Exam ner has relied on his position and di scussi on of
Stefi k above with respect to independent claiml1l. The
Exam ner has presented no evidence, or a line of reasoning, to
cure the deficiencies of Stefik to nmeet the clained
[imtations di scussed above. The additional references are
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presented for different and other teachings. Thus, for
exanpl e, Piovoso stands for the concept of reducing size of a
di splay by “deci mati ng between original pixels in the

nei ghbor hood of the desired pixel position” [answer, page 7],
and Abrahanson stands for “displaying the current status

i nformation of the other workstations ...” [id. at 10].
Since the deficiencies of Stefik are not cured, the Exam ner

has failed to set forth a prinma facie case with respect to any

of the three rejections under 35 U.S.C. §8 103. Thus, we do
not sustain the obviousness rejections of clains 6, 10 to 13,
27, 28 and 30 over Stefik alone, of clains 2 to 5, 14, 17, 18,
21, 22 and 25 over Stefik and Piovoso, and of clains 8 to 9
over Stefik and Abrahanson.

In conclusion, we reverse the Examiner’s final rejection
of claims 1, 7, 16, 19, 20, 23, 24, 26 and 29 35 U.S.C. § 102
over Stefik. Furthernore, we reverse the decision of the

Exam ner

rejecting under 35 U.S.C. 8 103 clains 6, 10 to 13, 27, 28 and
30 over Stefik, claims 2 to 5, 14, 17, 18, 21, 22 and 25 over
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Stefi k and Piovoso, and clains 8 and 9 over Stefik and
Abr ahanson.

REVERSED

KENNETH W HAI RSTON )
Adm ni strative Patent Judge

PARSHOTAM S. LALL BOARD OF PATENT

N N N N N N N N N

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
ANI TA PELLMAN GROSS )

Adm ni strative Patent Judge

N—r

psl / ki
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Janes W Peterson

Bur ns, Doane, Swecker & Mathis
P. O Box 1404
Al exandria, VA 22313-1404
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