The opinion in support of the decision being
entered today is not binding precedent of the Board.
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AND | NTERFERENCES

Ex parte MARTI N BRAHV EBERHARD ARNI NG
LUTZ SCHVALSTI EG HARALD MERTES and JURGEN SCHW NDT

Appeal 1997- 3039
Appl i cation 08/ 436, 939!

Bef or e: McKELVEY, Senior Adnministrative Patent Judge, and
SCHAFER and LEE, Adninistrative Patent Judges.

McKELVEY, Seni or Adm nistrative Patent Judge.

VEMORANDUM OPI NI ON and ORDER
Deci sion on appeal under 35 U.S.C. § 134

Upon consi deration of the record, including the Appeal
Brief (Paper 9), the Exam ner's Answer (Paper 10) and the
Reply Brief (Paper 11), it is

ORDERED that the examner's rejection of clains 1-15

as being unpatentable under 35 U.S.C. §8 103 over Slack and

1 Application for patent filed 8 May 1995. Applicants claimpriority under
35 U.S.C. 8§ 119 of German application P 44 177 45.3, filed 20 May 1994. The real party
ininterest is Bayer AG
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Brahm (al ternatively published Canadi an Patent Application

2,155,684) is reversed.

D@

The broadest claimon appeal is claiml1, which reads:

An ol efinically unsaturated polyi socyanate
cont ai ni ng al | ophanat e groups and havi ng:
a) an NCO [isocyanate] content of 6 to 20% by
wei ght ,
b) a content of ol efinic double bonds correspondi ng
to an iodine value of 15 to 150,
c) a content of hydrocarbon chains containing 12 to
30 carbon atons of 100 to 700 ngy/g and
d) a content of allophanate groups (expressed as
CNH,0,, nol ecul ar weight = 101) of 10 to 300

nmy/ g.

Sl ack describes pol yi socyanates which are simlar to

t hose cl ai ned which can be made froma w de variety of

hydr oxy- cont ai ni ng conpounds (col. 3, line 29 through col. 5,
line 28). Included anong the hydroxy-containing conpounds are
"fatty al cohols having 10 to 20 carbon atons” (col. 3, lines

56-57). The difference between claim1l and Sl ack is that
Sl ack does not explicitly describe the use of a fatty al cohol

having "ol efini c doubl e bonds."
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The exam ner found, inter alia, that fatty al cohols
having 10 to 20 carbon atons includes fatty al cohols with
ol efinic doubl e bonds. Accordingly, the exam ner reasons that
appl i cants have sel ected one of many hydroxy-containi ng
conpounds descri bed as useful for naking the polyisocyanates
contai ning all ophanate groups. Assum ng arguendo the
correctness of the examner's finding, the rejection cannot be
sustai ned on the basis of the rationale of the Federal Crcuit

inlnre Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 (Fed.

Cir. 1994) (fact that clainmed conpound may be enconpassed by a
di scl osed generic fornula does not by itself render that
conpound obvi ous).

Al ternatively, the exam ner cites Brahm and publi shed
Canadi an Patent Application 2,115, 684 (equival ent docunents)
for the proposition that it is known to react isocyanates with
fatty al cohols having ol efinic unsaturation (Brahm col. 3,
lines 49-54). Based on what is taught by Brahm the exam ner
reasons that it would have been obvious to use a fatty al cohol
having ol efinic unsaturation in the process described by
Sl ack. The exam ner's reasoning is based on inpermssible

hi ndsi ght. The reaction tenperature described by Sl ack (at
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| east 150EC, col. 2, lines 31-32) is higher than the reaction
tenperature descri bed by Brahm (10 to 140EC, col. 4, line 14).
Brahmis not concerned with nmaking products having all ophanate
groups. Based on the record before us, we are unable to find
any reason, suggestion, notivation or teaching to use the
fatty al cohols having ol efinic unsaturation described in Brahm
in the process described by Sl ack.

There is no basis for concluding that an invention woul d
have been obvi ous solely because it is a conbination of
el ements that were known in the art at the tine of the
invention. The relevant inquiry is whether there is a reason,
suggestion, or notivation in the prior art that would | ead one
of ordinary skill in the art to conbine the teachings of the
references, and that would al so suggest a reasonabl e
i keli hood of success. Such a suggestion or notivation may
cone fromthe references thenselves, fromknow edge by those
skilled in the art that certain references are of speci al
interest in a field, or even fromthe nature of the problemto

be solved. Snmith Industries Medical Systens, Inc. v. Vital

Signs. Inc., 183 F.3d 1347, 1356, 51 USPQ2d 1415, 1420-21

(Fed. Cir. 1999). In this case, the exam ner has failed to
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identify a notivation, teaching or suggestion to conbine the
prior art in the manner suggested in the exam ner's answer.

REVERSED.

FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

RI CHARD E. SCHAFER
Adm ni strative Patent Judge

JAMESON LEE
Adm ni strative Patent Judge

N N N N N N N N N N N N



Appeal 1997- 3039
Appl i cation 08/ 436, 939

cc (via First Class Mail):

Thomas W Roy, Esq.
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