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t he Board.
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DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection

of clainms 1-20, all of the clainms pending in the present
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application. An anmendnent after final rejection filed June
13, 1996, was approved for entry by the Exam ner.

The clained invention relates to a test circuit for
testing the interconnect wiring between two chips of a
plurality of integrated circuit chips. Mre particularly,
Appel l ants indicate at pages 3 and 4 of the specification that
selector circuitry on one of the plurality of chips selects
two chips for interconnect testing and enables the transfer of
test data between the two chips.

Claiml is illustrative of the invention and reads as
fol |l ows:

1. Amlti-chip sem conductor structure capabl e of
provi di ng i nterconnect testing capability, conprising:

a plurality of integrated circuit chips including a first
chip and a second chi p;

said first chip having a first transceiver and a first
storage coupled to said first transceiver

sai d second chip having a second transceiver and a second
storage coupled to said second transcei ver

a selector circuit on one of said plurality of chips and
coupled to all of said plurality of chips, said selector
circuit having a circuit portion capable of controlling
selection of said first and said second chip for the
i nterconnect testing, said selector circuit further capable of
selectively enabling said first and said second transceiver to
enable transfer of test data fromsaid first storage to said
second storage.
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The Exam ner relies on the followng prior art:
Sauerwal d et al. (Sauerwal d) 4,791, 358 Dec.
13, 1988

Clainms 1-20 stand finally rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over Sauerwal d.?

Rat her than reiterate the argunments of Appellants and the
Exam ner, reference is made to the Briefs? and Answer for the
respective details thereof.

CPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence of obviousness relied upon by the Exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into

consideration in reaching our decision, Appellants’ argunents

1 Al 't hough the Exam ner’ statenent of the grounds of
rejection at page 4 of the Answer includes only clains 1-16,
it is apparent fromthe record, including the final Ofice
action dated April 24, 1996, that clains 1-20, all of the
pending clainms, are included in this appeal. This is
confirmed by the Exam ner’s confirmation (Answer, page 2) of
Appel l ants’ statenent of the status of the clains.

2 The Appeal Brief was filed Cctober 29, 1996. 1In
response to the Exami ner’s Answer dated January 8, 1997, a
Reply Brief was filed February 28, 1997 whi ch was acknow edged
and entered by the Exam ner w thout further comment on Apri
3, 1997.
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set forth in the Briefs along with the Exam ner’s rationale in
support of the rejection and argunents in rebuttal set forth

in the Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclainms 1-3, 11, 14-18, and 20. W reach the opposite
conclusion with respect to clainms 4-10, 12, 13, and 19.
Accordingly, we affirmin-part.

In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837
F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

11
17-18, 148 USPQ 459, 467 (1966), and to provide a reason why

one
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having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clained invention. Such reason nust stem from sone

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825

(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

deni ed, 475 U. S. 1017 (1986); ACS Hosp. Sys., lnc. V.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the Exam ner are an essenti al

part

of conplying with the burden of presenting a prima facie case

of
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obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQ2d
1443, 1444 (Fed. Cir. 1992).

Wth respect to independent clainms 1, 11, 14, and 17, the
Exam ner has denonstrated (Answer, page 4) how the vari ous
clainmed circuit chips, storage el enents, and transceiver
circuits are present in the test device of Sauerwald. As the
basis for the obviousness rejection, the Exam ner asserts the
obvi ousness to the skilled artisan of integrating the off-chip
selector circuitry illustrated, for exanple, in Sauerwald s
Figure 4, wwthin one of the circuit chips 52 and 54.

In response, Appellants attack the Exam ner’s

establishnment of a prina facie case of obvi ousness by

asserting (Brief, pages 8-10) that Sauerwal d teaches away from
on-chip selection circuitry. Appellants point to passages in
Sauerwal d, directed to a chip self-test feature, which
descri be the di sadvant ages and advant ages under certain
conditions of placing such feature on-chip. Appellants
proceed to draw the inference that, since Sauerwald is silent
about on-chip self testing for interconnects, there is an

inplicit teaching away from such feature.
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After review ng the argunents of record, we are of the
vi ew that Appel |l ants’ concl usions drawn fromthe disclosure of
Sauerwal d are unwarranted. Contrary to Appellants’ assertion
of “teaching away,” it is our view that Sauerwal d’ s di scussion
of advantages and di sadvant ages of on-chip testing is nothing
nore than a recognition that a circuit designer is faced with
conpeting objectives (e.g., speed, size, econony) when
deciding to place circuits on-chip or off-chip. W are
convinced that the skilled artisan would have found it obvious
to arbitrarily locate the externally | ocated sel ection
circuitry illustrated in Figure 4 of Sauerwald to an on-chip
| ocation to address particular test circuit performance
obj ecti ves.

W also find the Exam ner’s observations at page 7 of the
Answer which point to Appellants’ |ack of disclosure of any
advant ages resulting from placenment of interconnect test
selection circuitry at an on-chip | ocation to be persuasi ve.

A review of Appellants’ specification reveals that, contrary
to the argunents on appeal, Appellants have recogni zed the
arbitrary nature of the location of the interconnection

selection circuitry. This is evidenced by Appellants’
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di scl osure at page 6, lines 12-14 of the specification which
st at es:

In the exanple shown in Fig. 1 the selector 120

is integrated in chip 100 but the selector 120

may be a separate circuit conponent (enphasis
added) .

As a final argunent, Appellants contend (Brief, page 12)
that no teaching or suggestion exists in Sauerwald as to how
to inplenent interconnect test selection circuitry on a chip.
This is not surprising, however, since Sauerwald admittedly
has no explicit disclosure of on-chip inplenentation of
selection circuitry. It is our view, however, that in view of
the availability of at |east very-large-scale integration
(VLSI) techniques at the tine of filing of Appellants’
application, Appellants’ argunents that the skilled artisan
woul d not be able to incorporate selection circuitry on a
singl e sem conductor chip strains credulity.

In view of the above discussion, it is our opinion that

t he Exam ner has established a prina facie case of obvi ousness

whi ch remai ns unrebuttted by any convincing argunents from
Appel lants. Accordingly, the Examner’'s 35 U S.C. § 103
rejection of independent clains 1, 11, 14, and 17 is

sust ai ned.
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Turning to a consideration of dependent clains 2, 3, 15,
16, 18, and 20, we sustain the 35 U S.C. §8 103 rejection of
these clains as well. W agree with the Exam ner that the
transcei ver, counter, and decoder circuitry of dependent
clains 2, 3, 16, and 18 is suggested by the circuitry
illustrated in Figures 5a and 5b of Sauerwald. Simlarly, we
find that the test pattern and signature register features of
clainms 15 and 20 are suggested at columm 9, lines 28-65 and
colum 10, lines 60-68, respectively, of Sauerwal d.

We next turn to a consideration of dependent clains 4-10,
12, 13, and 19 and note that, while we found Appellants’
argunments to be unpersuasive with respect to clains 1-3, 11
14-18, and 20, we reach the opposite conclusion with respect
to dependent clains 4-10, 12, 13, and 19. Dependent cl aim 4,
upon which clains 5-8 depend, 12, 13, and 19 are directed to
sensing circuitry which determ nes the establishnment of a data
link between data transceivers. Wile the Exam ner recogni zes
t hat Sauerwal d has no di scl osure of such feature, the Exam ner
nevert hel ess concl udes (Answer, page 5) that the skilled
artisan woul d have found it obvious to provide such a feature.

The Exam ner, however, has provided no support on the record
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for such a conclusion. Simlar |ack of support on the record
is apparent for the Exam ner’s concl usion of obviousness with
respect to the multiplexing feature of claim9 and the cl ock
circuitry of claim10. W are not inclined to dispense with
proof by evidence when the proposition at issue is not
supported by a teaching in a prior art reference, common

know edge or capabl e of unquestionabl e denonstration. Qur
reviewi ng court requires this evidence in order to establish a

prima facie case. In re Knapp-Mnarch Co., 296 F.2d 230, 232,

132 USPQ 6, 8 (CCPA 1961); In re Cofer, 354 F.2d 664, 668, 148

USPQ 268, 271-72 (CCPA 1966). Therefore, we do not sustain
the Examner’s 35 U S.C. 8 103 rejection of dependent clains
4-10, 12, 13, and 19.

I n summary, we have sustained the 35 U.S.C. § 103
rejection of clainms 1-3, 11, 14-18, and 20, but have not
sustained the 35 U S.C. 8 103 rejection of clains 4-10, 12,
13, and 19. Therefore, the Exam ner’s decision rejecting

claims 1-20 is affirmed-in-part.

10
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No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
Lee E. Barrett
Adm ni strative Patent Judge
M chael R Flem ng
PATENT
Adm ni strative Patent Judge
Joseph F. Ruggiero
Adm ni strative Patent Judge
JFR t dl
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