TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Bef ore COHEN, ABRAMS and McQUADE, Admi nistrative Patent Judges.

ABRAMS, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe decision of the examner finally
rejecting clains 1-8, which constitute all of the clains of

record in the application.?

Application for patent filed July 26, 1994.

2An anendnent under Rule 116 was entered, but did not result
in the all owance of any clains, although it overcane a rejection
under 35 U. S.C. 8 112, second paragraph.
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The appellant's invention is directed to a transversely
nmovabl e thread sled for use in a slitting line. The subject
matter before us on appeal is illustrated by reference to claim

1, which has been reproduced in an appendix to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Gaf et al. (Gaf) 3,448, 645 Jun. 10, 1969
Br and 3,795, 166 Mar. 5, 1974
Mat sunaga 4,567, 799 Feb. 4, 1986

THE REJECTI ON

Clainms 1-8 stand rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Matsunaga in view of Gaf and Brand.

The rejection is explained in the Exam ner's Answer.

The opposing viewpoints of the appellant are set forth in

the Bri ef.

OPI NI ON
The probl em upon which the appellant’s inventive efforts are

focused concerns replacenent of the arbors used in the continuous
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slitting of rolls of coiled material in a manner which m nim zes
the disruption to the material pass line. As explained in the
openi ng pages of the specification, nodern slitting |ines include
a slitter having nultiple arbors. These are preceded in the |ine
by a thread sl ed, which receives the sheet material from an
uncoi l er and passes it in proper alignment to the slitter. It is
necessary periodically to renove the arbors for servicing, and
for this reason the arbors are pivotally nounted so they can be
swung into and out of the active position in the naterial pass
line in a horizontal arc. The thread sled, when in its active
position, interferes with the pivotal novenent of the arbors, and
inthe prior art the thread sled is noved upstream al ong the
material pass line to get it out of the way of the arbors. This
prior art systemis disclosed in the Matsunaga patent, which the
exam ner has cited as the primary reference. In the appellant’s
invention, the thread sled is noved transversely out of the way
of the pivotal path of the arbors. This offers the advantage of
shortening the length of the material pass |ine.

As manifested in claim1l, the appellant’s invention
conprises, inter alia,

mounti ng nmeans for nmounting said sled for novenent

relative to said slitting arbors and said uncoiler
sai d nounting neans including guide neans for guiding
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said sled along a rectilinear path extending in a
direction other than along the material pass |ine, and
means for noving said sled along said path between said
active and inactive positions,
with the active position having previously been defined as being
in” the material pass line and the inactive position as being
“out of” the material pass |ine.

The exam ner has rejected this claimas being unpatentable
over Matsunaga in view of Graf and Brand. It is axiomatic that
the test for obviousness is what the conbi ned teachings of the
prior art would have suggested to one of ordinary skill in the
art. See Inre Keller, 642 F.2d 413, 425, 208 USPQ 871, 881
(CCPA 1981). In establishing a prima facie case of obvi ousness
under 35 U.S.C. 8 103, it is incunbent upon the examner to
provi de a reason why one of ordinary skill in the art would have
been led to nodify a prior art reference or to conbi ne reference
teachings to arrive at the clainmed invention. See Ex parte
G app, 227 USPQ 972, 973 (BPAI 1985). To this end, the requisite
notivation nust stem from sone teaching, suggestion or inference
in the prior art as a whole or fromthe know edge generally

avai lable to one of ordinary skill in the art and not fromthe

appel lant's disclosure. See, for exanple, Uniroyal, Inc. v.
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Rudki n-W |l ey Corp., 837 F.2d 1044, 1052, 5 USPQ2d 1434, 1052
(Fed. Gr.), cert. denied, 488 U S. 825 (1988).

As has been admtted by the exam ner, Matsunaga fails to
di scl ose or teach noving the thread sled perpendicular to the
material pass line. |In this regard, the exam ner points out
that Graf teaches displacing a tool station conmponent in a
direction transverse to the material pass line, and Brand teaches
di splacing a material conveying neans transversely to the tools
operating upon it. Fromthese teachings, the exam ner concl udes
that it would have been obvious to one of ordinary skill in the
art to nodify the Matsunaga systemso that it neets the terns of
claiml1l. W do not agree.

G af discloses a systemfor punching sheet material with a
plurality of tools carried by a rotatable tool holder (Figure
11). The tool holder is transversely novabl e across the materi al
pass |ine, and advancenent of the sheet along the pass |ine
coupled with transverse positioning of the proper tool results in
punching in the desired | ocation. However, as we understand the
G af machine, while the tool holder is novable transversely, it
does not nove to an “inactive” position, that is, “out of” the
material pass line. It would appear that, at best, the

transverse novenent of the tool holder nerely allows one of the
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tools to be rotated to a position at the outer edge of the pass
[ ine, whereupon it could be accessed for service while the other
tools remain over the active position (see Figure 11). It also
is material to our analysis that Gaf is not concerned with the
probl em of noving a conponent out of the material pass line to
provi de an unobstructed path for another to be noved in and out.
Brand teaches noving the coils of sheet material being fed
to an operating station transversely with respect to a stationary
work station. This anounts to the opposite of the theory of
operation of appellant’s invention. Also, the problens solved by
Brand differ fromthose of the appellant’s invention.
Mat sunaga sol ves the sanme problem as the appellant’s
i nvention, but does so by noving the thread sl ed upstream al ong
the material pass line, rather than transversely, as in the
appellant’s invention. W fail to perceive any teaching,
suggestion or incentive in the applied prior art which would have
| ed one of ordinary skill in the art to nodify the Matsunaga
system by noving the thread sled transversely “out of” the
material pass line to an “inactive position” with respect
thereto. Gaf’s teaching of noving a punch tool transversely
across a material pass line would not, in our view, have

suggested to one of ordinary skill in the art that the novenent
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of the Matsunaga thread sled be altered to the arrangenent
recited in claim1l1l. The sanme can be said for Brand. The nere
fact that the prior art structure could be nodified does not nmake
such a nodification obvious unless the prior art suggests the
desirability of doing so. See In re CGordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Cr. 1984). From our perspective,
suggestion for conbining the references in the manner proposed by
the examner is found only in the hindsight accorded one who
first viewed the appellant’s disclosure. This, of course, is
inpermssible. In re Fritch, 972 F.2d 1260, 1266, 23 USPQd
1780, 1784 (Fed. Gir. 1992).

It is our opinion that the teachings of the references
applied fail to establish a prima facie case of obviousness with
regard to the subject matter of claiml. Therefore, the
rejection of independent claim1l and, it follows, of dependent

clains 2-8, cannot be sustai ned.
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The decision of the exam ner i s reversed.

REVERSED

| RW N CHARLES COHEN )
Adm ni strative Patent Judge)
)
)

)
NEAL E. ABRAMS ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND

) | NTERFERENCES

)

)
JOHN P. McQUADE
Adm ni strative Patent Judge)
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