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Before WLLIAMF. SM TH, PAK and OAENS, Admi nistrative Patent
Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
clainms 10 and 12, and refusal to allow clainms 13 and 14 as
anmended after final rejection. Caim1ll, which is the only
other claimrenmaining in the application, stands w t hdrawn
fromconsideration by the exam ner as being directed toward a

nonel ected i nventi on.
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THE | NVENTI ON

Appel lants’ clainmed invention is directed toward a net hod
for applying indicia to a cloth substrate. Caim110 is
illustrative:

10. The nethod of applying indicia to a cloth substrate
conprising placing a heat activated transfer onto said cloth
substrate, said heat activated transfer conprising a heat
activated adhesive | ayer and a cl ear upper thernoset |ayer,
wherein said heat activated adhesive |ayer is placed in
contact with said cloth layer, placing a transfer sheet onto
said heat activated transfer, said transfer sheet conprising a
carrier and a sublimation dye formng indicia with said
sublimation dye in contact with said thernoset |ayer of said
heat activated transfer;

appl ying heat and pressure agai nst said transfer sheet
and said heat activated transfer and said cloth to cause said
adhesive to nelt and bond to said cloth and to cause said
sublimation dye to subline and transfer to said thernoset
| ayer.

THE REFERENCES

Mahn, Sr. et al. (Mhn) 4,610, 904 Sep. 9,
1986
Borresen 4,692, 198 Sep. 8,
1987
Yamane 5, 350, 474 Sep. 27,
1994

(effective filing date Apr. 8,
1991)

THE REJECTI ONS

The clains stand rejected under 35 U.S.C. § 103 as
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follows: claim 10 over Borresen in view of Yamane, and cl ai ns
12-14 over Borresen in view of Yamane and Mahn.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we reverse these rejections.

Borresen di scloses a nethod for printing a pattern onto a
surface receptive to sublimtion dye (col. 1, lines 6-7). A
lamnate is formed having, in order, an auxiliary carrier, an
adhesive, a carrier foil, and sublimtion dye (col. 2, lines
48-65). Characters then are forned by cutting or punching
mat erial out of the sublimation dye and carrier foil |ayers,

t her eby exposing the adhesive at the cut away portions (col.
3, line 23 - col. 4, line 6). The lamnate is fixed to a
surface

by hot pressing (col. 4, lines 9-11).

In the exam ner’s view, Borresen’s |am nate having the
formed characters neets the requirenments of appellants’

transfer sheet conprising a carrier and sublimation dye
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indicia (answer, page 3). Regarding appellants’ heat
activated transfer, the exam ner argues that colum 2, lines
9-39 of Borresen disclose a thernoset |ayer placed onto a
cloth substrate (answer, pages 3 and 6). This portion of the
reference di scloses, as exanples of suitable substrate
materials, textiles, thernoplastic materials, thernosetting
mat eri als, and | acquered al um num sheets, and teaches that
“[e]ven the objects to be decorated nay be nmade of the above-
menti oned plastics materials or may be provided wth coatings
of such materials, e.g., by lacquering” (col. 2, lines 24-26).
This quoted portion, the exam ner argues, is a teaching that
the substrate can be a textile coated with a thernpsetting
material (answer, page 3). The exam ner, however, does not
expl ain why the reference reasonably woul d have | ed one of
ordinary skill in the art to this particul ar conbination.
Even if Borresen is considered to have suggested, as a
substrate, a textile coated with a thernoset material, the
ref erence does not disclose a heat activatabl e adhesive
between the thernoset material and the textile. For a
suggestion of this claimrequirenent the exam ner relies upon
Yamane (answer, page 4). Yanane discloses formng a | am nate

4
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having, in order, a substrate, a release |layer, a hot nelt
adhesive layer, and ink characters, and discl oses hot pressing
this lamnate onto a textile material and then renoving the
rel ease layer and substrate to produce a textile having ink
characters covered by hot nelt adhesive (col. 7, lines 18-61).

The exam ner has not established that Borresen’ s teaching
of formng a coating, such as a | acquer, would have fairly
suggested, to one of ordinary skill in the art, using a hot
melt adhesive to fasten a thernoset |ayer to a textile
surface. Mreover, even if such a suggestion were provided,
the relied-upon portion of Yanmane does not disclose fastening
such layers. |Instead, it discloses formng a |ayer of hot
melt adhesive on a surface. Thus, even if the references were
conbi ned as proposed by the exam ner, the clainmed invention
woul d not be produced.

The exam ner argues (answer, page 7):

Yamane was cited for its limted teaching of heat-

transferring a plastic layer onto a cloth substrate.

Those skilled in this art would have recogni zed t hat

the thernosettabl e | ayer taught by Borrseen could be

applied to the textile |ayer by a conventional heat

transfer process, as taught by Yamane. Wile Yamane

describes transferring an indicia-bearing plastic

| ayer, as Appellants note, Borresen teaches a

separate step of transferring a sublimation dye into
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the thernoset layer, as is now cl ai ned.
This argunent is deficient in that it does not explain why the
prior art itself would have | ed one of ordinary skill in the
art to conmbi ne the teachings of the references as proposed by
the examner. See In re Rinehart, 531 F.2d 1048, 1051, 189
USPQ 143, 147 (CCPA 1976). Particularly, the exam ner has not
expl ained the basis in the prior art for the above-quoted
“[t]hose skilled in the art would have recognized . . .~
argunent. The record indicates that rather than com ng from
the prior art, the teaching relied upon by the exam ner for
using a hot nelt adhesive to attach a thernpset |ayer to a
cloth layer cones from appellants’ disclosure of their
invention in the specification. The record, therefore,
i ndicates that examner’s rejection is based upon
i nperm ssible hindsight. See WL. Gore & Associ ates V.
Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed.
Cr. 1983), cert. denied, 469 U S. 851 (1984); In re
Rot hernel , 276 F.2d 393, 396, 125 USPQ 328, 331 (CCPA 1960).

Consequently, we reverse the rejection of claim10.

The Mahn reference is not relied upon by the exam ner for
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any teaching which would renedy the above-di scussed

deficiencies in the disclosures of Borresen and Yanane.

Accordingly, we reverse the rejection of clains 12-14.

DECI SI ON

The rejections under 35 U . S.C. 8 103 of claim 10 over

Borresen in view of Yanmane, and clainms 12-14 over Borresen in

vi ew of Yanmane and Mahn, are reversed.

REVERSED

WLLIAMF. SM TH
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge

TERRY J. OWENS
Adm ni strative Patent Judge
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