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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of claims 1 through 18, which are all of the clains

pending in this application.?

W REVERSE

2 | ndependent clainms 3 and 4 have been amended subsequent
to the final rejection



Appeal No. 97-3752 Page 3
Application No. 08/293, 322

BACKGROUND

The appel lants' invention relates to a nethod of
processing fish fillets and apparatus for carrying out the
met hod. An understandi ng of the invention can be derived from
a reading of exenplary clains 1, 3 and 4, which appear in the

appendi x to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

Townsend 2,715, 427 Aug. 16,
1955
Br aeger 5,288, 264 Feb. 22,
1994

Clains 1 through 10 stand rejected under 35 U. S.C. § 103

as bei ng unpat ent abl e over Townsend.

Clainms 11 through 18 stand rejected under 35 U S.C. 8§ 103

as being unpatentabl e over Townsend in view of Braeger.

Rat her than reiterate the conflicting viewoints advanced

by the exam ner and the appellants regardi ng the above-noted
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rejections, we nmake reference to the final rejection (Paper
No. 8, mailed June 23, 1995) and the exam ner's answer (Paper
No. 16, nmiled August 1, 1996) for the exam ner's conplete
reasoning in support of the rejections, and to the appellants’
brief (Paper No. 15, filed April 23, 1996) and reply brief
(Paper No. 17, filed Cctober 1, 1996) for the appellants’

argument s t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prim facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 1 through 18
under

35 US.C 8 103. Qur reasoning for this determ nation

foll ows.
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In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prinm facie case of

obvi ousness i s established by presenting evidence that the
reference teachi ngs woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto nmake the proposed conbi nati on or ot her

nodi fication. See In re Lintner, 9 F.2d 1013, 1016, 173 USPQ

560, 562 (CCPA 1972). Furthernore, the conclusion that the

claimed subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that woul d have | ed that individua
to conmbine the rel evant teachings of the references to arrive

at the clained invention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cr. 1988). Rejections based
on

8§ 103 nust rest on a factual basis with these facts being
interpreted w thout hindsight reconstruction of the invention

fromthe prior art. The exam ner may not, because of doubt
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that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968).

Townsend di scl oses an apparatus for renoving the fat and
the skin froma ham As shown in Figures 1 and 2, the
apparatus includes a feed roll 14 provided with grooves 15 and
teeth 16, a pressure shoe 18, a skinning blade 20 and a
fatting attachment having a fatting blade 21. As shown in
Figure 1, the fatting blade 21 is slanted fromone side of the
apparatus to the other side of the apparatus. In addition, as
shown in dotted lines in Figure 2, it is desirable to have the
fatting blade 21 nearly contact the skinning bl ade 20.
Townsend teaches (colum 2, lines 5-11) that (1) in addition
to skinning hanms, it is quite often desirable to "fat" them
(i.e., renove fat fromthe ham, (2) the fatting of hamis
usually perfornmed either is some other machine or by hand, and
(3) the fatting attachnent permts fatting the ham

simul taneously with the skinning operation.
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Claiml

| ndependent claim 1 recites a nethod for processing fish
fillets including the steps of (1) separating a superficial
| ayer fromthe fillet and (2) separating skin fromthe
superficial layer, wherein the skin is renoved fromthe
superficial layer at a tinme no later than concurrently with

the separation of the superficial layer fromthe fillet.

After the scope and content of the prior art are
determi ned, the differences between the prior art and the

clains at issue are to be ascertained. G ahamyv. John Deere

Co., 383 U S 1, 17-18, 148 USPQ 459, 467 (1966).

Based on our analysis and review of Townsend and claim1,
it 1s our opinion that the differences are the limtations
t hat
(1) afish fillet is being processed, and (2) the skinis
renoved fromthe superficial layer at a tine no later than
concurrently with the separation of the superficial |ayer from

the fillet.
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Wth regard to these differences, the exam ner determ ned
(answer, pp. 3-4) that (1) processing of fish fillets is old
and well known in the butchering art and consequently, the use
of Townsend's apparatus to process fish instead of ham woul d
have been obvi ous, and (2) the alignnent of Townsend' s bl ades
(20, 21) cause the "initial" cuts not to be concurrent,
neverthel ess, the clained tinme sequence is not precluded by

Townsend' s appar at us.

The appel l ants argue (brief, pp. 5-11) that (1)
processing fish fillets is characteristically different from
processing ham (2) Townsend does not teach or suggest
separating the skin fromthe superficial |ayer (the fat of the
ham at a tine no |ater than concurrently with the separation
of the superficial layer fromthe ham and (3) there is no
suggestion in the applied prior art to nodify the position of
Townsend' s fatting blade 21 with respect to the fatting bl ade

20 to provide the clainmed relationship.

In our view, the exam ner has not set forth a sufficient

factual basis to establish obviousness with respect to claim
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1. First, the fact that processing of fish fillets is old and
wel | known in the butchering art does not, in our opinion,
provi de any notivation to one skilled in the art to have used
Townsend' s apparatus to process fish fillets instead of ham
Second, the examiner's statenent that the clainmed tine
sequence i s not precluded by Townsend's apparatus provides no
factual basis as to why one skilled in the art woul d have nade
such a nodification. Thus, it appears to us that the exam ner
has resorted to specul ati on, unfounded assunption and

hi ndsi ght reconstruction to supply deficiencies in the factua

basis for the rejection.

For the reasons set forth above, the decision of the

exam ner to reject claiml under 35 U S.C. 8§ 103 is reversed.

Clainms 3 and 4
| ndependent clainms 3 and 4 recite an apparat us
conprising, inter alia, a conveying roller neans, a pressing

means, a first knife neans and a second knife neans. The
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first knife means is arranged to be "fixed" and the second

knife neans is arranged to be "driven."?

Based on our analysis and review of Townsend and clains 3
and 4, it is our opinion that one difference is the limtation

that the second knife neans is arranged to be "driven."

Wth regard to this difference, the exam ner determ ned
(answer, pp. 4-5) that the limtation arranged to be "driven"
is (1) inferentially recited in the clains and consequently,
this limtation is not given patentabl e consideration, and (2)

obvi ous since a driven skinner blade is known.

The appel l ants argue (brief, pp. 11-12 and reply brief,
pp. 3-4) that the clained second knife nmeans being arranged to
be "driven" is (1) not disclosed in Townsend, and (2) not

suggested by a driven skinner bl ade.

3 "Driven" as used in the appellants' specification neans
that the second knife neans is noving (e.g., oscillating)
while cutting. "Fixed" as used in the appellants
specification neans that the first knife neans is not noving
whil e cutting.
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Once again, it is our view that the exam ner has not set
forth a sufficient factual basis to establish obviousness wth
respect to clains 3 and 4. First, all words in a claimnust
be considered in judging the patentability of that claim

against the prior art. See In re WIlson, 424 F.2d 1382, 1385,

165 USPQ 494, 496 (CCPA 1970). Thus, the |imtation that the
second knife nmeans is arranged to be "driven" nust be given
pat ent abl e consi deration. Second, the exam ner's
determination that this limtation (i.e., the second knife
nmeans i s arranged to be "driven") was obvious since a driven
skinner blade is known is without factual basis as to why one
skilled in the art would have nodified Townsend's fattening

bl ade 21 to be driven. If anything, a teaching of a driven
ski nner bl ade woul d have suggested driving Townsend's skinning
bl ade 20, not the fatting blade 21. Thus, it appears to us
that the exam ner has resorted to specul ation, unfounded
assunption and hi ndsi ght reconstruction to supply deficiencies

in the factual basis for the rejection.
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For the reasons set forth above, the decision of the
exam ner to reject clains 3 and 4 under 35 U S.C. § 103 is

rever sed.

Clainms 2 and 5 through 18
The decision of the exam ner to reject dependent clains 2
and 5 through 18 under 35 U.S.C. 8 103 is reversed for the

reasons set forth above with regard to their respective parent

I ndependent claim?*

4 W have al so revi ewed Braeger but find nothing therein
whi ch nakes up for the deficiencies of Townsend di scussed
above.
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CONCLUSI ON
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To sunmmari ze, the decision of the exam ner to reject

claims 1 through 18 under 35 U.S.C. 8 103 is reversed.

REVERSED

BRUCE H. STONER, JR.,
Adm ni strati ve Pat ent

JEFFREY V. NASE
Adm ni strative Patent

MURRI EL E. CRAWORD
Adm ni strati ve Pat ent
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