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This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 1-29, which constitute
all the clains in the application. An amendnent after final
rejection was filed on Decenber 29, 1995 and was entered by
t he exam ner.

The di sclosed invention pertains to the area of
conput er generated hol ogranms whi ch produce working i nmages for
machi ni ng or other processing of materials. Mre
particularly, the invention is concerned with the generation
of a plate having a plurality of contiguous pol ygonal
subapertures fornmed thereon. The subapertures produce working
i mges i ndependently of each other.

Representative claim1l is reproduced as foll ows:

1. A nethod for the generation of a plate having a
plurality of side-by-side subapertures, each subaperture for
generating at |east one working image, with all working inmages
of all subapertures producing a working imge array including
a plurality of side-by-side working i mages on a workpi ece, the
met hod conprising the steps of:

provi di ng subapertures which produce each working i nage

of the working inage array independent of all other
subapertures present;
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providing a plate and defining a working area on the
pl ate having an area at |east equal to a sumof required areas
for all of the subapertures for receiving conputer generated
hol ograns consisting of the plurality of side-by-side
subapert ures;

di viding the working area into contiguous pol ygonal
subapertures, each subaperture having the required area for
produci ng a working i mage, the contiguous pol ygonal
subapertures having boundari es which are either conmmon
boundari es with adjacent pol ygons or boundaries of the working
area on the plate, whereby all subapertures in the working
area are continuously tiled and adj acent to ot her subapertures
form ng an uninterrupted conti nuum over the working area of
the plate; and,

produci ng a conputer generated hol ogram by pl aci ng
optical features on each subaperture to produce the working
i mge from each subaperture.

The exam ner relies on the follow ng references:

Hirsch et al. (Hi rsch) 3, 619, 022 Nov. 09, 1971
Akkapeddi et al. (Akkapeddi) 4,897, 325 Jan. 30, 1990
Hai nes 5,194,971 Mar. 16, 1993

The follow ng rejections are before us on this appeal:

1. Jdaiml stands rejected under 35 U. S.C. § 103 as
bei ng unpatent abl e over the teachings of Akkapeddi in view of
Hai nes.

2. Cains 2-7 and 18-25 stand rejected under 35 U S. C
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8 103 as being unpatentable over the teachings of Akkapeddi
in view of Haines.
3. Cains 8-11 stand rejected under 35 U. S.C. § 103 as
bei ng unpatent abl e over the teachings of Haines in view of
H rsch
4. Clainms 12-17 stand rejected under 35 U.S.C. § 103
as being unpatentabl e over the teachings of Akkapeddi in view

of Hai nes and Hirsch.

5. Clains 26-29 stand rejected under 35 U.S.C. § 103
as being unpatentable over the teachings of Haines in view of
Hi rsch

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
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argunents set forth in the brief along with the examner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in claims 1-7 and 18-25. W reach the opposite
conclusion with respect to clains 8-17 and 26-29.

Accordingly, we affirmin-part.

Appel I ants have indicated that for purposes of this
appeal the clainms will all stand or fall together in groups as
rejected by the examner [brief, page 5]. Consistent with
this indication appellants have nade no separate argunents
with respect to different clains within each rejection of the
exam ner. Therefore, appellants’ grouping will be accepted as
a representation that all the clains within each rejection

will stand or fall together. Note In re King, 801 F.2d 1324,

1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re Sernaker, 702

F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cir. 1983). Accordingly,
we w il only consider the rejections against a single claim
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fromeach separate rejection as representative of all the
cl ai ms on appeal .

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem
fromsone teaching, suggestion or inplication in the prior art

as a whol e or know edge generally available to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-WIley
Corp., 837 F.2d 1044, 1051, 5 USPQ@2d 1434, 1438 (Fed. Gr.),

cert. denied, 488 U S. 825 (1988); Ashland Ql, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. CGr. 1985), cert. denied, 475 U S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
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exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nade by appel |l ants have been
considered in this decision. Argunents which appellants could
have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR § 1.192(a)].

We consider first the rejection of claim1l as
unpat ent abl e over the teachings of Akkapeddi and Hai nes. The
exam ner finds that Akkapeddi teaches the clainmed invention
except for the plate having a working imge array in which a
plurality of subapertures are formed as contiguous pol ygonal
subapertures. The exam ner cites Haines as teaching such a
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pl ate for conputer generated hol ograns. The exam ner expl ains
that it would have been obvious to the artisan to use the
subaperture arrangenent of Haines on the master grating or

pl ate of Akkapeddi [answer, pages 3-4].

Appel  ants argue that Hai nes does not show or suggest
di screte subapertures formng their own discrete working inage
segnents because all adjacent segnents of Haines would
contribute redundantly to forma surface [brief, pages 8-9].
We find that appellants’ argunment is not commensurate in scope
with the clained invention, and we agree with the exam ner
that the invention as recited in claim1l wuld have been
obvious within the neaning of 35 U.S.C. §8 103 in view of
Akkapeddi and Hai nes.

In our view, appellants are inproperly focusing on the
manner in which the subapertures of Haines are created rather
than on how t he subapertures of Haines are used to create
hol ogr aphi ¢ worki ng i mages on a workpi ece. Once the plate 50
i n Hai nes has been created, each subaperture 52 or 54 produces
a working image in response to a coherent |ight beam Once
the plate 50 has been created, the working i mage generated by
each subaperture 52 or 54 is independent of the working inmage
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created by the other subapertures. Although the working
i mges may interact at the surface of the workpiece, the
wor ki ng i mages per se as they | eave the subapertures 52 and 54
are only a function of what inmage is contained in each of the
subapertures. Since the working image |eaving any subaperture
52 or 54 in Haines is a function only of what is contained
w thin each subaperture 52 or 54 of the plate 50, the working
i mges are independent as recited in claim1.

Appel l ants al so argue that the applied prior art does
not teach the step of dividing the working area into
conti guous pol ygonal subapertures. W agree with the
exam ner, however, that the plate 50 in Haines is clearly a
wor ki ng area whi ch has been divided into a plurality of
conti guous pol ygonal subapertures shown as 52 or 54 in Haines.
Since these are the only argunents presented by appellants in
their brief, we sustain the rejection of claiml1l as set forth

by the exam ner.

Wth respect to the rejection of clains 2-7 and 18-25
based on Akkapeddi and Hai nes, the exam ner has expl ai ned how
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the invention of these clainms is rendered obvious by the
t eachi ngs of Akkapeddi and Hai nes [answer, pages 3-4].
Appel l ants essentially rely on the sanme argunents consi dered
above and assert that neither reference teaches the specific
geonetry of the tiles or adjacent tiles [brief, page 10].
Representative claim2 recites a rectangul ar working area for
the plate, and Haines clearly teaches a rectangul ar worKking
area for plate 50 [see Figure 3B]. Therefore, we sustain the
exam ner’s rejection of clains 2-7 and 18- 25.

Wth respect to the rejection of clains 8-11 based on
Hai nes and Hirsch, the exam ner has expl ai ned how t he
invention of these clainms is rendered obvious by the teachings
of Haines and Hirsch [answer, pages 4-5]. Al though
appel l ants’ argunents with respect to this rejection primarily
rely on factors that we have consi dered above, we will not
sustain this rejection because the exam ner has failed to nake

a prima facie case of obviousness. The exam ner asserts that

Hai nes teaches all the features of claim@8 except for the step
of back propagating, and the exam ner cites Hirsch to neet
this feature. W find the exam ner’s rejection insufficient
to establish the obviousness of claim8. The last five steps
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of the claimrequire a phase mappi ng of subaperture segnents
to centroids before the back propagation takes place. The
exam ner has never addressed how these steps are taught by

Hai nes in order to support this rejection. The nmere statenent
that these steps are taught by Haines w thout explanation is

insufficient to establish a prinma facie case of obvi ousness.

Therefore, we do not sustain the rejection of clains 8-11.
Wth respect to the rejection of clains 12-17 and 26-

29, these clains all have limtations simlar to those of

claim8 that we just considered. The exam ner’s rejection of

these clainms also fails to establish a prima facie case of

obvi ousness for the reasons di scussed above. Therefore, we do
not sustain the rejection of clains 12-17 and 26-29.

In summary, we have sustained the exam ner’s rejection
of claims 1-7 and 18-25, but we have not sustained the
rejection of clainms 8-17 and 26-29. Therefore, the decision

of the examner rejecting clains 1-29 is affirnmed-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
Errol A Krass )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
Jerry Smth )
Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)
Joseph F. Ruggiero )
Adm ni strative Patent Judge )
JS/ dm
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TOWNSEND AND TOANSEND AND CREW
TWO EMBARCADERO CENTER ElI GHT FLOOR
SAN FRANCI SCO CA 94111
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