TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 12

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte BRUCE A BACON

Appeal No. 97-3998
Appl i cation 08/ 302, 168*

ON BRI EF

Bef ore PATE, McQUADE and CRAWORD, Administrative Patent
Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

Bruce A Bacon appeals fromthe final rejection of clains

16 through 18 and 21 through 29, all of the clains pending in

! Application for patent filed Septenber 8, 1994.
According to appellant, the application is a continuation of
Application 08/ 096,704, filed July 23, 1993, now abandoned.
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t he application.

The invention relates to a nmethod for marking a
| ongi tudi nal identification stripe on the external surface of
a strand of material such as tubing, wire or rope. Caiml1l6
Is illustrative and reads as foll ows:

16. A nethod for marking a longitudinal stripe on an
external surface of a flexible strand of material, said nethod
conprising the steps of:

providing a reservoir
providing said reservoir with a marking nmedi um

providing a nib which receives said marki ng nmedi um from
sai d reservoir;

providing a guide and | ocating said guide in association
with said nib so as to position the external surface of said
flexible strand of naterial to be marked in a sel ect
orientation against said nib when said flexible strand of
material is positioned against said nib;

positioning said flexible strand of material agai nst said
guide with the external surface of said flexible strand of
material being in said select orientation against said nib;
and

drawi ng said flexible strand of material through said
guide while positioning said flexible strand of materi al
agai nst said guide, thereby marking the external surface of
said flexible strand of material with a | ongitudinal stripe of
sai d mar ki ng nmedi um

The reference relied upon by the exam ner as evidence of
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anticipation is:

Pitts 4,770, 557 Sept. 13, 1988

Clainms 16 through 18 and 21 through 29 stand rejected
under 35 U. S.C. 8 102(b) as being anticipated by Pitts.?

Ref erence is nade to the appellant’s brief (Paper No. 10)
and to the exam ner’s answer (Paper No. 11) for the respective
positions of the appellant and the exam ner with regard to the
merits of this rejection.

Pitts discloses a device for marking the edge of a sheet
of paper with an ink or dye. As described by Pitts with
reference to Figures 1 and 2,

[a]s showmn in FIG 1, marker 100 includes a

barrel 102 which houses a fibrous, porous reservoir

104. Reservoir 104 is provided with a slit 106

exposed by opening 108 in barrel 102. 1In the

enbodi nent shown, opening 108 and slit 106 are

di sposed proximate nib 110. As a result, a cap 112

covers opening 108 as well as nib 110.

In operation, a sheet, such as paper, is

2 The term*“said housing” as it appears in clains 22 and
23 | acks a proper antecedent basis, an informality which is
deserving of correction in the event of further prosecution
bef ore the exam ner.
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inserted within opening 108, and slid within slit
106. The opposing side walls of slit 106 are in

mut ual contact, whereby these side walls press

agai nst both sides of the sheet when inserted. As
the sheet is inserted fully into 106, the sheet edge
will be marked. Drawi ng the sheet in either

di rection produces continuous | engthw se markings.

An alternati ve enbodi nent of the invention can
be seen in FIG 2. Mar ker 200 i ncludes a barrel 252
whi ch

houses four fibrous, porous nmenbers 254(a-d). Openings
256(a-d) are disposed to expose slits 258(a-d), which are
di sposed proxi mate the end of barrel 252. 1In a preferred
enbodi nent, fibrous, porous nenbers 254(a-d) are of
different colors. VWhile four fibrous, porous nenbers are
shown, it should be understood that any number of such
nmenbers may be used. Openings 256(a-d) and slits
25[ 8] (a-d) may be disposed at different positions
relative to the end of barrel 252. This facilitates the
insertion of a sheet within the desired opening. To

easi ly distinguish between different colors or types of
mar ki ng materi al exposed by each of the openings 256(a-
d), the outer covering of the barrel 252 may be
appropriately marked, as by color coding. WMrker 200 is
shown as a sealed container with a closure 260 di sposed
at the end cl osest to openings 256(a-d). In this

enbodi nent there may additionally be a nib such as is
shown in FIG 1. Moreover, a cap such as 112, nay be
appropriately shaped to cover openi ngs 256(a-d).

As can be seen in FIG 1, nib 110 is provided
with a slit extending transverse to the axis of the
mar ker barrel 102. A sheet may be drawn through
this slit to mark in a simlar manner as slit 106,
or 258(a-d) [colum 2, lines 9 through 48].
Anticipation is established only when a single prior art
ref erence discloses, expressly or under principles of
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i nherency, each and every el enent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys.., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cir. 1984). It is not necessary that
the reference teach what the subject application teaches, but
only that the claimread on sonething disclosed in the

reference, i.e., that all of the [imtations in the claimbe

found in or

fully nmet by the reference. Kalman v. Kinberly d ark Corp.

713 F.2d 760, 771, 218 USPQ 781, 789 (Fed. Cir. 1983), cert.
deni ed, 465 U.S. 1026 (1984).

The appellant’s position on appeal is that the standing
35 U.S.C. §8 102(b) rejection of clains 16 through 18 and 21
through 29 is unsound because Pitts does not neet the
limtations in independent clains 16 and 24 relating to the
steps of providing a guide, positioning a strand of nmateri al
agai nst the guide and drawi ng the strand through the guide
whi |l e positioning the strand agai nst the guide (see pages 4
through 12 in the brief). This argunent is persuasive with
respect to claim24, but not with respect to claiml1l6.
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More particularly, Pitts’ provision of slits 106 or
258(a-d) neets the relatively broad gui de-providing step
recited in claim16. |In this regard, Pitts slits constitute
gui des to the sane extent that the appellant’s notch 240 in
nib 230 constitutes a guide (see page 7 and Figure 2 of the
appel lant’ s disclosure). This being the case, Pitts’ steps of
inserting the edge of a sheet into the slit (wherein it
engages the slit side walls) and drawing it therethrough neet
the strand positioning and drawing steps recited in claim16.
Thus, the appellant’s contention that the subject natter
recited in claim1l6 is not anticipated by Pitts is not wel
t aken.

Claim 24, on the other hand, requires the guide to be in
a housing partially enclosing the marking elenment. The only
structures disclosed by Pitts which arguably correspond to
such a guide are the openings 108, 256(a-d) in barrel/housing
102, 252. There is no teaching in Pitts, however, that the
sheet being marked is ever positioned agai nst these openings.

The exam ner’s contention that the use of the Pitts
devi ce woul d i nclude, presumably under principles of
i nherency, sone contact between the sheet and the openings in
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the barrel/housing (see page 5 in the answer) is not wel
founded. Under principles of inherency, when a reference is
silent about an asserted inherent characteristic, it nust be
clear that the m ssing descriptive matter is necessarily
present in the thing described in the reference, and that it
woul d be so recogni zed by persons of ordinary skill.

Continental Can Co. v. Minsanto Co., 948 F.2d 1264, 1268, 20

UsPQ2d 1746, 1749 (Fed. Cr. 1991). As the court stated in ILn
re Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA

1981) (quoti ng Hansgirg v. Kenmmer, 102 F.2d 212, 214, 40 USPQ

665, 667 (CCPA 1939)):
I nherency, however, may not be established by
probabilities or possibilities. The nere fact that
a certain thing may result froma given set of
circunstances is not sufficient. [Citations omtted.]
I f, however, the disclosure is sufficient to show that
the natural result flowing fromthe operation as taught
woul d result in the performance of the questioned
function, it seens to be well settled that the disclosure
shoul d be regarded as sufficient.
Here, the exam ner’s determi nation that the use of the Pitts
devi ce woul d i ncl ude contact between the sheet and the
openings in the housing is unduly specul ati ve.

Thus, Pitts does not neet the particular limtations in
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claim 24 requiring the steps of providing a housing having a
gui de, positioning a strand of naterial against the guide and
drawi ng the strand through the guide while positioning the
strand agai nst the guide.

In light of the foregoing, we shall sustain the standing
35 U.S.C 8§ 102(b) rejection of claim 16 as being antici pated
by Pitts. W also shall sustain the standing 35 U.S.C. §
102(b) rejection of dependent clains 17, 18 and 21 through 23
since the appellant has not chall enged such with any
reasonabl e specificity, thereby allowng these clains to stand

or fall with parent claim 16 (see In re Ni elson, 816 F.2d

1567, 1572, 2 USPQd 1525, 1528 (Fed. Cir. 1987)). W shall
not sustain, however, the standing 35 U.S.C. 8§ 102(b)

rejection of claim24, or of clains

25 through 29 which depend therefrom as being anticipated by
Pitts.

Thus, the decision of the examner to reject clains 16
through 18 and 21 through 29 is affirnmed with respect to
clainms 16 through 18 and 21 through 23, and reversed with
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respect to clains 24 through 29.

No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFI RVED- | N- PART

W LLIAM F. PATE, II
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

MURRI EL E. CRAWFCORD
Adm ni strative Patent Judge
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may be extended under 37 CFR
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Bruce Allen Bacon
9263 Sagebrush Trai
Littleton, CO 80124
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