THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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ON BRI EF

Bef ore HAI RSTON, KRASS, and FLEM NG Adninistrative Patent
Judges.

KRASS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1, 3 through 7, 9 through 14, 16 and 18. Cains 8, 15

and 17 have been indicated by the exam ner in the answer as

! Application for patent filed February 22, 1995.
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being directed to all owabl e subject matter and are no | onger

bef ore us on appeal .

The invention is directed to the renote managenent of
menory in a portable informati on device, such as a wi stwatch,
froman external conputer.

Representati ve i ndependent claim1l is reproduced as
fol |l ows:

1. A nethod for renotely managing a watch nenory in a
programmabl e watch froma conputer external to the watch, the
conput er having a nenory, the nethod conprising the follow ng
st eps:

mappi ng the watch nmenory into a portion of the conputer
menory to create a virtual watch menory within the conputer
nmenory;

mani pul ati ng the conputer nmenory to nodify the virtua
wat ch nmenory therein; and

downl oadi ng the nenory nodification nade in the virtua
wat ch nmenory fromthe conputer to the watch nenory.

The exam ner relies on the follow ng reference:
Yokozawa 4,534,012 Aug. 6, 1985

Claims 1, 3 through 7, 9, 11 through 14 and 16 stand
rejected under 35 U.S.C. 102(e) as anticipated by Yokozawa.
Clainms 10 and 18 stand rejected under 35 U.S.C. 103 as

unpat ent abl e over Yokozawa.
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Reference is nade to the briefs and answer for the

respective positions of appellants and the exam ner.
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OPI NI ON

W w il sustain the rejection of clains 1, 3, 4 and 16
under 35 U. S.C. 102(e) but we will not sustain either the
rejection of clainms 5 through 7, 9 and 11 through 14 under 35
U S.C 102(e) or the rejection of clains 10 and 18 under 35
U S C 103.

Turning first to the rejection of clains 1, 3, 4 and 16,

i ndependent clains 1 and 16, in our view, are broader in scope
t han cont ended by appel | ants.

Thr oughout various sections of the brief and reply brief,
appel l ants argue that whereas the instant invention is
concerned with externally managing a virtual copy of a portable
device’s nmenory and downl oading only nmenory nodifications to
t he portabl e device, Yokozawa teaches that the entire program
must be reconpiled by the external conputer and then the entire
programis downl oaded to the nenory of the portable device. W
agree with appellants that this, indeed, is the difference
bet ween the instant disclosed invention and the disclosure of

Yokozawa. However, we find the | anguage of instant independent
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claims 1 and 16 to be nmuch broader in scope than appellants’
argument .

First, since the external conputer in Yokozawa prograns
the portabl e device and data is exchanged between the two
devices, with nenories of the external conputer corresponding
to menories in the portable device, we think it is reasonable
to conclude that there is a “mapping” in Yokozawa between the
watch (i.e., the portable device) nmenory and the external
conputer nmenory. It is also clear that the external conputer
i n Yokozawa mani pul ates its nmenory to nodify information
therein during processing. Yokozawa then downl oads the entire
programto the nmenory of the portable device. Wen the entire
program including any updated information, is downl oaded to
the portabl e device in Yokozawa, so too are any nenory
nmodi fi cati ons downl oaded at that tinme, fromthe conputer nenory
to the watch nmenory. It is true that Yokozawa does not
downl oad only the nenory nodifications, since even the
unnodi fied nmenory is downl oaded, but clainms 1, 3, 4 and 16 do
not require that only the nmenory nodifications be downl oaded to

t he exclusion of unnodified nenory. Thus, appellants’
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argunents in this regard are directed to unclained features and
are, as such, not persuasive.

Accordingly, we wll sustain the rejection of clains 1, 3,
4 and 16 under 35 U.S.C. 102(e).

We reach the opposite result with regard to clains 5
through 7, 9 through 14 and 18. Each of independent clains 5,
9, 11 and 18 requires a determ nation of what “nenory
transactions are effective to change the virtual nmenory from
its initial arrangenent to its nodified arrangenent” and then
those nenory transactions are transferred fromthe conputer to
the portable information device where the information device
menory i s updated using the nmenory transactions. Wile these
clains do not use the word “only” to nodify the nmenory
nodi fi cati ons downl oaded, it is clear that Yokozawa nmakes no
determ nation of what nenory transactions are effective to
change the virtual nenory froman initial arrangement to its
nodi fi ed arrangenent because, in Yokozawa, the entire program
i ncl udi ng nodi fi ed and unnodi fied nenory, is downl oaded. Thus,
Yokozawa has no need to determ ne what nenory transactions are
effective to change the virtual device nenmory froman initial

arrangenent to a nodified arrangenent. W read the quoted



Appeal No. 1997-4220 Page 7
Application No. 08/394, 659

cl ai m | anguage “determ ni ng what nenory transactions are
effective...” and the subsequent |anguage, consistent with
appel l ants’ argunent, as requiring only nmenory nodifications,
and not the entire program to be downl oaded to the portable
device fromthe external conputer.

The exam ner argues that Yokozawa “inherently” teaches the
determ nati on of what nenory transactions or the | east nunber
of transactions are effective to change the virtual device
menory fromits inital arrangenent to a nodified arrangenent
because Yokozawa teaches progranm ng the portable device from
t he external conputer. The exam ner contends that “in witing
a programto nodify the external station’s nenory from one
arrangenent to another, the user/conputer nust determ ne what
menory nodifications are required effective to change the
virtual device nenory from one arrangenent to another
arrangenent” [answer-page 6]. W disagree and find no such
“inherency” in Yokozawa’ s teachings. Yokozawa does not deal,
at all, with determ ning what nenory transactions or | east
nunber of transactions are effective to change the virtual
menory froman initial arrangenent to a nodified arrangenment

because Yokozawa nerely downl oads the entire program
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Accordingly, we will not sustain the rejection of clains 5
through 7, 9 and 11 through 14 under 35 U.S.C. 102(e) nor wl|
we sustain the rejection of clains 10 and 18 under 35 U. S. C
103.

The exam ner’s decision is affirnmed-in-part.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
1.136(a).
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